THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.

Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN S. M CHELMAN

Appeal No. 1997-4310
Application No. 08/371, 362

HEARD: February 08, 2001

Before WALTZ, KRATZ and PAW.| KONBKI , Adni ni strative Patent

Judges.
KRATZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 23, 46 and 57-64, which are all of the

clainms pending in this application.

BACKGROUND
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Appellant’s invention relates to a nethod of treating
paper coated with a hot nmelt wax to di sperse the wax and
converting the paper to pulp form An understandi ng of the
invention can be derived froma reading of exenplary clains 46
and 57, which are reproduced bel ow.

46. A nethod of repul ping a paper coated with a hot nelt
wax coating conprising the steps of:

(1) preparing a m xture of:

(a) a paper coated with said hot nelt wax coati ng,
sai d coating conprising:

(1) at | east one wax; and

(2) at |east one chem cal conpound i ncorporated
in said at |east one wax, said at |east one
chem cal conpound capabl e of di spersing said
at | east one wax in a substantially aqueous
envi ronment ; and

(b) water; and

(2) applying to said m xture an anount of nechanica
ener gy sufficient to convert said paper to a pulp form

57. A method of dispersing wax froma hot nelt wax-
coat ed paper, conprising the steps of:

introducing into a substantially aqueous environnment a
paper having a hot nelt coating thereon, said hot nelt coating
conprising a wax and a chem cal conpound incorporated in said
wax which i s capable of undergoing chem cal nodification so as
to be capable of dispersing said wax in said substantially
aqueous environnent;
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introducing into said substantially aqueous environnent a
chem cal agent to nodify said chem cal conpound to render said
chem cal compound capabl e of dispersing said wax;

agitating said paper having said hot nelt coating thereon
in said substantially aqueous environnment; and

di spersing said wax from said paper

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Savage 2,959, 513 Nov. 08,
1960
Laumann 3,950, 578 Apr. 13,
1976
Gotoh et al. (Gotoh) 4,177,199 Sep. 26
1978

Appel lant also cites the foll ow ng references:

Coto et al. (CGoto) JP 61-47896 Mar. 08,
1996

M chel man et al. (M chelman), “Repul pability of coated
corrugat ed paperboard,” Tappi Journal, Vol. 74, No. 10, pp.
79-82 (Cct. 1991).

Clainms 23 and 57-61 stand rejected under 35 U.S.C. § 103
as being unpatentable over Laumann in view of Savage. C ains
23, 46 and 57-64 stand rejected under 35 U . S.C. §8 103 as being

unpat ent abl e over Gotoh in view of Savage and Laumann.

OPI NI ON
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We have carefully considered all of the argunents
advanced by appellant and the exam ner and agree with
appel l ant that the aforenentioned rejections are not well

founded. Accordingly, we reverse these rejections.

Section 103 Rejection over Laumann in view of Savage

Launmann di scl oses a coated paper that is not wet-
strength grade, such as a tissue or toilet paper and that wll
di sintegrate upon toilet flushing disposal thereof. Launmann
teaches a coating that includes a paraffin or mcrocrystalline
wax and wax nodifiers such as ethyl vinyl acetate or other
copolymers or synthetic rubbers that may be used together with
a lining for coating that type of paper (colum 1, lines 9-
34). Laumann discloses that “[t]he wax may be further nodified
by the inclusion of stearic acid or other stearates and
softened by the inclusion of lanolin, petrolatum or other wax
softeners” (colum 1, lines 34-37).

Savage di scl oses a nethod of defibering waxed paper stock
utilizing sodi um hydroxi de and sodiumsilicate together with
ot her optional chem cal conpounds in a pul per that contains

hot water (colum 2, line 36 through colum 3, line 37).
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According to the exam ner
it would have been obvious to nodify the
Laumann process by providing a strong base
i n an aqueous bath as well as providing
sufficient mechanical energy to convert the
paper into a pulp since Savage teaches
recycling waxes [sic, waxed] coating paper
in such a manner for the obvious cost
advant ages of recycling wastepaper.

We di sagree. Wien an exam ner is determ ning whether a
claimshould be rejected under 35 U. S.C. § 103, the cl ained
subject matter as a whol e nust be considered. See In re
Cchiai, 71 F.3d 1565, 1569, 37 USPQ2d 1127, 1131 (Fed. Cr.
1995). The subject matter as a whol e of process clains
i ncludes the starting materials and product nmade. Wen the
starting and/or product materials of the prior art differ from
those of the clained invention, the exam ner has the burden of
expl ai ning why the prior art would have notivated one of
ordinary skill in the art to nodify or select fromthe
materials of the prior art processes so as to arrive at the
clainmed invention. See Cchiai, 71 F.3d at 1570, 37 USPQ2d at

1131. In the present case, the exam ner has not carried this

bur den.
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As devel oped in appellant’s brief (pages 9-11), Launmann
is not directed to a repul ping process or form ng a wax coated
paper product that would be a suitable starting material for
repul ping. Rather, Laumann is concerned with the formation of
di sposabl e paper products such as toilet or facial tissue,

di aper liners, etc. that nay be disposed of by flushing into a
sewer system after use. Here, the exam ner sinply has not

of fered a convincing explanation as to why one of ordinary
skill in the art would have been led to apply the repul ping
nmet hod of Savage to the sewage pipeline disposabl e product of
Laumann in a manner so as to arrive at the herein clainmed

subj ect matter.

Section 103 Rejection over Gotoh in view of Savage and Launmann

Regarding the rejection of clains 23, 46 and 57-64 under
35 U.S.C. §8 103 as bei ng unpatentable over Gotoh in view of
Savage and Launmann, we observe that Gotoh is concerned with a
wax emul sion coating and does not suggest a nethod of treating

a hot nelt wax coated paper of the type all of the appeal ed
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clainms require treating.* It is significant that a wax
enul si on coated paper, including the type of coating and paper
product that Gotoh describes, has been distinguished fromthe
hot melt wax coated paper that is treated by the subject
process on the record before us. See, e.g., pages 12 and 13
of the brief, pages 1-6 of the reply brief, and the carryover
par agraph bridgi ng pages 6 and 7 of the specification.

The exam ner does not seemto take issue with the
af orenenti oned di stinction between such coatings and papers so
coated, but rather the exam ner’s position appears to be
prem sed on considering the hot nelt wax coated paper
[imtation as inconsequential (answer, page 5 and suppl enent al
answer, paragraph bridging pages 1 and 2). That position runs
af oul of the basic prem se that a sustainable rejection under
8 103 nmust address the clainmed subject matter as a whol e
including all of the limtations thereof. Here, the
exam ner’s failure to adequately address the hot nelt wax

coated paper limtation is fatal to the stated rejection. In

! Laumann and Savage are descri bed above with regard to
the rejection of clains 23 and 57-61 over only those
ref erences.
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ot her words, even if we could have agreed with the exam ner
that it would have been obvious to one of ordinary skill in
the art to sonehow apply the teachings of Laumann and Savage
to a repul ping of the enul sion coated paper of Gotoh, such a
conbi nation would not result in the herein clainmed process

which requires treating hot nelt wax coated paper.
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CONCLUSI ON

The decision of the exam ner to reject clains 23 and 57-
61 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Laumann in
vi ew of Savage and to reject clainms 23, 46 and 57-64 under 35
UusS. C
§ 103 as bei ng unpatentabl e over Gotoh in view of Savage and

Laumann i s reversed.
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REVERSED

Thomas A, Waltz
Adm ni strative Patent Judge
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Peter F. Kratz APPEALS
Adm ni strative Patent Judge AND
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Beverly A Paw i kowski
Adm ni strative Patent Judge
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