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DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s refusal to allowclains 1, 3 through 6, 8,
13 through 15 and 17 which are all of the clains pending in

t he application.
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Clainms 1, 4 and 13 are representative of the subject
matter on appeal and read as foll ows:

1. A surfactant for form ng stable dispersions of rosin
esters conpatible with elastoneric |atexes which conprises a
conpound of the fornmula R:-R-R, wherein Rt and R are sel ected
fromthe group consisting of a rosin ester and H, provided
that R* and R® are not both H and R is selected fromthe
group consi sting of polyethylene glycol and (pol yethyl ene

gl ycol ) - R*- ( pol yet hyl ene gl ycol) wherein R is rosin, and
wherein the pol yethyl ene glycol has a nol ecul ar wei ght of from
about 1,500 to about 20,000 such that the surfactant is
substantially solid at roomtenperature.

4. A stable tackifier dispersion conpatible with elastoneric
| at exes conprising a rosin ester, water, and a surfactant
having the formula R-R-R, wherein Rt and R® are selected from
the group consisting of rosin and H, provided that R' and R
are not both H and R is selected fromthe group consisting

of pol yethyl ene glycol and pol yet hyl ene glycol)-R-

(pol yethyl ene glycol) wherein R* is rosin, and wherein the PEG
has a nol ecul ar wei ght of from about 1,500 to about 20, 000.

13. A nethod for preparing a surfactant for formng stable
di spersions of rosin ester, said nmethod conprising estefifying
a rosin with polyethylene glycol, wherein the polyethyl ene
gl ycol has a nol ecul ar wei ght of from about 1,500 to about
20, 000.
The sole prior art reference relied upon by the exam ner
i S:
Col unbus et al. (Col unbus) 4,057, 527 Nov. 8,

1977
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Claims 1, 3 through 6, 8, 13 through 15 and 17 stand
rejected under 35 U . S.C. §8 103 as unpatentabl e over the
di scl osure of Col unbus.

W reverse.

The cl ai ned subject nmatter is directed to a surfactant, a
met hod of preparing the surfactant and a stable tackifier
di spersion containing the surfactant. The novelty of the
cl ai med subject matter hinges on a conpound which is used as
the clainmed surfactant. According to claim1, the surfactant
is such that it nust be useful for “form ng stable dispersions
of rosin esters conpatible with elastoneric |atexes”. The
surfactant conprises a conpound having a formula R-R:-R,
wherein at |least one of R and R is a rosin ester and wherein
R® contains at | east one pol yethyl ene glycol having a
nmol ecul ar wei ght of 1500 to 20,000. The surfactant is
substantially solid at roomtenperature.

As evi dence of obviousness of the clainmed subject matter
under 35 U. S.C. 8 103, the exam ner appears to rely on colum

81
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lines 47 to 60, of Colunbus!, which is reproduced bel ow for
conveni ence:

Anot her preferred though not essential ingredient in
the conposition is a tackifying resin. The
tackifying resin is present at a level of from.5 to
5 parts. The preferred tackifying resinis a
pol yhydri c al cohol ester of rosin. Polyhydric
al cohol s which can be used in the esterification
i nclude: trinmethylene glycol, tetranethylene glycol
etc.; nonoet hyl ene glycol, diethylene glycol,
triethylene glycol, tetranethylene glyco
hexaet hyl ene gl ycol, etc.; nonopropyl ene glycol,
di propyl ene glycol, tripropylene glycol, etc.;
butyl ene glycol, dibutylene glycol, tributylene
glycol etc. The glycerides and pol yet hyl ene gl ycol s
are preferred as providi ng maxi rum conbi ned
sof teni ng and adhesi ve properties.

The exam ner recogni zes that Col unbus does not enploy its

esterified resin as a surfactant, nor does it disclose the

nol ecul ar wei ght of pol yethyl ene glycol used to form an
esterified resin. See Answer, page 3. The exam ner, however,
asserts (Answer, pages 3 and 4) that:

The Exam ner maintains however that it would be
reasonabl e to presune that the conpound as discl osed
in the prior art has a nol ecul ar wei ght of from
about 1500 to about 2000 given the fact that the
pol yet hyl ene gl ycols are preferred in that the | ower
[imt of "fromabout 1500" is not unreasonably high
so as to render it unconmon. Thus, given the
generic disclosure of polyethylene glycols, then it
woul d be reasonable to presune that resins having a

1 See Answer, page 3.
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nmol ecul ar wei ght of about 1500 woul d be rendered
prim facie obvious.

It is possible that the exam ner’s assertion nmay be correct.
However, it is incunbent upon the exam ner to supply the
factual basis for his assertion. 1In re Warner, 379 F.2d 1011
1017, 154 USPQ 173, 178 (CCPA 1967) (“[w| here the |egal

concl usion [of obviousness] is not supported by facts it
cannot stand”). On this record, we find no factual basis to
support the exam ner’s assertion that the use of polyethylene
gl ycol s having the clained nol ecul ar weight to formthe

tacki fying resin of Col unbus woul d have been obvi ous to one of
ordinary skill in the art. As correctly argued by appel |l ants,
Col unmbus exenplifies only those pol yethyl ene gl ycols having
nol ecul ar weights significantly |ower than that clainmed. The
exam ner has not supplied any evidence to establish that one
of ordinary skill in the art | ooking to inprove a tackifying
resin, such as that described in Col unbus, would enploy the
so-cal l ed “comon pol yet hyl ene gl ycol s havi ng a nol ecul ar

wei ght of 1500 to 20, 000". The exam ner has not shown that
common pol yet hyl ene gl ycol s having a nol ecul ar wei ght of 1500

to 20,000, for exanple, are capable of “providing maxi num
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conbi ned softeni ng and adhesi ve properties” as required by
Col unbus.

For the above reasons, we agree wth appellants that the
exam ner has not carried the burden of establishing a prim
faci e case of obviousness within the neaning of 35 U S.C. §
103. Having determned that no prinma facie case is
establ i shed, we need not address the sufficiency of the
decl arations of record. See In re Piasecki, 745 F.2d 1468,
1472, 223 USPQ 785, 788 (Fed. Cir. 1984); In re Rinehart, 531

F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

In view of the forgoing, the decision of the exani ner
rejecting clains 1, 3 through 6, 8, 13 through 15 and 17 under

35 US.C. § 103 is reversed.
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REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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