THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore COHEN, FLEM NG and HANLON, Admi nistrative Patent Judges.

COHEN, Adninistrative Patent Judge.

! Application for design patent filed Cctober 20, 1994.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of the
foll om ng design claim

The ornanental design for an AUTOMVOBI LE as
shown and descri bed.

As described in the specification (page 2), Figures 1
through 7 correspond to perspective right side, perspective right
side,? rear, perspective left side, front, rear, and top views,

respectively, of the clained autonobil e design.

As evidence, the exam ner has applied the docunent
speci fi ed bel ow

Aut ocar & Motor, “BMNcarves a new benchmark,” Novenber 3, 1993,
pages 36, 37.

The followng rejection is the sole rejection before us

for review

2 The description of Figure 2 in the specification is
inconsistent wwth the portrayal of the autonobile in Figure 2.
The showing in Figure 2 is not a right side perspective view, but
sinply a right side view The description in the brief (page 2)
correctly describes Figure 2 as a right side view
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The design claimstands rejected under 35 U S. C
8 102(a) as being anticipated by the Autocar & Mdtor reference.
As stated by the exam ner (Paper No. 5; page 2, paragraph 5):
Despite the presence of mnor differences,
t he autonobile shown in the Autocar & Mt or
article is seen as of substantially the
sane appearance as the clainmed design in

the eyes of the ordinary viewer, thus
precl udi ng patentability.

The full text of the exam ner's response to the
argunent presented by appell ant appears in the answer (Paper No.
16), while the conplete statenent of appellant’s argunent can be

found in the brief (Paper No. 12).

OPI NI ON
I n reaching our conclusion on the anticipation issue
raised in this appeal, this panel of the board has carefully
consi dered appellant’s specification, Figures 1 through 7, and
design claim the design shown in the applied reference, and
the respective viewpoints of appellant and the exam ner. As
a consequence of our review, we nake the determ nati on which

foll ows.
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We are constrained to reverse the rejection on appeal.
Sinply stated, this panel of the board shares the argued vi ew of
appel lant (brief, pages 6 and 7) that the applied reference is
deficient in that it fails to display the rear view and top views
of the autonobile design, thereby preventing us from assessing
the reference autonobile design as a whole. Qur full analysis

foll ows.

Wth respect to the rejection of a design claimas
bei ng antici pated, an ordinary observer test is applicable for
determ ning the novelty of the design under 35 U S.C. 8§ 102. See

In re Nal bandi an, 661 F.2d 1214, 1216, 211 USPQ 782, 785 (CCPA

1981). As to the particular test for the novelty of a design,

the court in |nre Bartlett, 300 F.2d 942, 943-44, 133 USPQ 204,

205 (CCPA 1961) set forth (in quoting from Shoemaker, Patents for

Desi gns, page 76):

| f the general or ensenbl e appearance-
effect of a design is different fromthat of
others in the eyes of ordinary observers,
novelty of design is deenmed to be present.
The degree of difference required to
establish novelty occurs when the average
observer takes the new design for a
different, and not a nodified al ready-
exi sting, design.
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To apply the aforenentioned test, we nust be able to
consi der each of the clained and reference designs in their
entirety. As pointed out by appellants (brief, pages 6 and 7),
rear and top views are part of the presently clained design, but
the rear view and the top view of the reference design are not
shown. Since portions of the overall autonobile design of the
reference are not shown, we cannot fairly assess the reference
design relative to the clained design. Solely for this reason,
we are constrained to reverse the rejection of appellant’s design

clai munder 35 U S.C. 102(a).?

3 The applied reference portrays a BMW aut onobil e and the
appeal brief (page 1) infornms us that the real party in interest
in this design application is “Bayeri sche Mdtoren Wrke AG
(BMN. The autonobile shown in the reference has a license plate
mount ed thereon. This circunstance | eads us to question whet her
the overal|l appearance of this vehicle my have been available to
the public prior to appellant’s invention. |If publicly
avail able, it would appear reasonable to say that other
aut onobi | e periodi cals may have published a nore conpl ete design
show ng of the autonobile. Additionally, we note that
appel Il ant has argued differences between the autonobil e design
partially shown in the applied reference and the clai ned design
(brief, pages 4 through 6). However, we are not certain fromthe
record if the reference autonobile (new 5-series BMWVdue in 1995)
is a version of the sanme nodel year autonobile for which design
patent protection is now being sought.
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In summary, this panel of the board has reversed the
rejection of appellant’s design claimunder 35 U S.C. § 102(a)

as being anticipated by the Autocar & Mdtor reference.
The decision of the exam ner is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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