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HECKER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final
rejection of clains 1 through 17, all clains pending in this

appl i cation.
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The invention relates to an architecture for
t el econmmuni cati ons networ ks conprising Asynchronous Transfer
Mode (ATM swi tches interfacing wth networks conprising
Synchronous Transfer Mde (STM sw tches. Signaling
information received froman STM switch via in-band signaling
is supplied to an ATMswitch that will route the associ ated
call to its intended destination by converting the signaling
information to a formsuitable for transm ssion to the ATM
switch via an out-of-band signaling network. Signaling System
7 (SS7), an out-of-band type signaling, is used to convert in-
band STM signaling to out-of-band STMsignaling. A term nal
adapter translates STM protocols to ATM protocol s.

Representati ve i ndependent claim 10 is reproduced as
foll ows:

10. A nethod of interfacing an ATM switch of an ATM
network with an STM switch that enploys in-band signaling to
transmt tel ephone-call signaling information to said ATM
switch, said ATMswitch interfacing with an out - of - band
signaling network for the purpose of receiving signaling
i nformation, said nmethod conprising the steps of

interfacing said in-band signaling when it is

received fromsaid STMswitch with said out-of-band signaling
net wor k, and
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responsive to receiving fromsaid STMswitch, via a
trunk having a predeterm ned identity and connecting said STM
swtch to said ATM switch, in-band signaling information
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indicative of at |least a called tel ephone nunber, converting
said in-band signaling to out-of-band signaling by formng an
out - of - band signaling nmessage containing at |east the identity
of said trunk and said called nunber and transmtting said
nmessage over said out-of-band signaling network to said ATM
sSwi t ch.

The Exam ner relies on the follow ng references:

Thorn et al. (Thorn) 5, 086, 461 Feb. 4, 1992
Fuller et al. (Fuller) 5,282, 244 Jan. 25, 1994
| sono 5, 363, 433 Nov. 8, 1994

Appel lants’ Admtted Prior Art (APA)
U.S. Patent Application Serial No. 08/ 360,897, now Patent No.
5,568, 475, Doshi et al. (Doshi)

Clainms 1 through 17 stand rejected under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentable over clains 1 through 5 and 11
t hrough 14 of Doshi in view of APA

Claims 1, 2, 7, 8, 10, 15 and 16 stand rejected
under 35 U . S.C. 8 103 as being unpatentable over Fuller in
view of Isono and Thorn.

Clains 9 and 17 stand rejected under 35 U.S.C. § 103
as being unpatentable over Fuller in view Thorn and |Isono and

further in view of APA.
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Rat her than reiterate the argunents of Appellants
and the Exam ner, reference is nmade to the brief and answer

for the respective details thereof.

OPI NI ON

After a careful review of the evidence before us, we
will not sustain the rejection of clainms 1 through 17 under
the judicially created doctrine of obviousness-type double
pat enti ng, however we will sustain the rejection of clainms 1,
2, 7 through 10 and 15 through 17 under 35 U.S.C. § 103.

Wth respect to the rejection of clains 1 through 17
for obvi ousness-type doubl e patenting, the Exam ner contends
Doshi’s clains include all the limtations of the instant
claims with the exception of MF or bit borrow ng in-band
signaling. The Exam ner notes that page 2, lines 16-37 of the
present application states that MF and bit borrow ng are well
known in the art and are widely inplenmented in present
syst ens.

(Answer - page 2.)

Appel  ants argue that Doshi clains only out-of-band
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signaling while clains of the instant case recite receiving
i n-band signaling. (Brief-page 3.)

Wil e the Exam ner’ s response notes certain features
such as off-hook and tel ephone digits (answer-page 4) are
i nherent to in-band signaling, we see none of these features
recited in the clainms of Doshi. Even if these features were
recited in Doshi’s clainms, the Exam ner presented no evi dence
that of f-hook and tel ephone digits are only inherent to in-
band signaling. Wthout the identification of such features
in Doshi’s clains, and evidence that such is exclusive to in-
band signaling, we are unconvinced that Doshi’s clainms include
i n-band signaling as required by the instant clains. Thus,
aside fromthe fact that other references, such as Fuller, may
show t he exi stence of in-band to out-of-band conversion as
comonly practiced, the Exam ner’s rejection has not
established a prima facie case. Accordingly, we will not
sustai n the obvi ousness-type doubl e patenting rejection of
claims 1 through 17.

Wth respect to the art rejection of clainms 1, 2, 7,

8, 10, 15 and 16, the Exam ner reasons that Full er discloses
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the cl ai ned nmet hod of interconnecting several, “possibly
dissimlar ... networks via a SS7; i.e. out-of-band; signaling
net wor k” (answer-page 2). The Exam ner notes, Fuller |acks

di scl osure of conversion fromin-band signaling to out-of-band
signaling, and | acks disclosure of ATM networks. The Exam ner
cites Thorn for teaching in-band to out-of-band conversion,
and Isono for the out-of-band use of ATM networks. The

Exam ner st ates:

It woul d have been obvious to an artisan at the tine
of invention that the interconnected networks of
Ful l er could include the upgraded equi pnent as

di scl osed by Thorn for the purpose of providing
enhanced capability to existing equi pnment, the
notivation being to upgrade ol der switching

equi pnrent wi thout the prohibitive expense of

conpl ete replacenent. Further, it would have been
obvious to an artisan to include an ATM network
anong the interconnected networks of Fuller, out-of-
band signaling for ATM networks being known in the
art as evidenced by Isono, for the purpose of

i nt erwor ki ng between ol der networks and newer ATM
networks as they are installed, the notivation being
to provide network users with the broadband
capabilities of ATM [ Answer-page 3.]

Appel l ants note that Fuller deals strictly with STM
net wor ks and not ATM networ ks, Thorn teaches interfacing an

STM (in-band) switch with an SS7 (out-of-band) network (al so
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STM, and Isono deals strictly with ATM (out - of - band)

networks. Thus, Appellants argue, there is no notivation
taught or suggested to interface an ATM switch/network with an
STM switch/ network. The only such teaching resides in
Appel l ants’ own specification. (Brief-pages 4 and 5.)

We note that Fuller is |ooking to provide new
services to users, such as ISDN. Fuller states “The invention
al so allows users to provide new revenue generating services
(such as I SDN) which require SS7 capabilities.” (Colum 2,
lines 47-49.) 1sono discloses increasing need for nultinedia
comruni cation using | SDN based on ATM (columm 6, |ines 30-38).
Thus we agree with the Exam ner that it woul d have been
obvi ous to adapt SS7, which uses out-of-band signaling, to
ATM al so using out-of-band signaling, to provide broad band
| SDN, contenpl ated by Fuller, via ATM networks. Appellants
al so acknowl edge the need to adapt STMto ATM as recogni zed in
the art, wherein their specification states:

It is also unlikely that a tel ecomruni cations
carrier (LECor I XC) will replace its entire STM
network at once with a B-1SDN ATM network, but wll

nore likely mgrate toward that end in stages such
that during internedi ate stages of the conversion a
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network may be conposed of STM and ATM el enents.
Accordingly, there will be a need to devel op
technology that will gracefully interface STM

el ements with ATM el enents and al | ow ATM type
swtches to interface wwth the different types of
exi sting signaling networks. The need for such

i nterfaci ng has been recogni zed, but has been
limted to the transport of user information only.
[ Page 3, lines 12-21, enphasis added.]

Accordi ngly, Appellants’ argunents regardi ng the
adaptation of STM networks to ATM networks is not only obvious
as reasoned by the Exam ner, but is acknow edged as recogni zed
in the art by Appellants’ specification. Cains 1 and 10 are
directed broadly to the concept of interfacing STMw th ATM
networks and are fully nmet by the Exami ner's rejection. Thus,
we Wil sustain the rejection of clains 1 and 10, under 35
U S C
§ 103.

The details for acconplishing the adaptation are
recited in clains 3 through 6 and 11 through 14. The Exam ner
has not rejected these clains on art. whether or not these
details may be inherent in the differences of the STM and ATM

protocols, such a rejection is not before us.

Wth regard to clains 2 through 9 and 11 through 17
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(brief-bottomof page 5 to top of page 6), Appellants recite a
list of details, (a) through (f) that are allegedly mssing in
the cited art. W note first, this not considered an argunent
in accordance with 37 CF.R 8§ 1.192 (8)(iv). Second, half of
these clains are not even subject to the art rejection. Thus,
we can not relate this list to the rejected clains, and even
if we could, a nere list of clained Iimtations is not
consi dered an argunent. Thus, we will also sustain the
rejection of clainms 2, 7, 8, 15 and 16.

Wth regard to the rejection of clainms 9 and 17, the
Exam ner notes that “bit borrowing” is well known and
acknow edged by Appellants as prior art. Appellants have not
contested this. Appellants argue that bit borrow ng has not
been shown to be used in their claimed way, in an ATM STM
interface (brief-page 7). Wthout any show ng of
inconpatibility, we see nothing to rebut the Exam ner’s
reasoning that bit borrowi ng, which is in-band STM (and
claimed as such), will adapt to SS7 out-of-band STM and then
be adapted to out-of-band ATM Thus, we will sustain the

Exam ner's rejection of clains 9 and 17.
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The Exam ner has set forth a prina facie case. The
Exam ner has established why one having ordinary skill in the
art would have been led to the clainmed invention by the
reasonabl e teachi ngs or suggestions found in the prior art, or
by a reasonable inference to the artisan contained in such
t eachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. CGr. 1983). Applicants have not overcone
the prima facie case with argunent and/or evi dence.

In view of the foregoing, the decision of the
Exam ner rejecting clains 1, 2, 7, 8, 9, 10, 15, 16 and 17
under 35 U. S.C. § 103 is affirnmed; however, the decision of
the Exam ner rejecting clainms 1 through 17 under the
judicially created doctrine of obviousness-type double

patenting i s reversed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 C. F. R
8§ 1.136(a).

AFFI RVED- | N- PART

ERROL A. KRASS )
Adm ni strative Patent Judge

BOARD OF PATENT
LEE E. BARRETT )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

STUART N. HECKER
Adm ni strative Patent Judge
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