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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw

journal and (2) is not binding precedent of the Board.
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Bef ore BARRETT, FLEM NG and LALL, Adninistrative Patent
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BARRETT, Adninistrative Patent Judge.

! Application for patent filed Novenber 1, 1996,
entitled "Forced Encapsul ati on Cabl e Splice Enclosure
I ncl udi ng A Container For Exiting Encapsulant,” which is a
continuation of Application 08/ 373,356, filed January 17,
1995, now abandoned.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clains 1 and 3-8.
We reverse, but enter a new ground of rejection.

BACKGROUND

The invention relates to an electrical cable splice
encl osure whi ch receives an encapsul ant through an inlet port
and all ows escape of the encapsul ant through an output port.
The output port has a light transm ssive container to contain
t he encapsul ant and to provide a visual indicator that the
enclosure is filled.
Claim1l is reproduced bel ow.
1. An electrical cable splice enclosure conpri sing:
an encl osure shell for enclosing an electrical
cabl e splice and for acconmpbdati ng a curabl e encapsul ant
t herei n;
said shell including an inlet port for
pressuri zed insertion of said encapsul ant and an outl et
port for permtting exiting of said encapsul ant therefrom

upon filling of said encl osure;

a pressure relief valve positioned over said
outlet port; and

an outlet container positioned over said
pressure relief valve for containing said exiting
encapsul ant, said container being formed of a |ight
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transm ssive material enabling said exiting encapsul ant
to be observed.

The Examiner relies on the followng prior art:

W\éngen 3,138, 657 June 23, 1964
Hi cki nbot ham 4,708, 938 Novenber 24, 1987
Patel et al. (Patel) 5,171, 813 Decenber 15, 1992
DeCarlo et al. (DeCarl o) 5, 251, 373 Cct ober 12,

1993

Claims 1 and 3-8 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over DeCarlo in view of Wngen,
Hi cki nbot ham and Patel .

We refer to the Final Rejection (Paper No. 12) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 15) (pages referred to as "EA ") for a statenment of the
Exami ner's position and to the Appeal Brief (Paper No. 14)
(pages referred to as "Br__ ") for a statenent of Appellants’
argunent s thereagai nst.

CPI NI ON

Claims 1 and 3-8 are grouped to stand or fall together
(Br3). Cdaim1lis analyzed as representative.

There is no dispute that DeCarl o discloses the subject
matter of independent clains 1 and 7 except for the container

positioned over the outlet port. The Exam ner finds that
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figure 1 of Wengen di scloses a splice insulating system
including a flexible container 34 coupled to an inlet opening
and that Hi cki nbot ham di scl oses an apparatus having a chanber
that can be pressurized to force liquid wthin the chanber to
be expelled via a tube to a plastic bag 50. The Exam ner
concludes that it would have been obvious "to include the
cont ai ner of Wengen on the outlet port of DeCarlo et al. as
taught by Hi cki nbot ham since DeCarlo et al. would have been
drawn to these references for the beneficial feature of
preventing the exiting encapsulant fromdripping on the
encl osure"” (FR4). The Exami ner al so concludes that it would
have been obvi ous to make such a container on the outlet port
fromlight transm ssive material as taught by Patel "since
this will enable observing the point at which liquid flows
into the container, and when the container is full" (FR4).

Appel  ants argue that "the Wengen container is sized and
shaped to deliver potting material to the inlet opening of the
casing structure, not to receive exiting potting material from
an outl et opening thereof" (Brb5).

This is true. Figure 1 of Wengen relied on by the

Exam ner does not even have a separate outlet port.



Appeal No. 1998-0510
Application 08/ 742,519

Nevert hel ess, figure 2a of Wngen discl oses a second opening
37 that "will serve as a vent and observati on openi ng wher eby
the user may be constantly aware of the depth of potting
mat erial which he is creating wthin the casing structure"
(col. 3, lines 25-28). This second opening has a cylindrical
wal | that m ght broadly be considered a container that
cont ai ns encapsul ant exiting fromthe casing. However, claim
1 recites a "pressure relief valve" and such a val ve woul d
prevent direct visual observation. Therefore, sone add-on
structure is required. W find no notivation in Wngen to put
a container |ike container 34 on the outlet port since the
depth of the potting material can be directly observed through
t he opening. Assum ng, arguendo, that it would have been
obvious to put a container on the outlet port, it presumably
woul d have been a wi de container |ike container 34 which
permtted viewwng the level fromthe top and there would have
been no necessity for the container to be |ight transm ssive.
Accordingly, the Exam ner's obviousness rationale is
i nconpl et e.

Appel l ants note that in Hickinbothamthe entire content

of bag 20 is forced out of the structure into plastic bag 50.
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"Applicants submit that not only is the H ckinbothamreference
non- anal ogous art, but that the structure and its intended
function are so different fromthe structure set forth in
pending Caim1 that no person skilled in the art, in the
absence of hindsight, would have found any teaching,
suggestion or invention in the art to have used the

Hi cki nbot ham structure in the manner advanced by the

Exam ner." (Br5.)

The Exam ner does not respond to the nerits of the
non- anal ogous art argunent. The Exam ner nerely restates the
test for anal ogous prior art and restates the rejection
(EA6-T7) .

We find that Hickinbothamis not within the scope of the
prior art. It is neither wwthin Appellants' field of endeavor
(maki ng cabl e splices) nor reasonably related to the probl em
faced by Appellants (preventing the nmess fromexiting
encapsul ant while all ow ng observing of the encapsul ant).
However, assum ng, arguendo, that Hi ckinbothamis within the
scope of the prior art, we fail to see howit would have
suggested the clainmed subject matter. W agree with

Appel l ants that the function of the bag in H ckinbothamis so
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different fromthat of the claimed container that the only
reason for nodifying DeCarlo is inproper hindsight gl eaned
from Appel | ants' disclosure. The bag in Hi ckinbot ham has
nothing to do with capturing overflow of a fill material.
Mor eover, there is no conceivabl e reason why the bag in

Hi cki nbot ham shoul d be nmade of |ight transm ssive materi al
since its function is not to permt observation of a fil
mat eri al .

Appel l ants further argue that "no person skilled in the
art would have utilized the disclosed structure [of Patel] in
t he manner suggested by the Exam ner in the absence of
hi ndsi ght reconstruction"” (Br6).

We agree that there is no apparent notivation to use
Patel in conbination with the other references absent
hi ndsi ght .

The Exam ner has assenbl ed the cl ai ned subject matter
frombits and pieces of the references where the only apparent
notivation or suggestion cones from Appel |l ants' di scl osure and
not fromthe references or the know edge of one of ordinary

skill in the art. W conclude that the Exam ner has failed to
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establish a prima facie case of obviousness. The rejection of

clains 1 and 3-8 i s reversed.

NEW GROUND OF REJECTI ON UNDER 37 CFR 8§ 1.196(b)

Al t hough we are reluctant to enter a new ground of
rejection at this late stage in the prosecution, we believe a
guestion of patentability exists which needs to be expl ored.

Clains 1 and 3-8 are rejected under 35 U.S.C. § 103(a) as

bei ng unpatentabl e over DeCarlo in view of Chilton's |nport

Car Manual 1991-1995 (Chilton Book Co. 1994), pp. 2-58, 6-74,

14-89, 18-51, and Reming, Brakes (2d ed., John Wley & Sons
1983), pp. 184-86.

DeCarl o di scloses the clained subject matter of clains 1
and 7 except for a light transm ssive container attached to a
pressure relief valve. DeCarlo discloses that the escaping
encapsul ant may be allowed to drip onto the top of the closure
upper surface (col. 4, lines 35-39).

Chilton's discloses that in bleeding fluid froma brake
systemto renove air and old brake fluid, a transparent hose
is attached to the bl eeder valve and the other end is

subnerged in a container with clean brake fluid. The
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transparent hose all ows observation of when air and the dirty
brake fluid has been replaced by clean brake fluid. This
bl eed arrangenment (wi thout a transparent hose) is shown in

figure 11.4 of Brakes. Brakes is applied only to show the

hose arrangenent. Chilton's is within the scope of the prior
art because it relates to Appellants' problem of bleeding air
froma fluid systemand preventing spillage while all ow ng

observation of the exiting fluid. See Gahamyv. John Deere

Co., 383 U S 1, 35, 148 USPQ 459, 473-74 (1966) (discussing

the plastic finger sprayer patent in Calmar, Inc. v. Cook

Chem cal Co.: "The problens confronting Scoggins and the

insecticide industry were not insecticide problens; they were
mechani cal cl osure problens.").

One of ordinary skill in the art of making cable splices
woul d have | ooked to other pertinent arts for a solution to
t he probl em of containing overflow of the encapsulant fromthe
pressure relief valves 36 during encapsul ation in DeCarl o.
We also find that "a person having ordinary skill in the art
to which said subject matter pertains” under 35 U S. C
8§ 103(a) is a person having ordinary skill in the basic

mechani cal field of the problemfacing Appellants, even though
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that person is not working in the field of cable splices. The
use of a transparent hose to contain exiting fluid while
al l owi ng visual observation of the condition of the exiting
fluid was a notoriously well known solution to the problemto
mechani cs of ordinary skill in the autonotive art, which
i ncl udes persons who do their own repair work, as evidenced by
Chilton's. It would have been obvious to one of ordinary
skill in the art to provide a transparent hose to the pressure
relief valves 36 in DeCarlo to contain the exiting encapsul ant
in viewof Chilton's.

The transparent hose of Chilton's neets the "Ilight
transm ssive material" l[imtation of clains 1 and 8, the
"elongate hollow tube" limtation of claim2, the "transl ucent
material” limtation of claim5, the "transparent material"”
l[imtation of claim®6, and "nmeans to observe the interior [of
the container]" limtation of claim7. The "means for
attaching said tube to said outlet port” in claim4 would have
been obvious over Chilton's which teaches that the hose for
bl eedi ng brakes should have a snaller dianmeter than the
bl eeder valve so that it will not leak or slip off.

CONCLUSI ON

- 10 -
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The rejection of clains 1 and 3-8 is reversed.

A new ground of rejection is entered as to clains 1 and
3-8 pursuant to 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that, "A new ground of rejection
shall not be considered final for purposes of judicial
revi ew. "

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record. :
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED - 37 CFR § 1.196(b)

LEE E. BARRETT )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF PATENT
M CHAEL R FLEM NG ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PARSHOTAM S. LALL )

Adm ni strative Patent Judge
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M chael |. Hoelter
Chi ef Patent Counsel
8155 T&B Boul evard
Menphis, TN 38125
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