THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore SOFOCLEQUS, CAROFF, and OVWENS, Adninistrative Patent
Judges.

CARCFF, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Thi s deci sion on appeal relates to the final rejection of
claims 1-8 and 33-52, all the pending clains in the subject

rei ssue application.

1 Application filed Decenber 16, 1994, for Reissue of U S. Patent No. 4, 869, 807
i ssued Septenber 26, 1989. According to appellant, Application RE 08/357,567 is a
continuation of Application 07/764,599, filed Septenber 24, 1991, abandoned; which is a
Rei ssue of Application 07/067,678, filed June 26, 1987, now Patent No. 4,869, 807, issued
Sept enber 26, 1989; which is a continuation-in-part of Application 06/792,718, filed

Cct ober 30, 1985, abandoned.
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The clains are directed to a process for the conversion
of unsegregated hydrocarbon feed in an FCC riser reactor
enpl oying zeolitic catal yst to produce gasoline under
specifically recited conditions; one such condition being that
the feed is split and injected into the reactor at a plurality
of positions spaced along the reactor so that about 60 to 75
vol une percent (see independent clains 1 and 2) or about 50 to
75 vol une percent (see independent clains 33 and 41) of the
total feed is injected at the | owest injection position.
Caimlis illustrative of the clainmed subject matter on
appeal :

1. A process for the conversion of unsegregated

hydr ocarbon feed in an FCC riser reactor enploying zeolitic
catal yst to produce gasoline which conprises:

a) splitting the hydrocarbon feed and injecting at a
plurality of positions along a |length of said FCC riser
reactor, wherein about 60 to 75 volune percent of said feed is
injected to the | owest injection position, and the distance
bet ween said | owest injection position and the next highest
I njection position conprises at |east 20% of the total |ength
of said riser reactor;

b) selecting the nunber of feed splits and sel ecting said
positions along said |l ength of said FCC riser reactor, to
maxi m ze the octane nunber of the gasoline;

c) recycling regenerated catalyst into the bottom of said
FCC riser reactor; and
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d) lifting said regenerated catal yst up said FCC ri ser
reactor to said injection position of said hydrocarbon feed
[oil] with a flow of catalytically inert gas.

The prior art references relied upon by the exam ner are:

Hetti ck 2, 938, 856 May 31, 1960
Hanmmer shai nb et al . 4,479, 870 Cct. 30, 1984

The following rejections are before us for consideration:
I. Cdains 1-6, 33-37 and 40-43 stand rejected for
obvi ousness under 35 U.S.C. § 103 in view of Hettick al one.
1. Cdains 7-8, 38-39 and 44 stand rejected for
obvi ousness under 35 U.S.C. § 103 in view of Hettick as
applied in the aforenentioned rejection, and further in view
of Hammershainb et al.
1. dains 45-52 stand rejected for obviousness under
35 US.C 8103 in viewof Hettick as applied in the
af orenenti oned rejections, and further in view of admtted
prior art.
Based on the record before us, we agree with appell ant

that the exam ner has failed to establish a prina facie case
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of obvi ousness. Accordingly, we shall reverse each of the
rejections applied by the exam ner.

Initially, we note that the teachings of Hettick are
crucial to each of the rejections before us. Accordingly, we
wi |l focus our remarks upon that reference. None of the other
prior art references which have been applied in conjunction
with Hettick renedies the shortcom ngs of the Hettick
di scl osure.

Wth regard to Hettick, the exam ner relies upon genera
statenments in Hettick suggesting optim zation of the
quantities of oil added at each injection point in order to

establish a prima facie case of obvi ousness. However, we

agree with appellant that the exam ner has given insufficient
wei ght to Hettick’s explicit teachings (col. 2, lines 3-10)
regardi ng the proportion of the total feed added to the riser
at the lowest or first injection position. To wit, Hettick
st at es:

Thus, the entire body of
catal yst, according to the
invention, first contacts only a
smal |l part of the total feed
which results in a high catal yst
to feed or oil ratio . . . there
will be a high ratio of steamto
catalyst, as well as a high ratio
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of steamto oil existing at this
initial contact. [underlining
added for enphasi s]

Al so, we note that the only split-feed enbodi nent exenplified
in Hettick is a process where the total feed is divided into
six equal streans so that the amount of oil added at the first
i njection point is only about 17 volune percent of the total

f eed.

In our view, Hettick’s explicit teachings regarding the
proportion of oil initially injected into the riser serve to
qualify the general statenents of Hettick concerning
optim zation. |In other words, we agree with appellant that
the Hettick disclosure, taken as a whole, would | ead an
ordinary artisan to conclude that optim zation of the split-
feed FCC process requires delivery of a portion of the total
feed to the first or Iowest injection point (the “initia
contact” point) in an anount well bel ow any of the ranges
recited in the clainms on appeal, and certainly not as nmuch as
hal f or nore of the total

Wi |l e appellant al so argues that exanples in his
speci fication denonstrate unexpected results, we find it

unnecessary to consider the issue inasnuch as we have
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deternmi ned that the exanm ner has not nade out a prima facie

case of obviousness. Nevertheless, we do note for the record
that the exam ner’s finding of no unexpected results woul d
appear to be inconsistent with an earlier determnation
(during prosecution of appellant’s issued patent application)
that the exanples in appellant’s specification do indeed
denonstrate unexpected results with regard to prior art
references (Bryson et al; Kovach et al) of scope and content
simlar to Hettick. See the Ofice actions (Paper Nos. 3 and
6) in appellant’s issued patent file, application 07/067,678.

Rej ection Under 37 CFR 1.196(b)

I n accordance with the provisions of 37 CFR 1.196(b), we
hereby apply a new ground of rejection as follows:

Clains 33-41, 43, 44/ 41 and 49-52 are rejected under
35 U.S.C. 8 251 as being an inproper recapture of clained
subject matter deliberately canceled in the application for
t he patent upon which the present reissue is based. Wth

regard to the “recapture” bar, see In re denent, 131 F.3d

1464, 1468,
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45 USPQ@2d 1161, 1163-64 (Fed. G r. 1997); and Ball Corp. v.

United States, 729 F.2d 1429, 1436, 221 USPQ 289, 295 (Fed.

Cir. 1989).

The original clains in appellant’s issued patent
application recited that “about 50 to 90 % of said feed is
injected to the lowest injection position”. During
prosecution of that application, appellant deliberately
narrowed the aforenentioned range to “about 60 to 75 vol une
percent” in order to obviate a rejection over prior art under
35 US.C. 8§ 103. 1In this regard,
see the O fice action dated Novenber 25, 1987 (Paper No. 3,
page 4) and the responsive Anendnent filed April 27, 1988
(Paper No. 5, pages 3-4). Appellant admts as nmuch in the
instant reissue oath. In the instant reissue application,
appel | ant has presented clains reciting a range of “about 50
to 75 volune percent”. Allowance of such clains would anmount
to an inpermssible recapture of a portion of the range
del i berately surrendered by appellant to obtain a patent,

nanely recapture of that portion of the range from50 to 60%
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Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8 1.196(b) provides that “[a] new ground of rejection shal
not be considered final for purposes of judicial review”

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

REVERSED

NEW GROUND OF REJECTI ON UNDER § 1.196(b)

TERRY J. OVENS
Adm ni strative Patent Judge

M CHAEL SOFOCLEQUS )
Adm ni strative Patent Judge )
)
MARC L. CAROCFF ) BOARD OF PATENT
Adm ni strative Patent Judge )
) APPEALS AND
)
) | NTERFERENCES
)
)
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M.C/ ki s

J. A Scholten

P. 0. Box 7141

San Franci sco, CA 94120-7140
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