THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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BEFORE THE BOARD OF PATENT APPEALS
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Ex parte JOAN E. TRAI SE and M CHAEL S. KALI SI AK

Appeal No. 1998-0797
Application No. 08/470, 706

ON BRI EF

Bef ore CALVERT, FRANKFORT, and MCQUADE, Administrative Patent
Judges.

CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
5 and 79 to 81. The other clainms remaining in the
appl i cati on,
6 to 12 and 53 to 78, have been indicated as al |l owabl e subj ect

to being rewitten in independent form
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The appealed clains are drawn to an integrated systemfor
folding, inserting, and pressure sealing nailer type business
forms, and are reproduced in the appendi x of appellants’
brief.?

The references applied in the final rejection are:

Neill et al. (Neill) 4,033, 807 Jul. 5,
1977
Vi j uk 4,905, 977 Mar. 6,
1990
Brigante et al. (Brigante) 5,082, 255 Jan. 21
1992
Kalisiak et al. (Kalisiak) 5, 169, 489 Dec. 8,
1992

The adm tted prior art on pages 1 to 4, 11 and 18 of
appel l ants’ specification (APA).

The clains on appeal stand finally rejected under 35
U S. C 8 103 as unpatentable over the foll ow ng conbi nati ons
of references:?

(1) Adaim1, Neill in view of APA and Kali si ak;

W note that in claim1 in the appendi x, "nmounted"” in
line 3 should be --nmounting--.

2 |n stating the rejections in the Exam ner’s Answer, the
exam ner did not include clainms 79 to 81, but inasnuch as
appel l ants have argued the rejections of those clainms in their
brief and reply brief, they do not appear to have been
prejudi ced by this inadvertent om ssion.
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(2) Cainms 2, 3, 5, 79 and 80, Neill in view of APA Kalisiak
and Vij uk;
(3) Aainms 4 and 81, Neill in view of APA, Kalisiak, Vijuk and
Bri gant e.
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Rej ection (1)

The Neill reference discloses a systemincluding a folder
FS for fol ding paper sheets having pressure activated adhesive
A, A, etc., to formpre-nmailers; an inserter IS for inserting
el ements into the pre-nailers; a pressure sealer 29, 30 for
the pre-mailers (col. 7, lines 33 to 36; col. 8, lines 35to
41); and a stacker for the sealed mailers (Fig. 8 and col. 8,
line 42). Neill differs fromthe apparatus recited in claiml
in that there is no disclosure that the folder, inserter,
etc., are nounted in or on "a common housi ng nounted on
novabl e el enents.” However, the exam ner considers the
subject matter of claim1l to have been obvi ous notw t hstandi ng
this difference, basing this conclusion on the teaching of
Kal i siak, as stated at page 4 of the answer:

Because Kal i siak teaches the use of a

comon housing for a business formsealer it
woul d have been obvi ous to one havi ng ordinary

skill in the art to incorporate a simlar
housi ng for the device of the conbined
references [i.e., Neill and APA]. Also, to

nmount novabl e el ements onto a housing is
not ori ously well known throughout the nechani cal
arts.
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Kal i si ak di scloses a systemin which, nounted on franme
34, 35 are two vertically-spaced sealing devices 11, 12, which
are used to seal the pressure-sensitive adhesive on business

formse 55. According to the patent, the two pressure sealing



Appeal No. 1998-0797
Application No. 08/470, 706

devices are nounted in a vertically stacked orientation so
that they take up a mnimum of floor space and can be
monitored by a single operator (col. 1, lines 30 to 36).

After fully considering the record in light of the
argunents presented in appellants’ brief and reply brief, and
in the exam ner’s answer, we conclude that rejection (1) is
not well taken.

We do not agree with appellants that "[t] he applied
references have nothing to do with the invention" (brief,
page 7). Nevertheless, we do not consider that it would have
been obvious, in view of Kalisiak, to |ocate the folder,
inserter, pressure sealers and stacker disclosed by Neill al
in a single comon housing. Wile it m ght have been obvi ous,
in view of Kalisiak, to nmount Neill’s sealers 29, 30
vertically above each other in a common housing or frame, we
do not consider that one of ordinary skill would derive from
Kal i si ak any teachi ng or suggestion of nounting the folding
stage, insert
stage and stacker all in the same housing along with the

seal ers. Any such suggestion woul d appear to come not from
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the prior art, but to be based on inproper hindsight gleaned
from appel l ants’ di scl osure.

Accordingly, rejection (1) will not be sustai ned.
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Rejections (2) and (3)

Rej ections (2) and (3) likewi se wll

not be sust ai ned,

since the additional references applied therein do not supply

the deficiencies in the applied prior art as di scussed above

with regard to rejection (1).

Concl usi on

The exam ner’s decision to reject clains 1 to 5 and 79 to

81 under 35 U.S.C. 8 103 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JOHN P. MCQUADE
Adm ni strative Patent Judge
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REVERSED

Prepared: December 11, 2000



