TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before JERRY SM TH, RUGGE ERO and LALL, Adm ni strative Patent
Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 1-45, which constitute
all the clains pending in the application.

The disclosed invention pertains to an el ectronic

price display system Mre particularly, the systemincl udes
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a housi ng having a power source, a display controller and an
RF transceiver therewithin. O particular note is that the
di splay controller is powered by the power source whereas the
RF transceiver is not powered by the power source.
Representative claim1l is reproduced as foll ows:

1. An electronic price display system conprising a
central conputer and an RF transcei ver comrunicatively coupl ed
therewith, and further conprising a multiplicity of electronic
price display | abels each with a uni que address, each
el ectronic price display | abel conpri sing:

a housi ng,
a display within the housing,
a power source within the housing,

a controller within the housing and controlling the
di spl ay and powered by the power source,

a passive RF transceiver within the housing and not
powered by the power source,

an antenna comuni catively coupled with the
transceiver, the controller further characterized in having a
cl ock speed sw tchabl e between a high speed and a | ow speed,
the | ow speed selected to be sufficient to control the
di splay, the controller conprising an interrupt input causing
a swtch to the high speed,

the transceiver further characterized in having a register
defined to contain the unique address of the label, and in
havi ng neans responsive to received RF energy at the antenna
for receiving an address nodul ated in the RF energy, for
testing for a match between the uni que address of the | abel
and the received address, and for generating an interrupt
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output in the event of the match;

the interrupt output of the transceiver operatively coupled
with the interrupt input of the controller.

The exam ner relies on the follow ng references:

Stevens et al. (Stevens) 4,821, 291 Apr. 11, 1989
Anders et al. (Anders) 4,827, 395 May 02, 1989
| nagam 5, 058, 203 Cct. 15, 1991

Clainms 22-24 stand rejected under 35 U.S.C. § 112,
second paragraph, for failing to particularly point out and
distinctly claimthe invention. Cainms 1-45 stand rejected
under 35 U. S.C. § 103. As evidence of obviousness the
exam ner offers Stevens, Anders and Inagam w th respect to
claims 1-21 and 25-45 and just Stevens and Anders with respect
to clainms 22-24,

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of obvi ousness

relied upon by the exam ner as support for the obviousness
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rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that clains 22-24 particularly point out the
invention in a manner which conplies with 35 U S.C. § 112. W
are also of the view that the collective evidence relied upon
and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the obviousness
of the invention as set forth in clainms 1-45. Accordingly, we
reverse

We consider first the rejection of clains 22-24 under
the second paragraph of 35 U S.C. 8§ 112. The examner’s
rejection states the foll ow ng:

Regarding claim 22, the function of the reset
circuit is unclear. ... Regarding claim?24, the
claimis functionally recited, it is not clear
what neans or elenents are being clained to
performthe functions of storing, conparing and

generating [answer, page 4].

Wth respect to claim?22, appellant argues that there is no
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requi renent under 35 U.S.C. 8§ 112 that the claimexplain how
the reset signal is used. He adds that the reset circuit of
claim?22 is clear and that claim22 sets forth the invention
in a manner that would be understood by the artisan [brief,
pages 5-7]. Wth respect to claim 24, appellant argues that
the claimsinply recites functions of the transceiver which
are inplenmented under programcontrol. Appellant asserts that
the structure supporting such functional recitations of a
programmed device would be <clearly understood by the artisan
[id., pages 7-8].

The general rule is that a claimnust set out and
circunscribe a particular area with a reasonabl e degree of
precision and particularity when read in |light of the

di sclosure as it would be by the artisan. In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). Acceptability
of the claimlanguage depends on whet her one of ordinary skill
in the art would understand what is clained in |light of the

specification. Seattle Box Co., v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cr

1984).
The examner’'s rejection of claim?22 is directed to
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the breadth of the claimrather than to its indefiniteness.
The breadth of this particular claimis not an appropriate
basis for applying a rejection under the second paragraph of
35 U S. C
8§ 112. Wth respect to claim?24, we agree with appellant that
a general neans within the transceiver is understood to
performthe functions of that claim Therefore, we agree with
appel l ant that the artisan having considered the specification
of this application would have no difficulty ascertaining the
scope of the invention recited in clains 22-24. Therefore,
the rejection of clainms 22-24 under the second paragraph of 35
U S C 8§ 112 is not sustained.

We now consider the rejection of clains 1-21 and 25-45
under 35 U.S.C. 8§ 103 as unpatentabl e over the teachings of
St evens, Anders and |Inagam . Appellant has indicated that
these clains will stand or fall together [brief, page 5]. In
rejecting clains under 35 U.S.C. §8 103, it is incunbent upon
the exam ner to establish a factual basis to support the | egal

concl usi on of obviousness. See In re Fine, 837 F.2d 1071

1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so doing, the
exam ner is expected to nmake the factual determ nations set
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forth in Gahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ

459, 467 (1966), and to provide a reason why one having
ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to
arrive at the clainmed invention. Such reason nust stemfrom
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary

skill in the art. Uniroval ., Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

deni ed, 488 U. S. 825 (1988); Ashland O 1l, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664

(Fed. Cir. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of
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the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Passaic, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel | ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

The exam ner cites Stevens as an electronic price
di splay system which only | acks the power saving features of
the clains. The exam ner cites Anders as teaching that a
transcei ver need not always be powered by a battery, but can
al so be powered by an RF signal to reduce the toll on the
battery. The exam ner asserts that Anders woul d have
suggest ed t he obvi ousness of any conbi nati on of power sources.
Inagam is cited to teach the obvi ousness of sw tching between
a high clock and a | ow cl ock frequency to conserve power
[ answer, pages 5-6].

Appel lant points to the limtation of claim1l that the
controller is connected to the power source whereas the
passive RF transceiver is not connected to the power source.
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Appel l ant argues that all the circuitry in Anders is powered
by the RF energy. Since all the circuitry in Stevens is also
powered by a single power source, appellant argues that there
is no teaching regarding certain el enents powered by the power
source and certain other elenents not powered by the power
source as recited in representative claim1l [brief, pages 8-
10]. The exam ner responds that Anders teaches that sone of
the el ements are powered by conventional power cells while
ot her elenents are powered by RF energy [answer, pages 8-9].

We have carefully considered the teachings of the
applied prior art, and we agree with appellant that Anders
does not teach or suggest using different power sources for
different elenments of that system The passive transceiver of
Anders is shown in Figure 7. The broadband RF energy is
converted to DC and is used to charge whatever type of power
source is available and that charge is applied to power unit
105. Power unit 105 then powers all elenents within the
transcei ver as argued by appell ant.

The clear difference between the clained invention and
the teachings of the applied prior art is the connection of a
controller to a power source but not connecting a passive RF
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transceiver to that power source. The exam ner has not
addressed the obviousness of this difference because the
exam ner is mstakenly of the view that Anders teaches this
feature. Since the exam ner has failed to identify and
address the obviousness of this specific difference between
the clained invention and the applied prior art, the exam ner

has failed to establish a prinma facie case of obviousness. As

not ed above, the failure to establish a prima facie case of

obvi ousness requires that this rejection not be sustained.

Wth respect to the rejection of clains 22-24 based on
t he teachings of Stevens and Anders, the exam ner relies on
the teachings in the sane manner discussed above. Appell ant
points out the sanme deficiencies in the applied prior art as
di scussed above. Since the exam ner has not properly
addressed the differences between the clained invention and
the teachings of the applied prior art for the reasons
di scussed above, we do not sustain this rejection of clains
22-24.

In summary, we have not sustained any of the
examner’s rejections of clains 1-45. Therefore, the decision
of the examner rejecting clains 1-45 is reversed.
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REVERSED

JERRY SM TH
Adm ni strative Patent Judge

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

PARSHOTAM S. LALL
Adm ni strative Patent Judge

OPPEDAHL & LARSON
P. O BOX 5270
FRI SCO, CO 80443-5270
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