THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN J. PEARCE

Appeal No. 1998-1104
Appl i cation 08/ 380, 985

Before HAI RSTON, FLEM NG, and FRAHM Admi nistrative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
11.
The disclosed invention relates to a nethod and appar at us

for optimzing the location in system nenory of nachi ne-
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dependent code for inplenenting a plurality of functions
conprising an applications programinterface (APl). The
systemnenory is conprised of secure nenory space and
nonsecure nMenory space.

Caim1lis illustrative of the clainmed invention, and
reads as foll ows:

1. In a conputer system conprising system nenory and a
processor capable of operating in a system nanagenent node
(SMM, a nethod for enabling the optim zation of the | ocation
in said system nenory of nachi ne-dependent code for
i npl enmenting a plurality of functions conprising an
applications programinterface (APlI), a portion of said system
menory conprising secure nenory space accessible only while
said SMMis invoked, the nethod conprising:

storing code for inplenenting less than all of said
plurality of functions in said secure nenory space;

storing code for inplenenting each of the renai ning ones
of said plurality of functions in nenory space other than said
secure menory space;

responsive to an applications programcalling one of said
plurality of functions, determ ning whether code for
i mpl enenting said called one of said plurality of functions is
stored in said secure nmenory space;

responsive to a determnation that said code for
i npl enenting said called one of said plurality of functions is
stored in said secure nmenory space;
i nvoki ng said SMMV

executing said code for inplenenting said called one
of said plurality of functions; and
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returning fromsaid SMM and

responsive to a determ nation that said code for
i mpl enenting said called one of said plurality of functions is
not stored in said secure nmenory space, executing said code
for inplenmenting said called one of said plurality of
functions.

The exam ner relies on the follow ng references:

Dayan et al. (Dayan) 5, 063, 496 Nov. 5,
1991

Thorson, M (Thorson), “System managenent node expl ai ned;
despite common functions, inplementation details differ,”

M croprocessor Report, Vol. 6, No. 8, page 14(4), June 17,
1992.

In addition, the exam ner also relied upon admtted prior
art set forth on pages 2 and 3 of the specification.

Clainms 1-11 stand rejected under 35 U S.C. § 103 as being
unpat ent abl e over Dayan in view of Thorson, and in further
view of the admtted prior art.

Reference is made to the brief and the answer for the
respective positions of the appellant and the exam ner.

CPI NI ON
After careful consideration of the record before us, we

will not sustain the 35 U S.C. 8§ 103 rejection of clainms 1-11.
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According to the exam ner (Answer, pages 4-5), Dayan
teaches the claimed apparatus and net hod steps but “does not
teach operating in the system managenent node and an
applications programinterface (API).” For such teachings,
the exam ner turns to Thorson (Answer, page 5). Based upon
t he teachi ngs of Thorson, the exam ner contends (Answer, page
5) that “[i]t woul d have been obvious to a person of ordinary
skill in the art at the tinme the invention was nade to operate
Dayan et al’s systemin SMM and i nclude APl functions to
service the application prograns because SMMis designed to
operate in nmultitasking environnments |ike that of Dayan’s
which utilize both protected and real nodes to efficiently
negoti ate each node of operation and APIs provide reliable
interfaces to an application.”
Appel | ant argues (Brief, pages 4-5) the follow ng:
In particular, as discussed in the

“Background of the Invention,” one of the

princi pal benefits of SMMis that it

provi des a secure nenory |ocation for

status and control code; however, the price

of this security is a significant reduction

in efficiency. In sone platform designs,

ext ended applications programinterfaces

(API's), such as Advanced Power Managenent

(APM, Plug and Play (PnP) and ot her

machi ne dependent prograns, need to run

W th maxi mum efficiency with respect to
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part of their functionality, but with

maxi mum security wth respect to other
parts. Typically, this problemis solved
by sacrificing efficiency for security and
executing the entire extended APl in the
SW

The clained invention provides a
solution to this probleni.][sic, by]
Appl i cant has solved this probl em by
storing code for inplenmenting sone (i.e.,
|l ess than all) of a plurality of the
functions of an APl in secure (i.e., SMM
menory space and storing code for
i npl enenting the rest of the functions of
the sane APl in non-secure nmenory space, a
feature which is neither taught nor
suggested by the cited conbi nation of
references. In addition, because none of
the cited references teach or suggest
storing code for inplenenting certain
functions in secure nenory space and code
for inplenmenting the remai ning functions in
unsecure nenory space, it logically follows
that the references also fail to teach
determ ni ng whet her code for inplenenting a
call ed one of the APl functions is stored
in said secure nenory space, as al
functions are stored in the sanme nenory
space.

As conceded by the Exam ner, Dayan
fails to teach operating in [a] system
managenent node and an applications program
interface, for which Thorson and Admtted
Prior Art are respectively cited. However
even assum ng arguendo that the references
are properly conbi nabl e, the conbi nation
teaches, at best, executing the entire API
in SMM which is exactly the problem sol ved
by Applicant’s invention (see
[ Specification,] page 3, lines 4-11).
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We agree with appellant’s argunents concerning the
teachi ngs, and the | ack of teachings, in both Dayan and
Thorson. The Thorson reference is nothing nore than the
admtted prior art fromthe Specification (pages 2-3).
Thorson di scloses that SMMis inplenmented in conjunction with
the Intel M386 SL CPU (Specification, pages 2-3). |In Thorson,
it appears that all of the API functions are perforned in the
SMM envi ronnment as opposed to being done between a SMM and a
non- SMM envi ronnment as cl ai ned by appellant supra. A
capsul i zed version of the teachings of Dayan is taken fromthe
ABSTRACT as foll ows:
The BI OGS routines [22,30] are accessed
t hrough protected entry points [28]. Wen
an application program|[24] attenpts to
access one of the routines by using a hard
coded instruction for junping to such entry
point, a BIOS signaling routine [26] is
execut ed which provides a signal to an
operating system[20] allow ng the
operating systemto control the access
w t hout bei ng bypassed.

In short, the teachings of Dayan are not relevant to the

clains on appeal which are directed to SMM and non- SMM f or

perform ng functions of an API.
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As indicated supra, in the admtted prior art, all of the
APl functions are perforned in the secure environnment of the
SMW  Thus, Dayan in conbination with Thorson and the admtted
prior art does not disclose APl functions performed between a
SMM and a non- SMM envi r onnent .

In summary, the rejection of clains 1-11 is reversed

because a prima facie case of obviousness has not been nade by

t he exam ner.
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DECI SI ON
The decision of the exam ner rejecting clains 1-11 under

35 US.C. 8 103 is reversed.

REVERSED

Kenneth W Hairston
Adm ni strative Patent Judge

M chael R Flem ng BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Eric Frahm )
Adm ni strative Patent Judge )
t di
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