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DECI SI ON ON APPEAL

Appel | ants have appealed to the Board fromthe exam ner's
final rejection of clainms 1 to 31, which constitute all the
clainms in the application. Subsequent to the January 23, 1997

final rejection of the clains, Appellants filed an anendnent



Appeal No. 1998-1259
Appl i cation No. 08/264, 817

to clainms 22 and 31 on July 23, 1997, concurrent with the
filing of the notice of appeal and brief. Appellants state
(brief, page 2) that the appendi x of clains, as submtted,
does not include the clains as anended. An advisory action
i ssued on Cctober 21, 1997 indicates that the anendnent has
been entered. The exam ner (answer, page 2) notes the m nor
changes to clainms 22 and 31 resulting fromthe July 23, 1997

anendnent .

Representative claim1l is reproduced bel ow
1. A wreless communi cation device conprising:
a receiver for receiving a desired comruni cation signal

a tactile alert generator for generating a tactile alert
pattern when enabl ed; and

a controller, operably coupled to the receiver and the
tactile alert generator, for enabling the tactile alert
generator to generate a particular tactile alert pattern as
one of a plurality of distinctive tactile alert patterns when
a particular desired conmunication signal is received, wherein
different particular tactile alert patterns are generated when
di fferent corresponding particul ar desired comrunication
signals are received.

The follow ng references are relied upon by the exam ner:

MacDonal d et al. (MacDonal d) 5,293, 161 Mar
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8, 1994
Connary et al. (Connary)
26, 1994

5,307, 059

Apr .
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Clainms 1-31 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness, the exam ner relies upon MacDonald in

vi ew of Connary.*

Rat her than repeat the positions of the appellants and
the examner, reference is nmade to the brief and the answer

for the respective details thereof.

OPINION
It is our view, with respect to the rejection of clains
1-8 and 11-31, after consideration of the record before us,
that the evidence relied upon and the level of skill in the

particular art woul d have suggested to one of ordinary skill

! Under the heading of "G ouping of Clains" (brief, page
4) appellants state that: "Under the restriction requirenent,
claims 1-31 stand or fall together."” Review of the
application file does not reflect any restriction requirenent
of record. Nor is there any indication in the record that
this application is a divisional application. Nor is there a
restriction requirenent in S.N. 07/823,738 referred to on page
8 of the specification and incorporated therein by reference.
The exam ner makes no comrent regardi ng appel |l ants' statenent
referring to a restriction requirenment. Moreover, while
appel lants state that clains 1-31 stand or fall together, in
the brief, appellants separately argue clains 1, 6, 9, 10, 11
and 12.
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in the art the
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obvi ousness of the invention set forth. Accordingly, we
affirmthe stated rejection of clains 1-8 and 11-31 under 35
U s C

§ 103.

It is our view, with respect to clains 9-10, after
consi deration of the record before us, that the evidence
relied upon and the level of skill in the particular art would
not have suggested to one of ordinary skill in the art the
obvi ousness of the invention. Accordingly, we reverse the

rejection of clainms 9-10 under 35 U . S.C. § 103.

The di scl osed invention generally pertains to wireless
communi cati on devices having alert generators. Specifically,
a W reless communi cations device is disclosed which generates
a particular tactile alert pattern as one of a plurality of
distinctive tactile alert patterns when a particul ar

communi cations signal is received.

Wth respect to clains 1-5, 7, 8 and 13-31, only claim1l
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has been argued by appellants. Accordingly, the renaining
clains will stand or fall with claim1l. Appellants assert
that the prior art references to MacDonal d and Connary, al one
or in conbination, do not teach or suggest that "'different
particular tactile alert patterns are generated when different
correspondi ng particul ar desired comruni cation signals are
received " (brief, page 4). MacDonal d discloses a selective
call receiver having a variable frequency vibrator including a
tactile alert generator 116, an audio alert 114 and a displ ay
110 (figure 2). MacDonald recogni zes the need for a tactile
al ert generator to have variable frequencies of vibration,

di sclosing that "in conventional selective call receivers, the
frequency of the vibrator device is usually fixed at sone
predeterm ned frequency . . . . This causes sone users,

however, to consider the vibratory node to be either too high

or toolow. . . . Accordingly, a need exists for a tactile
alert having a variable frequency of vibration” (col. 1, lines
20-35). In addition to a tactile alert, the frequency of the

tactile alert is nodified by the frequency sel ector 120.

However, once nodified, the "preset frequency is held constant
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by a m croconputer or the like over an active range of the
power supply" (col. 2, lines 62-64), and is nodified when the
battery power decreases to a point that there is insufficient
current to maintain the present frequency of vibration at
which time the mcroconputer will select the next suitable

frequency. (See col. 2, lines 21-23 and |ines 65-68).

Bot h appel l ants and the exam ner are in agreenent that
MacDonal d does not di sclose generation of different tactile
alert patterns when different corresponding particular desired
comuni cations signals are received (answer, page 3 and bri ef,
page 4). To remedy this deficiency in MacDonal d, the exam ner
relies upon Connary, who discloses a selective call receiver
10 having one or nore custom zed alert signals. The
custom zed alert signals are created by entering into nenory
14 one or nore audi o sounds such as a voice or tone
conbination (See col. 2, lines 33-38). Wen a signal 21 is
recei ved having a predeterm ned address, the custom zed al ert
signal for the predeterm ned address is retrieved from nmenory

(See col. 2, lines 47-50). 1In contrast to the teachi ngs of
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MacDonal d, where the sane alert is provided in response to
each incom ng conmuni cation signal (after being selected from
one of a number of pre-determ ned alerts) Connary discl oses
providing a different custom zed audi ble alert for each

address of a selective cal
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receiver 10 having two or nore addresses (col. 3, lines 1-4

and col. 1, lines 49-57).

We are not persuaded by appellants' |ine of reasoning
(brief, page 5) that in Connary "one or nore audi 0 sounds,
such as a voice or tone conbination, which conprise a
custom zed alert signal, ... does not teach or suggest
"different particular tactile alert patterns,' as clained."

As Connary is directed to providing a different custom zed
audi bl e alert for each address of a selective call receiver
having two or nore addresses, we are of the opinion that in
view of the commonality of the different alerts in the prior
art, that it would have been well within the level of skill of
a routineer in the art to have custom zed the selective cal
recei ver of MacDonald to provide different tactile alerts when
di fferent correspondi ng desired conmunications signals are
received. Wile we do not favor the exam ner's |anguage that

Connary's voice alert teachings are "functionally equival ent”

10
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as a basis for obviousness? |ooking at what the teachings of
the references considered together fairly suggest, it would
have been an obvi ous enhancenent of the sel ectabl e frequency
tactile alert of MacDonald to provide the tactile alert
generator with different tactile alerts for particular desired

communi cations signals received, as taught by Connary.

Additionally, wth respect to appellants' statenent
(brief, page 6) that in Connary "the sanme custom zed al ert
signal is generated for all signals having the predeterm ned
address identifying the particular selective call receiver 10
are received" we note that appellants' statenent is correct,
if the selective call received of Connary has a single
predet erm ned address. However, we note that Connary
additionally states that "In summary, a user of the selective
call receiver 10 may create specialized customalerts for the

sel ective call receiver 10 or for each address of a selective

2 W note that nonobvi ous structures nmay well be
functionally equivalent; see In re Ruff, 256 F.2d 590, 587-98,
118 USPQ 340, 347 (CCPA 1958).

11
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call receiver 10 having two or nore addresses.” W are in
agreenent with the examner that in Connary, personalized
alert signals are stored and presented when an appropriate
address code is detected in the received signal (see col. 1,

I ines 49-58 of Connary). Accordingly, the rejection of clains

1-5,7,8 and 13-31 under 35 U.S.C. 8 103 is affirned.

Turning nowto clains 6, 11 and 12, all of which depend
fromclaim1l, claim6 requires that the desired comrunications
signal is an incomng telephone call. Cdaim1l sets forth
that the wirel ess comuni cati ons device is a radi otel ephone.
Claim12 calls for the wirel ess comuni cations device to be a
pager. The issue regarding these clains centers around the
types of different wrel ess conmunications device that are
taught or suggested by MacDonal d and Connary. At the outset,
we note that MacDonal d discl oses the selective call receiver
to be a pager (col. 1, lines 55-56) as required by claim12.
In addition, col. 1, lines 15-16 of MacDonal d di scl oses that
"El ectroni c devices such as selective call receivers have

different nethods of alerting a user that a nessage has been

12
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received.” Simlar language is found in col. 1, lines 14-15 of
Connary which discloses "Selective call radio receivers such

as pagers.. .. The | anguage "such as" nakes clear that the
i nventions of MacDonal d and Connary can be extended to other
wi rel ess comruni cati on devi ces such as a radi ot el ephone, and
we consider it to have been well within the ordinary skill of
a skilled artisan to have utilized the w reless comuni cation

devi ces of MacDonald and Connary in a radiotel ephone

envi ronnent .

As noted by the exam ner (answer, page 5)in the
Background of the Invention, set forth on page 5, lines 24 and
25 of the specification, wreless conmunication devices are
known to include radiotel ephones and pagers. W are
unper suaded by appellants' assertion with respect to claim1l
that the examner is inproperly using appellants' own teaching
to reject appellants’ own clains. The Background of the
I nvention set forth in the specification discloses what is
presuned to be known in the prior art. Appellants have not

specifically refuted the exam ner's factual finding that

13
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appel l ants' specification discloses it to be known in the
prior art that w reless communi cation devices include both
radi ot el ephones and pagers. W note that both references
relied upon by the exam ner as well as the specification use
simlar language in referring to battery operated

communi cation devices that operate in the radio frequency (RF)
range and that all three of these docunents have the sane

assi gnee.

In response to the examner's taking "Oficial Notice
that an incomng signal to a selective call receiver by neans
of a telephone call is known in the art” (answer, page 4)

appel l ants assert that the term"is" in claim®6 has been
m sconstrued by the exam ner as "by neans of." Appellants
mai ntain that in MacDonal d and Connary, the selective cal
receiver is not capable of receiving an incom ng tel ephone
call because the selective call receiver is not capable of
tel ephone transmt functions (See brief, page 6). W also

find this argunment unpersuasive for the sanme reason stated

above that we are of the opinion that the inventions of

14
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MacDonal d and Connary can be extended to other wireless
communi cati on devices such as a radiotel ephone, and that it
woul d have been well within the ordinary skill of an artisan
to have utilized the wrel ess communication devi ces of
MacDonal d and Connary in a radiotel ephone environnent.
Accordingly, the rejection of clainms 6, 11, and 12 under 35

US C 8 103 is affirned.

Turning nowto the rejection of clains 9 and 10, claim?9,
whi ch depends fromclaim1, additionally requires that the
controll er enable an audi ble alert generator, to generate an
audi bl e alert pattern as one of a plurality of distinct
audi bl e al ert patterns when a desired conmuni cation signal is
recei ved, wherein the one of the plurality of distinctive
audi bl e alert patterns and the one of the plurality of
distinctive tactile alert patterns have substantially the sane
distinctive alert patterns. Caim10, which also depends from
claiml1, differs fromclaim9 to the extent that a visua
alert is substituted for an audible alert. |In MacDonal d,

controller 112 controls the operation of the visual display

15
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110, the audio alert 116 and the tactile alert 116. However,
the frequency is set by frequency selector 120, and in a
second enbodi nent disclosed in figure 2, the frequency is set
by a tunable resistor 130. Col. 2, lines 56-59 of MacDonal d
di scl ose that "After neasuring the vibration of the tactile
alert 116, information relating to the selected frequency may
be displayed on the display 110 of the selective call receiver
100." In addition, col. 2, line

68 through col. 3, lines 1 and 2 of MacDonald set forth that
"Additionally, the selective call receiver 100 may display the
sel ected frequency of vibration setting on the display 110."
While information related to the frequency itself is

di spl ayed, this is not the same as having the distinctive
alert patterns thensel ves be substantially the same. The
reference is silent as to whether the tactile alert, and the
audi o alert or display have substantially the same distinctive
alert pattern. Because the frequency of the tactile alert
generator is set by a frequency selector or tunable resistor,
it does not appear to us that the distinctive alert patterns

are substantially the sane as required by clains 9 and 10.

16
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Connary's selective call receiver relates to an audible alert
and adds nothing with respect to this claimlimtation.

The examiner's position is that generation of alert
patterns wherein tactile and audible alert patterns are
substantially the same as clainmed is "considered to be within
the skill of the artisan" (answer, page 5) with the rationale
that the skill of the artisan is the capability to generate
audi bl e, visual and tactile alert patterns which in and of
t hensel ves are substantially the same as they all convey
alerting information (answer, page 7). Wile we are in
agreenent with the exam ner that the prior art suggests
audi bl e, visual and tactile alert patterns that provide
alerting information, review of clains 9 and 10 reveal s t hat
the clains require nore. Cains 9 and 10 each require that
the distinctive alerts are generated to have substantially the
sanme patterns. The mere fact that there are plural alerts
does not neet the claimrequirenment that the pattern of the
alerts are substantially the sane. |In the absence of any
per suasi ve reasoni ng advanced by the exami ner in the answer,

it 1s our judgnent that it would not have been obvious to the

17
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artisan to have one of the plurality of distinctive audible
(or visual as per claim10) alert patterns and one of the
distinctive tactile alert patterns have substantially the sane
distinctive alert pattern as recited in clains 9 and 10 on the

basi s of the evidence provided.

We are in agreenent with appellants that there is no
teachi ng or suggestion in MacDonald or Connary, alone or in
conbi nation, of having the patterns of the audible, visual and
tactile alerts correspond® when the particul ar desired
communi cation signal is received. Accordingly, we reverse the

rejection of clainms 9 and 10 under 35 U. S.C. 8§ 103.

3 W construe appellants' use of the term"correspond” in
the brief to nmean "substantially the sane”" as set forth on the
cl ai ms.

18
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SUMVARY

The rejection of clains 1-8, and 11-31 under 35 U S.C. 8§
103 is affirmed. The rejection of clainms 9 and 10 under 35
U s C

8§ 103 is reversed.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 C. F. R

§ 1.136(a).
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