THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ABRAMS, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-4, 12-17, 19-24 and 26-28 (Paper

No. 21). At that point in the prosecution, clainms 5-11, 18
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and 25 had been all owed. However, the exam ner subsequently
wi t hdrew one of the rejections under 35 U . S.C. § 103! and
indicated that clains 3, 4, 12, 14, 17, 20, 21, 24 and 27
contai ned al |l owabl e subject matter (Answer, page 2). As a
result, only clains 1, 2, 13, 15, 16, 19, 22, 23, 26 and 28
remai n before us on appeal .

The clains on appeal are directed to an apparatus for the
initiation of a propellant (clainms 1, 2, 13, 15, 16 and 19)
and a nethod for the initiation of a propellant (clainms 22,

23, 26 and 28). These clains have been reproduced in an

appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Chri stianson 3,601, 054 Aug. 24,
1971

M crowave Resonant Absorption of Potential Exothermc

Conmpounds, Final Report (General Dynam cs) Dec.
22, 1989

The rejection of clainms 1-4, 12-15 and 22 as being
unpat ent abl e over Tahara in view of General Dynam cs.
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THE REJECTI ON

Clains 1, 2, 13, 15, 16, 19, 22, 23, 26 and 28 stand
rej ected under 35 U. S.C. 8103 as being unpatentabl e over
Christianson in view of General Dynam cs.

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejection and the
conflicting viewoints advanced by the exam ner and the
appel l ants regarding the rejection, we nmake reference to the
Exam ner’s Answer (Paper No. 24) and the Appellants’ Briefs

(Papers No. 23 and 25).

OPI NI ON
The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skil
inthe art. See, for exanple, In re Keller, 642 F.2d 413,

425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina
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faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clainmed invention. See
Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nmust stem from sone

t eachi ng, suggestion or inference in the prior art as a whole
or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellant's disclosure.

See, for exanple, Uniroyal ,Inc. V. Rudkin-WIley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1052 (Fed. Cr.), cert.

deni ed, 488 U.S. 825 (1988).

The appellants’ invention deals with the initiation of
propel l ants by the use of mcrowave energy. As manifested in
claim1, the invention conprises a conbustion chanber, a
charge of propellant in the chanber and nmeans for igniting the
propel l ant by m crowave heating, with the neans for igniting
the propellant in turn conprising a source of m crowave
energy, a mcrowave transparent window in a wall of the

chanber, means for applying mcrowaves fromthe source, and
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m crowave sensitive material for absorbing mcrowave energy to
heat and ignite the propellant. The claimalso requires that
at | east a portion of the conbustion chanber be “a
substantially resonant cavity having a fixed size for the

m crowaves.” Simlar presentations of the invention appear in
i ndependent apparatus claim 13 and in independent nethod cl aim
22.

Christianson is directed to igniting propellant by the
use of electromagnetic radiation. |In the structure disclosed,
t he propellant chanber is provided with a parabolic surface to
reflect the m crowave energy and focus it upon clusters of
m crowave sensitive material inbedded in the propellant.

Wiile there are sone simlarities between the Christianson
system and the appellants’ invention, as the exam ner

acknow edges in the rejection, Christianson does not disclose
provi ding the propellant chanber with a resonant cavity having
a fixed size for the mcrowaves. For this feature, the

exam ner | ooks to General Dynam cs, concluding that the

t eachi ngs of General Dynam cs woul d have notivated one of

ordinary skill in the art to incorporate a resonant cavity in
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the Christianson ignitor. W do not agree.

CGeneral Dynamics is a report on investigation into “the
m crowave resonant absorption of ten energetic conpounds” over
a particular frequency range (Executive Summary). The
objective of the tests was to determne if significant
resonant absorption occurred in the selected materials, and
whet her the radiation could be used to detonate the conpounds
(page 1). No detonation, deflagration or deconposition of any
of the sanpl es was observed (page 21), so it is clear that the
means utilized did not constitute an apparatus or nethod for
the initiation of a propellant. Mre inportant to our
anal ysis of the obviousness of the subject matter recited in

t he appel l ants’ cl ai ns, however, is

that even giving the text of this reference its nost
charitable interpretation, it is clear to us that it does not
teach utilizing a resonant cavity at all, rmuch | ess a resonant
cavity positioned within the conbustion chanber.

The nere fact that the prior art structure could be

nmodi fi ed does not make such a nodificati on obvi ous unl ess the
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prior art suggests the desirability of doing so. See In re
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. GCr

1984). In the present case, we fail to perceive any teaching,
suggestion or incentive in the applied references which would
have | ed one of ordinary skill in the art to nodify or augnent
the structure disclosed by Christianson in such a nanner as to
nmeet the ternms of independent clainms 1, 13 and 22. W are not
per suaded ot herwi se by exam ner’s opinion on page 4 of the
Answer that the “sharp peaks” in resonance observed in the
Ceneral Dynam cs tests woul d have provided the requisite
suggestion to the artisan “because . . . [such] would pronote
a faster and nore energetic ignition.” 1In this regard, it is
not abl e that the exam ner has provided no evidence in support
of this conclusion. Mreover, even if that were the case, the
requi renent for a “resonant cavity” has not been reached, and
that is what the clains require.

It therefore is our opinion that the conbi ned teachi ngs
of Christianson and General Dynamcs fail to establish a prinma
faci e case of obviousness with respect to the subject matter

recited in the clains, and we will not sustain the rejection.
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The deci sion of the exam ner is reversed.

REVERSED

NEAL E. ABRAMS )
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN P. McQUADE

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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