The opinion in support of the decision being entered today
(1) was not witten for publication in a |aw journal and
(2) is not binding precedent of the Board.

Paper No. 26

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte M CHAEL J. BROOKMAN and ERIC M HI NER

Appeal No. 1998-1315
Application 08/334, 751

HEARD:. February 11, 1997

Bef ore STONER, Chief Adm nistrative Patent Judge, and
FRANKFORT, Adninistrative Patent Judge and STAAB
Adm ni strative Patent Judge.

FRANKFORT, Adni ni strative Patent Judge.




Appeal No. 1998-1315
Application No. 08/ 334,751

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner’s final
rejection (Paper No. 10) and rejection in the first
suppl enent al exam ner’s answer (Paper No. 19) of claims 1, 2,
4 through 9, 11 through 13 and 15 through 18 Clains 3, 10,

14, 19 and 20 stand al |l owed.

Appel l ants’ invention is directed to a device for use in
hypoxic and fire energencies to protect the user from heat,
noxi ous and/or toxic gases. The device includes a “dry”
mul ti-stage filter (66) which converts atnospheric gases into
breat hable air, and a mask 22 made to conformto fit around
the user’s nouth and nose region. The dry nulti-stage filter
has: a first stage (82 and 88) which filters out snoke; a
second stage 90 for filtering out toxic gases; a third stage
92 for filtering out remaining gases; a fourth stage 94 which

converts carbon nonoxide to carbon dioxide; and a fifth stage

'From a review of the record, it is understood that it is
claims 1, 2, 4 through 9, 11 through 13 and 15 through 18
that are rejected as opposed to “1, 2, 4-9, 1-13 and 15-18" as
stated in the first supplenmental exam ner’s answer.
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for heat absorption. The mask has an exhal ati on val ve (26)
for expelling expired air. A hood (36) is attached to the
mask whi ch can be depl oyed by pulling deploynment straps (48)
and made to fit over the head, neck and shoul der of the user.
The mask al so has a nmeans (23) for retaining the mask tightly
on the user’s mouth and nose. The device can be used al one or
used in connection with a breathabl e oxygen source (120) and
is made to be stored in a standard overhead oxygen nask
aircraft conmpartnment (122) during non-energency situations.
Claiml is representative of the subject matter before us on

appeal and a copy of that claimis attached to this decision.

The prior art references of record relied upon the

exam ner as evidence of obvi ousness are:
McGoff et al (McGoff) 5, 038, 768 Aug. 13, 1991
Br ooknan 5, 115, 804 May. 26,

1992

Claims 1, 2, 4 through 9, 11 through 13 and 15 through
18 stand rejected under 35 U . S.C. 8§ 112, first paragraph, as
cont ai ni ng subject matter which was not described in the
specification in such a way as to convey to one skilled in the
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rel evant art that the inventor at the tine the application was
filed, had possession of the clainmed invention. According to
t he exam ner (first supplenental answer, Paper No. 19, pg. 2),
“[t]he original disclosure of the parent does not support the

recitation

of ‘an exclusively dry nmulti-stage filtering nmeans’ as found

in the instant case.”

Claims 1, 5 and 17 stand rejected under 35 U. S.C. §

103(a) as bei ng unpatentable over McGoff in view of Brookman2.

Rat her than attenpt to reiterate the exam ner’s ful
statement with regard to the above noted rejections and
conflicting viewpoints advanced by the exam ner and appellants
regarding the rejections, we nake reference to the fina
rejection (Paper No. 10, mailed June 10, 1996), the answer
(Paper No. 17, mailed April 15, 1997), the first suppl enental

answer (Paper No. 19, mailed Septenber 2, 1997) and the second

2 |ssues 2 and 4 through 6 stated on page 8 of the answer
have been wit hdrawn on page 3 of the first suppl enental
answer. Therefore, only issues 1 and 3 are remaining for
consi deration by this board.
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suppl emental answer (Paper No. 25, mailed Novenber 17, 1999)
for the reasoning in support of the rejections, and to

appel lants’ brief (Paper No. 13, received Decenber 10, 1997),
reply brief (Paper No. 18, received June 3, 1997) and

suppl enmental reply brief (Paper No. 20, received Novenber 4,

1997) for the argunents thereagainst.

OPI NI ON
I n reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and clai ns,
to the applied prior art references, and to the respective

positions as set forth by the appellants and the exam ner.

Before addressing the exam ner’s rejection specifically,
we note that on page 8 of the brief, appellants indicate that
“dependent clainms 5 and 17 stand or fall wth i ndependent
claiml1l.” Claiml1l is also the only independent claimthat
i ncludes the objected to | anguage of “an exclusively dry
filtering means” which the exanm ner deenms as new matter.
Therefore, we will decide the issues on appeal based on this

cl ai m al one.
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We first turn to the examner’s rejection of claiml
under 35 U.S.C. 8§ 112, first paragraph, which rejection we
understand to be based upon the witten description
requirement. In general, the test for determ ning conpliance
with the witten description requirenment of 8§ 112, first
par agraph, is whether the disclosure of the application as
originally filed reasonably conveys to the artisan that the
i nventor had possession at that time of the later clained
subj ect matter, rather than the presence or absence of literal
support in the specification for the claimlanguage under
consideration. Further, it is also well settled that the
content of the draw ngs nmay be considered in determ ning
conpliance with the witten description requirenment. See Wang

Laboratories Inc. v. Toshiba Corp.. 993 F.2d 858, 865, 26

usP@2d 1767, 1774 (Fed. Cir. 1993); Vas-Cath Inc. v. Mhurkar,

935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1116-17 (Fed. Cir.

1991); see also In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ

1089, 1096 (Fed. Cir. 1983).

Claim 1l includes the | anguage “an exclusively dry nmulti-

stage filtering nmeans” which the exam ner states is nore
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[imting than “dry” and constitutes new matter (first
suppl enment al answer, Paper No. 19 pg. 2). The exam ner
concedes (first supplenental answer, Paper No. 19, pg. 2) that
“a dry nulti-stage filtering neans” was supported in the
original disclosure by way of the preferred enbodi ment, but
t he phrase “an exclusively dry nulti-stage filtering neans”
added in an amendnment after the first office action recites
new matter. It is the examner’s position that appellants
“have changed the scope of [the] disclosure

[and] have further limted the scope of [the] disclosure
by now changi ng the description of their invention and their
claims to the same to recite exclusively dry filter
conponents. . . . This type of *after-thought’ limtation is

i nproper” (first supplenmental answer, Paper No. 19, pg. 3).

Since a “dry nulti-stage filtering neans” as set forth
inclaims 3, 10, 14, 19 and 20 of the application has been
determ ned by the exam ner to have support in the origina
di scl osure (suppl enental answer, Paper No. 19, pg. 2) and the

term“dry” means “having no noisture,”® it is our viewthat

3 A copy of the page from Webster’s New World Dictionary
which includes this definition is attached to this decision.
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addi ng the word “exclusively” before the word “dry” as in
claim 1l on appeal has no substantive effect. In other words,
since a “dry” nmulti-stage filtering means has no noisture, it
follows that an “exclusively dry” multi-stage filtering nmeans
wll |ikew se have no noisture. From appell ants’
specification, we understand that both a dry and an
exclusively dry nulti-stage filtering nmeans is one wherein

each and every stage thereof is dry.

Therefore, we reverse the 35 U.S.C. 8§ 112, first
par agraph rejection of claim1l posited by the exam ner. Since
claims 2, 4 through 9, 11 through 13 and 15 through 18 depend

fromclaim1l we

will also reverse the exam ner’s rejection of these clains

under 35 U.S.C. § 112, first paragraph.

Wth respect to the 35 U S.C. 8§ 103(a) rejection of claim
1 as being obvious over McGoff in view of Brookman, we first
turn to the prior art patents used in the rejection. MGCoff
di scl oses a carbon nonoxi de conversion device used in training
devi ces and sinulators used with a conventional face mask and
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an oxygen source. This device conprises a canister (10)
having “layers of filter and chem cal parts through which air
cont ai ni ng carbon nonoxide with or w thout carbon dioxide,
hydrocarbons and nitrogen oxi des passes and is scrubbed for

i nhal ation by a user” (col. 3, lines 26-30). Brookman

di scl oses a respiratory systemfor use on aircraft or simlar
conpartnents to tenporarily prevent asphyxiation or

suf focati on due to the presence of snoke, toxic and/or noxious
gases, having a protective hood (28), an oral/nasal mask (1)
and a connection to a fresh, breathable air supply. The
filtering device conprises a wet chemcal air purifier, which
is ruptured by the user to rel ease a wet agent to neutralize

t he noxi ous and toxic gases.

It is the exam ner’s position that McGoff teaches “an
exclusively dry” multi-stage filtering device for protection
from heat, noxious and/or toxic gases as recited in claima1l,
and that the device is intended to be used with a convention
mask (answer, Paper No. 17, pg. 5-6). The exam ner relies on

Brookman to show a conventional mask to be used with MGoff,
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with neans for retaining the mask tightly on the user’s nmouth
and nose region for use in a device that protects the user
from heat, noxious and/or toxic gases. The exam ner points
out (answer, paper No. 17, pg. 8) that McGoff discloses “an
operational device of the scope of [appellants’] clains with
t he exception of the particular mask structure,” which is

shown specifically in Brookman.

It is the appellants’ position that “there is absolutely
no teachi ng, suggestion or nmotivation in the references for
t he proposed conbination [of MGoff and Brookman]” and states
that McGoff “is merely a training device and not intended or
practical for real life situations” (brief, paper No. 13,
pages. 19-20). Appellants also states that the filter of
McGoff “provides protection in environments where toxic funes
are limted to carbon nonoxi de, carbon dioxide, hydrocarbons
and nitrogen oxi des, and could not be used as a protective
device fromall heat, noxious and/or toxic gases which are
present during hypoxic and fire energencies” (brief, Paper No.
13, pg. 19). Appellant also states that there is absolutely
no teaching, notivation or suggestion to utilize the MGoff

for anything other than a training device and woul d not
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provide full protection in real-life situations (brief, Paper
No. 13, pg. 22-23). “To nmodify McGoff in order for it to be
use [sic, used] in real-life situations would destroy the

pur pose of the invention, nanely to provide a | ow cost
cani ster for training purposes. Accordingly, using an

oral / nasal mask, such as the nmask shown in Brookman, with

McGoff still fails to provide for a device which can be
utilized for real-life situations” (brief, Paper No. 13, pg.
23).

We do not agree with appellants that there is no
t eachi ng, suggestion or notivation for conbining McGoff and
Brookman. Al t hough McGoff is intended to be used as a
training device, we find that the device of MGoff provides
for protection of a user from heat, noxious and/or toxic gases
and we agree with the exam ner that MGoff discloses the
devi ce as cl ai ned except for the specifics of the mask. Since
appel l ants have not further argued that McGoff fails to
di scl ose an exclusively dry filtering systemafter the
exam ner’s expl anation on page 7 of the answer, we find the
ultimte question to be, whether it would have been obvious to
one of ordinary skill in the art to have utilized the mask of
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Brooknman with the device of MGoff?

Appellants’ claim1l sets forth a device which protects a
user from heat, noxious and/or toxic gases. W interpret this
statenent to nean that the device protects the user from any
one or all of the three conditions during hypoxic and fire
enmergencies. W agree with the exam ner (answer, Paper No.
17, pg. 7) that the “claimlanguage does not require
protection from all heat, noxious and/or toxic gases which
are present during hypoxic and fire energencies” and the
devi ce of McGoff would indeed provide protection for the user
to the extent as clainmed. We find nothing in the claimthat
requires the device to protect the user fromall three
conditions and McGoff does indeed provide protection from at
| east noxious and/or toxic gases. W also find that although
the specifics of the mask and the nmeans for retaining the
mask over the user’s nmouth and nose are not expressly
di scl osed in McGoff, Brookman discloses a conventional mask
that is capable of being used with the training device of
McGoff. Presumably, if the mask of Brookman can be used in
energencies, it can also be used effectively in training, as
well. Contrary to appellants’ statenment that MGoff’'s device
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“is merely a training device and not intended or practical for
real life situations” (brief, Paper No. 13, pg. 20), there is
no doubt that real |ife emergency situations can involve just
“carbon nonoxi de, carbon di oxi de, hydrocarbons and nitrogen
oxi des,” which the device of McGoff is intended to
specifically filter out. Since MGoff states (col. 1, lines
5-8) that his device “relates to the field of training devices
and sinmulators, and, nore specifically, to training in the use
and wearing of a supplenmental air supply apparatus that

invol ves a face mask and an oxygen source” and since Brookman
di scl oses a conventional face mask capable of being used with
such a device, we find that the exam ner has established a

prima facie case of obvi ousness.

Therefore, we sustain the 35 U S.C. § 103(a) rejection of
claim1l posited by the examner. Since clainmns 5 and 17 depend
fromclaim1l and appellants have indicated in their brief
(page 8 that these clains stand or fall with claiml, it
follows that we will also sustain the exam ner’s rejection of

claims 5 and 17 under 35 U.S.C. § 103(a).

In summary, we are reversing the exanm ner’s rejection of
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claims 1, 2, 4 through 9, 11 through 13 and 15 through 18
under 35 U.S.C. 8112, first paragraph, and affirm ng the
exam ner’s rejection of clains 1, 5 and 17 under 35 U S.C. 8§

103(a) as being

unpat ent abl e over McGoff and Brooknman. Therefore, the

decision to the examner is affirmed-in-part.

In addition to the foregoing, we find it further
necessary to REMAND this application to the exam ner to
consider the treatnment of claims 1 and 5 through 7, wherein
claims 6 and 7 have previously been deenmed to contain
al l owabl e subject matter. US Patent No. 4,573,464% to Yo
appears to disclose all elenments claimed in claims 1 and 5
t hrough 7 including an exclusively dry nmulti-stage filtering
means for converting atnospheric gases into breathable air
(col. 2, line 58-col. 3, line 33) housed within vessel (11),
an oral/nasal mask (3), the mask havi ng an exhal ati on val ve
(5), and neans (9) for retaining the mask tightly on the
user’s nouth and nose regions. Regarding the limtations of
claim6 in this application, Yo also discloses a housing

menber (11) for the nmulti-stage filtering means having a first
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end adj acent valve (13) and a second end adjacent intake holes
(10), a nmeans for filtering (18a) (col. 4, lines 11-13), neans
for oxidating COto CO, (19) (col. 3, lines 24-34)

internmedi ate the neans for filtering (18a) and the second end
adj acent intake holes (10), nmeans for reducing the tenperature
of the inhaled gases (16) made of glass fibers disposed
intermedi ate the neans for oxidating (19) and the second end
of the housing

Regarding the limtations of claim?7 in this application, Yo
al so discloses the nulti-stage filtering means conprising a
screen (15a) disposed within the housing (11) internediate the
first end adjacent valve (13) and the nmeans for filtering
(18a). Regarding the nmeans for reducing the tenperature of

t he i nhal ed gases of claim6 of the present application, US
patent No. 4, 754,751% to Mausteller teaches that in his
respirator, the filtering canister includes a first mat filter
(20) rmade of fiber glass material that is capable of heat
transfer (col. 3, line 24-25; col. 3, lines 39-41; col. 4,
line 65- col. 5, line 1). dass fiber is specifically stated

as being used as the filtering material 16 in Yo (col. 3,

* The patent to Mausteller is prior art of record.
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lines 15-18), which Mausteller teaches has inherent heat

transfer characteristics.

We have al so noticed that the follow ng el enent nunbers
or reference characters are discussed in the specification but

not shown in the draw ngs: 73, 113 and 116 .

In addition to affirm ng the exam ner's rejection of one
or nore claims, this decision contains a remand. 37 CFR

§ 1.196(e) provides that

whenever a decision of the Board of Patent
Appeal s and Interferences includes or allows a
remand, that decision shall not be considered a
final decision. When appropriate, upon conclusion
of proceedings on remand before the exam ner, the
Board of Patent Appeals and Interferences may enter
an order otherw se making its decision final.

Regarding any affirmed rejection, 37 CFR 8§ 1.197(b)

provi des:

Appellant may file a single request for rehearing
within two nonths fromthe date of the original
deci si on.

The effective date of the affirmance is deferred unti
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concl usi on of the proceedi ngs before the exam ner unless, as a
nmere incident to the limted proceedings, the affirned
rejection is overcone. |If the proceedings before the exam ner
does not result in allowance of the application, abandonnent

or a second appeal, this case should be returned to the Board
of Patent Appeals and Interferences for final action on the
affirmed rejections, including any tinmely request for

rehearing thereof.

This application, by virtue of its "special" status,
requi res i nmmedi ate action, see MPEP § 708.01 (Seventh Edition,

July 1998).

No tinme period for taking any subsequent action in con-
nection with this appeal my be extended under 37 CFR 8§

1.136(a).

AFFI RVED- | N- PART AND REMANDED
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Bruce H., Stoner )
Seni or Adm nistrative Patent Judge )
)
)
) BOARD OF PATENT
Charles E. Frankfort )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
Lawr ence J. Staab )
Adm ni strative Patent Judge )
CF/ dm
Appendi x
1. A device for protection to a user, from heat, noxious

and/ or toxic gases during hypoxic and fire enmergencies, the
devi ce used al one or the device is used in conjuction with a
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br eat habl e oxygen source conpri si ng:

an exclusively dry nulti-stage filtering neans for
converting atnospheric gases into breathable air

a mask having a first and second mask aperture, said mask
constructed and arranged to conformto the contours of a
user’s nouth and nose region, said mask connected to said
means for converting at said first mask aperture, said mask
havi ng an exhal ati on val ve; and

means for retaining said mask tightly on a user’s nouth
and nose regions at said second mask aperture, said neans for
retaining connected to said mask;

wherein said device provides protection to a user, from
heat, noxious and/or toxic gases which m ght be present during
hypoi x and fire energenci es.

Dal e Paul Di maggi o

Mal i n Hal ey Di maggi o & Croshby
Suite 1609

One East Broward Boul evard
Fort Lauderdale FL 33301
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