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DECI SI ON ON APPEAL

This is a decision on appeal fromthe Exam ner’s
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rejection of clainms 1, 2, 4-10, and 21, all of the clains
pending in the present application. dainms 3 and 11-20 have

been cancel ed.

The clained invention relates to a sanitary cover for a
t el ephone nout hpi ece or earpiece. The cover includes a
central portion and skirt portions extending fromthe central
portion that include projections for engagi ng the groove
formed in a conventional tel ephone handset. More
particul arly, Appellants indicate at pages 4 through 8 of the
specification that the central and skirt portions are forned
of first and second | ayers having different |engths or
di mrensions with the first |ayer being disposed on the second
| ayer over its entire length. According to Appellants, the
connection of the two layers of differing | engths or
di mensi ons creates an uneven tension between the | ayers which
permts the cover to retain its shape even though the covers
may be fol ded and stacked for storage and packi ng.

Claiml is illustrative of the invention and reads as

foll ows:
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1. A sanitary cover for a tel ephone nout hpi ece or
ear pi ece, the cover conpri sing:

a central portion;
a skirt portion extending fromthe central portion; and

at | east one projection fornmed on the skirt portion and
adapted to engage in a groove formed in a tel ephone handset;

wherein said central portion and said skirt portion
include a first layer and a second | ayer having different
| engths, said first |ayer and said second | ayer are disposed
on top of each other such that said first layer is connected
to said second
| ayer along an entire length of said second |ayer to form an
uneven tension between said first and second | ayers.

The Examiner relies on the followng prior art:

Barriere 3, 663, 259 May 16,
1972

Thonpson 4, 486, 628 Dec. 04,
1984

Lo et al. (Lo) 5, 054, 063 Cct .
01, 1991

Claims 1, 2, 4-10, and 21 stand rejected under 35 U. S. C

8 103 as being unpatentable over Lo in view of Barriere and
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Thonpson.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs! and Answers for the
respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Examner’s rationale in
support of the rejection and argunents in rebuttal set forth
in the Exam ner’s Answers.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary

skill in the art the obvi ousness of the invention as set forth

! The Appeal Brief was filed Septenber 26, 1997. In
response to the Exami ner’s Answer dated Novenber 12, 1997
Appel lants filed a Reply Brief on February 6, 1998 to which
t he Exam ner responded with a Suppl enmental Exam ner’s Answer
dated March 19, 1998.



Appeal No. 1998-1329
Application 08/642,595

inclainms 1, 2, 4-10, and 21. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to
support the |l egal conclusion of obviousness. See In re Fine,
837
F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cr. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stemfrom some

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,
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1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

( Fed.
Cir. 1984). These showi ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Appel lants’ primary argunent in the Briefs centers on
their contention that the Exam ner has not established that
the “uneven tension” limtation of each of the independent
claims 1 and 21 on appeal is taught or suggested by Lo, the

primary reference relied upon for this feature, or any of the
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ot her applied references. After careful review of the applied
prior art in light of the argunents of record, we are in
agreenent with Appellants’
position as stated in the Briefs. W note that the rel evant
portion of independent claim?2l recites:?

said first layer and said second | ayer being

di sposed on top of each other with said first

| ayer being connected to said second | ayer

over the entire dinensions of said second

| ayer to forman uneven tension between said

first and second | ayers for maintaining a

predet ermi ned shape of said sanitary cover.
In the “Response to argunent” portion of the Answer (page 7),
t he Exam ner, apparently recognizing the absence of any
explicit disclosure of such “uneven tension” feature in Lo,
attenpts to address Appellants’ argunent by suggesting the
i nherent creation of such “uneven tension” between the cover
| ayers in Lo during the nolding process. W agree with
Appel  ants, however, that such an assertion is based on

unf ounded specul ation. There is no indication in Lo that any

nmol di ng process is utilized, nor any evidence supplied by the

A simlar recitation appears in the concludi ng paragraph
of i ndependent claim 1.
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Exam ner as to the obviousness of using a nolding process, in
the formation of Lo’s sanitary cover. To establish inherency,
evi dence must nake clear that the m ssing descriptive matter
i's necessarily present in the thing described in the reference
and woul d be recogni zed as such by persons of ordinary skill.

In re Robertson, 169 F.3d 743, 745, 49 USPQd 1949, 1950-51

(Fed. Gir. 1999) citing Continental Can Co. v. Monsanto Co.

948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. G r. 1991).
“I nherency, however, may not be established by probabilities
or possibilities. The nere fact that a certain thing may
result froma given set of circunmstances is not sufficient.”

ld. citing Continental, 948 F.2d at 1269, 20 USPQ2d at 1749.

W also find the Exam ner’s further assertions (Answer,
pages 8 and 9) as to the inherency of “uneven tension” between
the two | ayers of Lo’s cover to be unfounded. The Exani ner
draws attention to the Figure 4 illustration in Lo which shows
a sharp cut at the periphery of the cover. Fromthis
illustration, the Exam ner draws the conclusion that, since
the | ayers are wapped within each other to produce the sharp

cut, the outer layer nust be larger than the inner |ayer which
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woul d create the “uneven tension” between the |ayers as
clainmed. No evidence of record, however, has been offered by
t he Exam ner as support for this conclusion. Simlarly, the
Exam ner’s reliance on the illustration in Figures 1 and 3 of
Lo’s cover in a folded configuration as an indication that the
covers retain their shape and therefore establish the

i nherency of “uneven tension” in the layers is totally wthout
support on the record. Lo s disclosure is conpletely silent
with regard to any discussion of shape retention, |et alone
any indication that any such shape retention would be as a
result of “uneven tension” between the cover |ayers. W are
not inclined to dispense with proof by evidence when the
proposition at issue is not supported by a teaching in a prior
art reference, comon know edge or capabl e of unquestionabl e
denonstration. Qur reviewing court requires this evidence in

order to establish a prima facie case. | n re Knapp-Mnarch

Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); ILn re

Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).

Wth regard to the Barriere and Thonpson references

applied by the Exam ner for teaching the features of a two
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| ayer cover and a tel ephone handset cover with a groove
projection, respectively, we find nothing in the disclosure of
ei t her
reference which woul d overcone the innate deficiencies of Lo
di scussed, supra.

Since all of the claimlimtations are not taught or
suggested by the applied prior art, it is our opinion that the

Exam ner has not established a prima facie case of obvi ousness

with respect to the clains on appeal. Accordingly, we do not
sustain the Examner’'s 35 U S.C. 8 103 rejection of
i ndependent clains 1 and 21, nor of clains 2 and 4-10

dependent t hereon.

Therefore, the Exami ner’s decision rejecting clainms 1, 2, 4-

10, and 21 is reversed.

10
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REVERSED

Lee E. Barrett )
Adm ni strative Patent Judge

BOARD OF PATENT
Joseph F. Ruggiero
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Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
Lance Leonard Barry )

Adm ni strative Patent Judge
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