TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KENT L. EARLE
and GREG L. LAURI ANO

Appeal No. 98-1354
Application 08/218, 507

ON BRI EF

Bef ore CALVERT, COHEN and STAAB, Adninistrative Patent Judges.

COHEN, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allow clains 22 through 26 and 28, as anmended subsequent to
the final rejection. Caim27 stands objected to but otherw se
is considered to be allowable by the exam ner. C ains 29

through 33, all of the other clainms remaining in the
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appl i cation, stand all owed.

Appel l ants’ invention pertains to a portable cutter for
cutting conduit. An understanding of the invention can be
derived froma reading of exenplary claim22, a copy of which
appears in the APPENDI X to the revised brief on appeal (Paper

No. 16).

As evi dence of obviousness, the exam ner has applied the

docunent specified bel ow

Hanaway 3,449, 992 Jun. 17, 1969

The followng rejection is before us for review

Clainms 22 through 26 and 28 stand rejected under 35
Uus.C

8§ 103 as bei ng unpatentabl e over Hanaway.

The full text of the examiner's rejection and response to
the argunent presented by appellants appears in the answer
(Paper No. 19), while the conplete statenent of appellants’
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argunment can be found in the revised appeal brief (Paper No.
16). W also note appellants’ grouping of clains in the brief

(page 9).
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OPI NI ON

In reaching our conclusion on the obviousness issue
raised in this appeal, this panel of the board has carefully
consi dered appel | ants’ specification and clains, the applied
patent,! and the respective viewoints of appellants and the
exam ner. As a consequence of our review, we make the

determ nati on which foll ows.

We reverse the examner’s rejection of appellants’ clains

under 35 U.S.C. § 103.

At the outset, we note that independent claim?22 is drawn
to a portable cutter for cutting conduit conprising, in

conmbi nation, inter alia, a housing , a carriage slidably

' I'n our evaluation of the applied patent, we have
consi dered all of the disclosure thereof for what it would
have fairly taught one of ordinary skill in the art. See In
re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966).
Additionally, this panel of the board has taken into account
not only the specific teachings, but also the inferences which
one skilled in the art woul d reasonably have been expected to
draw fromthe disclosure. See In re Preda 401 F.2d 825, 826,
159 USPQ 342, 344 (CCPA 1968).
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nmount ed on the
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housi ng, a saw bl ade rotatably supported on the carriage, a
not or nounted on the carriage for rotating the saw bl ade, a
battery supported by the housing for supplying power to the
notor, gripping nenbers carried on the housing and novabl e

bet ween an open position and a cl osed position for firmng
gripping an object to be cut, neans for actuating the gripping
menbers to closed positions where they firmly grip the object
to be cut, and a nmanual |y operable actuator carried by the
housi ng and operatively connected with the carriage for noving
the carriage froma retracted inoperative position to a

advanced operative position.

We turn now to the evidence of obvi ousness.

The patent to Hanaway teaches a nanual | y-hel d power -
driven pipe cutter (Figure 1) which is indicated to be readily
portable (colum 2, lines 5,6). A secondary franme 19, slidably
nmounted on a main frame 11, is noved by rotation of a clanping
screw 34 threadedly received in the main frame. A drive notor
57, slidably received in the main frame and the secondary

frame, includes an
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adj ust abl e chuck clanped onto the input shaft 51 of a right
angle drive slide 44 (colum 3, lines 11 through 18). The

out put shaft 52 of the slide 44 receives a circular cutter 53
for cutting a tube held between notches 28 and 33 on the main

and secondary frames, respectively.

Unli ke appellants (brief, page 11), we are of the view
that one having ordinary skill in the art would have
understood the pipe cutter of Hanaway as bei ng operabl e and
not nmerely a concept. Clearly, those versed in the art woul d
have fairly understood the right angle drive slide as being
any known device for converting a rotary input into a right

angl e rotary out put.

We note that appellants acknow edge the use of batteries
to drive notors as well known, but question where such a
battery could be placed on the pipe cutter of Hanaway (bri ef,
page 11). W have no doubt, however, but that those having
ordinary skill in this art would have been quite capabl e of
nmounting a battery to the main franme of Hanaway to supply

power to the drive notor
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as broadly clainmed. W note that the exam ner took official
notice in the final rejection that battery operated tools are

old and well known (page 5 of Paper No.6).

It is also appellants’ view that there is no carriage at
all in the Hanaway docunent for carrying a notor and cutter
(brief, pages 11 and 12). W disagree. The secondary franme 19
can appropriately be viewed as a carriage since it supports
the drive notor at cylinder bore 59 and the cutter at grooves
48, 49.

W are not, however, in accord with the exam ner’s assessnent
(answer, page 4) that the cylinder 57 (or frane 11) reads on
the clained carriage. The cylinder 57 is the cylindrica
housi ng 57 of the drive notor. If this drive notor housing 57
were considered to be a carriage, as per the exam ner’s view,
then the drive notor, also clained, would have to be

i nappropriately read on the sane conponent. The exam ner al so
refers to the frane 11, i.e., the main frane, as the carri age.
However, the main frame is taught as a stationary conponent,

whi | e appellants’ cl ai ned
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carriage is slidably nmounted for slidable novenent. Thus, each
of the conponents referenced by the exam ner cannot fairly be

consi dered to be a carri age.

Claim 22 requires gripping nenbers carried on the housing
and novabl e between an open position and a closed position for
firmy gripping an object to be cut. In our opinion, the
Hanaway patent woul d not have been suggestive of the novable
gri ppi ng nmenbers as now cl ai mred. More specifically, Hanaway
di scl oses, at best, a single, fixed, gripping nenber on the
mai n frame (housing) 11 conprising a horizontally extending
recess with face plates to define a generally V-shaped notch
28. It follows that Hanaway woul d al so have not been
suggestive of the “neans for actuating said gripping nenbers
to closed positions where they firmy grip said object to be
cut”, a 35 U.S.C. § 112, sixth paragraph, nmeans recitation.
The specification (page 13) describes the structure for
ef fecting novenent of the gripper nenbers (upper jaws 94, 96)

to firmy grip a conduit.
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The pi pe cutter of Hanaway does include a clanpi ng screw
34 (manual |y operable actuator) carried by the main frame
(housing) and operatively connected with the secondary frane
(carriage) for noving the carriage, as clainmed. However,
Hanaway does not provide a suggestion for the novenent of the
secondary franme (carriage) by the nmanually operabl e actuator
to an advanced position where the saw is noved into cutting
engagenent with an object held by novabl e gripping nenbers, as

set forth in claim?22.

For the reasons given above, we have determ ned that the

portable cutter of claim 22 would not have been obvi ous based

upon the evidence of obvi ousness before us.

In summary, this panel of the board has reversed the

rejection of clainms 22 through 26 and 28 under 35 U.S.C. § 103

as bei ng unpat ent abl e over Hanaway.

The decision of the exam ner is reversed.
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REVERSED

| AN A CALVERT )
Adm ni strative Patent Judge

BOARD OF PATENT
| RWN CHARLES COHEN )

Adm ni strative Patent Judge ) APPEALS AND

)

) | NTERFERENCES
)

LAVRENCE J. STAAB )
Adm ni strative Patent Judge )

| CC/ dal
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BANNER & W TCOFF LTD.
STE. 3000

TEN SOUTH WACKER DRI VE
CH CAGO, IL 60606
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APPENDI X

22. A portable cutter for cutting conduit conprising, in
conbi nation, a housing, a carriage slidably nounted on said
housi ng for sliding novenent relative thereto, a saw bl ade
rotatably supported on said carriage, a notor nounted on said
carriage and operatively connected to said saw bl ade for
rotating said saw bl ade, a battery supported by said housing
and connected to said notor for supplying power to said notor,
gri ppi ng nmenbers carried on said housi ng and novabl e bet ween
an open position and a cl osed position for firmy gripping an
object to be cut, neans for actuating said gripping nenbers to
cl osed positions where they firmy grip said object to be cut,
and a manual | y operabl e actuator carried by said housing and
operatively connected with said carriage for noving said
carriage froma retracted i noperative position to an advanced
operative position where said saw blade is noved into cutting
engagenent with an object held by said gripping nenbers.
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