THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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! Application for patent filed January 27, 1997. According
to appellants, the application is a continuation of Application
08/ 323,273, filed October 14, 1994, abandoned.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
to 16, all the clains in the application.

The subject matter in issue concerns a roll formng
machi ne whi ch can be changed from maki ng Z-shaped purlins to
maki ng C-shaped purlins, and vice versa, by changing the verti cal
position of the roll stands on one side of the machine relative
to the roll stands on the other side. Cdaim1l appears to be the
br oadest cl ai m on appeal, and reads:

11. A roll former line for formng different shapes
conpri si ng:

a bed;

a vertically-positioned |linear bearing attached to the
bed;

at |least one first roll stand attached to said bed for
vertical adjustable novenent;

top, bottom and m ddle spindles journaled to said
first roll stand in vertical alignment with each other;

top, bottom and mddle formng rolls disposed on said
top, bottom and m ddle spindles, respectively, said top and
bottom form ng rolls working agai nst opposite sides of said
mddle formng roll, said top and mddle formng rolls acting as
a first alternative pair of formng rolls and said bottom and
mddle formng rolls acting as a second alternative pair of
formng rolls;
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adj ustment neans for noving the first roll stand
vertically on the bed;

at | east one second roll stand attached to said bed on
an opposite side fromsaid first roll stand;

at least two spindles nounted on said second stand in
vertical alignnment to each other, each spindle of said second
stand supporting a formng roll wherein the adjustnment neans
on the first roll stand can be raised or lowered so as to use
alternative pairs of formng rolls on the first stand in con-
junction with the formng rolls on the second roll stand to
formdifferent shapes.

Clains 1 to 16 stand finally rejected under 35 U S. C
8 102(b), on the ground that the subject matter thereof was “on
sale” nore than one year prior to appellants’ effective filing
date, i.e., prior to Cctober 14, 1993 (the “critical date”).

The rejection in issue is based on evidence filed
by appel |l ants, consisting of a Declaration (“D.”) and Suppl e-
nmental Declaration (“S.D.”) of H David Bradbury,? filed on
May 2, 1997, and July 23, 1997, respectively, together with

nunmer ous docunents. 3

2 M. Bradbury states that he is President and Chi ef
Executive Oficer of The Bradbury Conpany, Inc. (hereinafter
“Bradbury”), assignee of the instant application (D. 11,
S.D. 11).

3 On page 3 of the answer, the exam ner, apparently inadver-
tently, does not |ist the Supplenental Declaration as part of the
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M. Bradbury states (D. Y2, S.D. 12):
On or about June 2, 1993, pursuant to a pur-

chase order (P.O # 7120-M, Metal Building
Components, Inc. (hereinafter “NMBCl”) agreed

to purchase a roll fornmer (hereinafter the

“MBCl roll forner”) that was to be sub-

sequent |y desi gned and manufactured by

Br adbury.
Purchase order 7120-M (I nvoi ce 19689) describes the item ordered
sinply as “Bradbury Rollform ng Equi pnment,” with a price of
$951, 234. 00, a paynent of $285,370.20 being “NONDUE.” There is
no evidence in the record of the circunstances surrounding this
order, and in particular, whether the equi pnent ordered was to be
desi gned by Bradbury from scratch, or whether it would be a
nodi fication of Bradbury’'s existing equipnent. Two additional
i nvoi ces for the sane purchase order, dated Septenber 8, 1993
(No. 20023) and March 28, 1994 (No. 21132), indicate,
respectively, a further bal ance due of $285, 370.20, and a bal ance
due prior to shipnment of $399, 253. 60.

M. Bradbury goes on to describe the machine as foll ows
(D. 3, S.D. 13):

The MBCl roll forner constructed pursuant
to the purchase order included a nechanica

evi dence relied upon in making the rejection.
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system and an el ectrical systemthat con-
trolled the conmponents of the nechanica
system The nmechani cal system i ncl uded, for
each station of the MBCI roll fornmer, a pair
of roll stands, two spindles disposed in one
roll stand and three spindles disposed in the
other roll stand, formng rolls attached to

t he spindles, various nmechani cal conponents
for changing the elevation of one roll stand
relative to the other roll stand, and ot her

mechani cal conmponents. The mechani cal system

al so included neans for rotatably driving the

spi ndl es of a nunber of the roll stands. The

el ectrical systemof the MBCl roll fornmer

i ncluded wiring and conputer software to

control the overall operation of the MBC

roll fornmer.

Appel l ants al so submtted a nunber of draw ngs dated
prior to the critical date (docunments 000302 to 000433 and 000435
to 000473), and counsel for appellants acknow edged at the
hearing that at | east one of the clains on appeal was readable on
the drawi ngs which were in existence at the critical date. Since
appel l ants state on page 2 of their brief that all clains stand
or fall together, it is unnecessary to treat the various clains
separately, and we will sinply refer to the machi ne ordered by
MBCl as “the invention.” The evidence outlined above shows that

prior to the critical date, there was a sale; the question to be
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resolved is whether that sale gave rise to an on-sal e bar under
35 U.S.C. 8§ 102(b).
According to M. Bradbury’s Suppl enmental Decl aration:
5. As of Cctober 14, 1993, many of the
i ndi vi dual mechani cal conponents of the NMBCI
roll former were not conpletely fabricated or
were not yet received by Bradbury from

out si de conpani es responsi ble for the
fabrication.

6. As of Cctober 14, 1993, the overal
assenbly of the conponents of the nechani cal

system of the MBCl roll former had not yet
begun. That overall assenbly began in
Decenber, 1993.

7. As of Cctober 14, 1993, the MBC rol
former was not operable.

8. As of October 14, 1993, the MBC rol
former had not been tested.

Thi s evidence establishes that, as of the critical date, there
was no physical enbodi nent of the machine in existence, and
consequently it had not been actually reduced to practice.
However, a physical enbodi nent of the invention, or actual

reduction to practice, are not necessarily prerequisites to
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application of the on-sale bar. Pfaff v. Wlls Elecs., Inc.,

124 F.3d 1429, 1433, 43 USPQd 1928, 1931 (Fed. Cr. 1997).4

In holding that there was an on-sal e bar, the exam ner

cites UMC Elecs. Co. v. United States, 816 F.2d 647, 2 USPQd

1465 (Fed. Cir. 1987), cert. denied, 484 U. S. 1025 (1988), and

KeyStone Retaining Wall Sys. Inc. v. Westrock Inc., 997 F. 2d

1444, 27 USPQ2d 1297 (Fed. Cir. 1993). These cases, like Pfaff,
hold that a reduction to practice of the clainmed invention is not
an absolute requirenent of the on-sale bar. UMC 816 F.2d at
656, 2 USPQ2d at 1471; KeyStone, 997 F.2d at 1452, 27 USPQRd at

1303. In UMC (as in Pfaff), it was determ ned that there was

4 On March 9, 1998, the Suprene Court granted certiorari in
this case (118 S.Ct. 1183), limted to the follow ng Question 1

In view of the |ongstanding statutory definition that

t he one-year grace period to an “on sale” bar can start
to run only after an invention is fully conpl eted,
should the Pfaff patent have been held invalid under

35 U S.C 102(b) when M. Pfaff’s invention was
admttedly not “fully conpleted” nore than one year
before he filed his patent application?

See Muel l er, Conception., Testing, Reduction to Practice: Wien is
it Really on Sale?, 80 J.PTO Socy. 305, 316 (May 1998).
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an on-sale bar, while in KeyStone, the case was remanded for a
determ nati on of whether what was offered for sale was an enbodi -
ment of the clained invention.

Appel l ants, on the other hand, cite in support of their
position a nunber of other cases, decided after UMC, which deal

with the i ssue of whether there was an on-sal e bar: Seal -Fl ex,

Inc. v. Athletic Track and Court Constr., 98 F.3d 1318, 40 USPQd

1450 (Fed. Cr. 1996); Mcro Chem lInc. v. Geat Plains Chem

Co., 103 F.3d 1538, 41 USP2d 1238 (Fed. Cir.), cert. denied,

117 S.Ct. 2516 (1997); Robotic Vision Sys., Inc. v. View Eng’ g,

Inc., 112 F.3d 1163, 42 USPQ2d 1619 (Fed. G r. 1997); and Kol nes

v. Wrld Fibers Corp., 107 F. 3d 1534, 41 USPQ2d 1829 (Fed. Cir.

1997).
In UMC, the court states (816 F.2d at 656-57, 2 USPQd
at 1471-72):

[We sinply say here that the on-sal e bar
does not necessarily turn on whether there
was or was not a reduction to practice of
the clained invention. Al of the

ci rcunst ances surrounding the sale or offer
to sell, including the stage of devel opnent
of the invention and the nature of the

i nvention, nust be considered and wei ghed
agai nst the policies underlying section
102(b).

: If the inventor had nerely a
conception or was working towards devel opnent

8
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of that conception, it can be said there is
not yet any “invention” which could be placed
on sal e.

In determning that there was an on-sale bar in that case, the
court noted the following (816 F.2d at 657, 2 USPQ2d at 1472):

[As of the critical date], the devel opnent of
t he subject invention was far beyond a nere
conception. Mich of the invention was
enbodied in tangible form The prior art

devi ces enbodi ed each el enent of the clained
i nvention, save one, and that portion was
avai | abl e and had been sufficiently tested to
denonstrate to the satisfaction of the inven-
tor that the invention as ultimtely clained
woul d work for its intended purpose. Thus,
we conclude fromthe unchall enged facts with
respect to the commercial activities of UM
coupled with the extent to which the

i nvention was devel oped, the substanti al
enbodi ment of the invention, the testing

whi ch was sufficient to satisfy the inventor
that his later clainmed invention would work,
and the nature of the inventor’s contribution
to the art, that the clained invention was on
sale within the neaning of section 102(b).

We do not find the factors noted by the court in UMC
supra, to be present in the instant case. Wile there is no
evi dence here as to whether or not prior art devices enbodi ed any
el emrent of the clained invention, it appears from M. Bradbury’s
declaration (S.D. 8) that no testing had been done. Thus,
al though M. Bradbury does not so state, it does not appear that

it could have been denpbnstrated to his satisfaction that the
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i nvention would work for its intended purpose. It seens fromthe
evidence that by the critical date there was only a conception,
as enbodied in the draw ngs, and that some parts of the invention
had been fabricated.?®

According to Seal -Flex (98 F.3d at 1324, 40 USPQRd at
1454) ,

[the UMC] case did not turn on whether the

i nvention had been “extensively devel oped” at

the tine it was offered for sale, but on

whet her it was known that the invention would

work for its intended purpose w thout further

testing or eval uation.

Likewise, in Mcro Chem, it is stated (103 F.2d at 1545, 41

USPQRd at 1244):

UMC t hus stands for the proposition that,
even though the technical requirenents of a
reduction to practice have not been net, a
sale or a definite offer to sell a
substantially conpleted invention, with
reason to expect that it would work for its
i nt ended pur pose upon conpletion, suffices to
generate a statutory bar.

5> Docunent 000530 purports to be a summary of what nechan-
i cal conponents of the invention were not finished as of the
critical date. However, there is no evidence in the record to
show who prepared this docunent or to establish its accuracy.
We have therefore not given it any consideration.

10
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The exam ner takes the position that (answer, p. 7):

The substantial paynents for the construction

of the roll former apparatus prior to the

critical date presunes [sic: denonstrates?]

that both parties were conpletely know edge-

able that the roll former apparatus would

work for its intended purpose.
However, we do not consider that this inference can be drawn,
when one considers the statenent of M. Bradbury, supra, that the
purchase order was an agreenent to purchase a roll former which
was “to be subsequently designed and manufactured.” The nachine
whi ch was the subject of the purchase order was not an “off the
shel f” item and while MBCI obviously was confident that Bradbury
coul d design a machi ne which would work, this is not to say that
it was known that it would work without further testing. As M.
Bradbury states (D. 15), after the machi ne was assenbl ed (which
was not until after the critical date (S.D. 16)), it was tested

at Bradbury “to determ ne whether it would operate,” begi nning

about March 1994. M. Bradbury also refers to docunents 000200

to 000252, which describe sone of the problens discovered in the

testing at Bradbury and MBCI (D. 16).

11
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We al so do not consider the instant case to be
anal ogous to the situation involved in Pfaff. |In that case, the
court noted that (124 F.3d at 1434, 43 USPQRd at 1932):

The only step not fully perforned at the
time of the sale was the custom zed tooling
for manufacturing the invention . :

The invention in this case is nechani cal
and there is no argunment that it contains
conplicated conponents or involves a conpl ex
interaction of parts. The step of finishing
the custom zed tooling was, therefore,
routine and not a major step in the
conpl etion of an enbodi nent of the invention.
Under all of the circunstances, including the
conpl eti on of engineering draw ngs, the
ordering of production tooling, and the
commencenent of fabrication of the tooling
necessary to manufacture the invention for a
specific custoner, it is clear that nore than
a nere concept was on sale. The
substantially conpl eted socket had entered
t he production phase prior to the critical
date and a specific purchase order was being
filled.

By contrast, in this case the invention is enbodied in a | arge,
relatively conpl ex machi ne costing al nost one mllion dollars,
rather than a mass-produced item such as the socket involved in
Pfaff, and the sale was of a single nmachine, rather than of

t housands of sockets. In accordance with the above-quoted

| anguage fromPfaff, these factors mlitate against a finding

12
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t hat what

occurred after the critical date, i.e., assenbly and

testing of the machine, was nerely “routine and not a major step

in the conpletion of an enbodi nent of the invention.” Unlike

Pfaff, it

i nventi on.

appears to us that here Bradbury sold a concept of an

Al t hough Bradbury was filling a specific purchase

order, the order was for a machine yet to be desi gned.

In Robotic Vision Sys., the court states (112 F. 3d

1167-68, 42 USPQRd 1623-24):

An offer of sale, to be a bar within the
meani ng of section 102(b), must be of an
invention that is substantially conplete

at the tine of the offer. See Mcro Chem,
103 F.3d at 1545, 41 USPQRd at 1243. If nere
di scussions prior to the critical date, or
even an agreenent to devel op and provide a
devi ce that had not yet been invented,

devel oped, or conpleted were to be held to be
a bar to patentability, then coll aboration
bet ween i nventors and custoners woul d be
greatly inpeded. Patent applications would
be required to be filed prematurely, before
an invention was conpleted. The on-sal e bar
was not intended to prevent discussions

bet ween potential inventor-suppliers and
custoners concerning inventions not yet com
pl eted. Thus, the later conpletion of an

i nvention concerning which an all eged offer
to sell had been nade earlier does not relate
back to the date of that offer

This | anguage is relevant here. Bradbury agreed to devel op and

provide MBCI with a machine which was not yet in existence.

Whet her it had been conceived at the tine of the sale (purchase

13
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order) is not clear fromthe record, but by the critical date it
had not been devel oped or conpleted. As discussed above, the

invention involved in the present case is such that until it had
at | east been assenbled, let alone tested, it could not be said

to be substantially conplete (Mcro Chem, 103 F.3d at 1545, 41

USPQ2d at 1244; Pfaff, 124 F.3d at 1434, 43 USPQ2d at 1932) and,
therefore, would not be subject to the on-sale bar of 8§ 102(b).
Since the assenbly of the machi ne enbodying the invention did
not occur until after the critical date, there is no on-sale
bar here.
Concl usi on

The exam ner’s decision to reject clains 1 to 16 is
reversed

REVERSED

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

) BOARD OF PATENT
| RW N CHARLES COHEN ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)

)

NEAL E. ABRAMS
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Adm ni strative Patent Judge )
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