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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 21-42. W reverse.

BACKGROUND

The invention at issue in this appeal relates to video
editing. Various nethods of video editing are well known.

For tape-based editing, an editor cycles source tapes back and
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forth on a source video cassette recorder (VCR) or a source

vi deo t ape

recorder (VIR) to find a scene to be edited. He positions a
destination tape on a destination VCR to receive the scene
fromthe source tape. The scene fromthe source tape is then
recorded on the destination tape; this process is repeated for
each successive scene. Because it requires constant cycling
of physical tapes having slow access tinmes, however, tape-

based editing is slow and cunbersone.

For di sk-based editing, all video material is stored on a
di sk drive of a conputer. The conmputer can find any frane in
the stored video material quickly; it also keeps track of al
edit and record frames for the entire production. After
creating an edit decision list for a program an editor
inserts source tapes in one or nore VIRs and a destination
tape into a destination VCR The conputer executes the edit

decision list to record the entire edited programonto the
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destination tape. Because it requires enornobus storage

capacities, however, disk-based editing is expensive.

The invention enploys a conputer with a disk drive for
interactive editing of video material. At any given tine,
only a
smal | portion of video taped material is stored as video
frames on the conmputer’s disk. By software control, video
material is cached back and forth between the disk and source
video tapes. By this neans editing is acconplished and an
edit decision list is constructed for conpilation of a final
vi deo production. The invention offers the advantage of fast
access tinme for editing the material on the disk while
al l owi ng actual physical editing at the end of the project of
the actual video tape material. Furthernore, the |ogging of
the material onto the disk and the editing of the final tape

are done automatically.

Claim2l1, which is representative for our purposes,

foll ows:
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21.

vi deo source device storing video source materi al

A nethod for editing video material using a

a

storage devi ce having faster access speed than the

vi deo source devi ce,
st orage devi ce,

and a display coupled to the
conprising the steps of:

transferring only a portion of a first
vi deo scene fromthe video source device to the
storage device, the portion being a plurality of
sequential video frames of the first video
scene;

di spl aying on the display at
of the transferred video scene, the displayed
part thereby representing all of the video
scene; automatically transferring
only a portion of a second video scene fromthe
vi deo source device to the storage devi ce when

| east a part

needed, the portion being a plurality of
sequential video franes of the second video
scene;

automatically deleting at |east a part of
the portion of the first video scene fromthe
st orage devi ce when needed, thereby to provide
addi ti onal storage capacity on the storage
devi ce; and

creating an edit decision list of edit
deci sions for the video material.

The references relied on in rejecting the clainms follow

West |

| zeki

Mta

and 4, 685, 003 Aug. 4, 1987

et al. (lzeki) 4,974,178 Nov. 27, 1990
(filed Nov. 20, 1987)

et al. (Mta) 5, 060, 280 Cct. 22, 1991
(filed Mar. 22, 1990).

Page 4
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Cainms 21-22, 26-27, 29-30, and 37-42 stand rejected under

35 U.S.C. 8 103(a) as obvious over Westland. Cainms 23-25 and
31-34 stand rejected under 35 U. S.C. §8 103(a) as obvi ous over
Westland in view of lzeki. Caim28 stands rejected under

35 U.S.C. §8 103(a) as obvious over Westland in view of Mta.
Clainms 35 and 36 stand rejected under 35 U.S.C. § 103(a) as
obvi ous over Westland in view of |zeki further in view of

Mta. Rather than repeat the argunents of the appellants or
exam ner

in toto, we refer the reader to the briefs and answer for the

respective details thereof.

OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejection advanced by
the exam ner. Furthernore, we duly considered the argunents
and evi dence of the appellant and exam ner. After considering
the totality of the record, we are persuaded that the exam ner

erred inrejecting clains 21-42. Accordingly, we reverse.
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We begin by noting the followng principles fromln re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. Cr
1993) .

In rejecting clains under 35 U.S.C. Section 103, the
exam ner bears the initial burden of presenting a

prima facie case of obviousness. |In re Cetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992).... "A prima facie case of obviousness is

establ i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
If the exam ner fails to establish a prim facie
case, the rejection is inproper and will be
overturned. 1n re Fine, 837 F.2d 1071, 1074, 5
UsPQ@d 1596, 1598 (Fed. Cir. 1988).

Wth these principles in mnd, we consider the appellants’

argunment and the examner’s reply.

The appel |l ants’ argunent foll ows.

[ A]l t hough Westl and does disclose providing a
“snapshot” (still picture) of one or two frames of
each video scene, and al so recogni zes that a fast
access storage devices e.g. [sic] the disk drive,
could not store the entire scene econonmcally, he
di d not recogni ze or suggest that storage and

di splay of e.g. [sic] several seconds of video for
each scene was useful. (Appeal Br. at 6.)
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The examner replies, “it nerely [sic] an obvious engi neering
choice in selecting the labels for the video scenes because
the nunber of the ‘labels’ for identifying the particular

vi deo scene can be selected by the editor.” (Exam ner’s

Answer at 11.)

Clainms 21-28 and 41 each specify in pertinent part the
following limtations:

transferring only a portion of a first video
scene fromthe video source device to the storage
device, the portion being a plurality of sequenti al
video frames of the first video scene;

automatically transferring only a portion of a
second video scene fromthe video source device to
t he storage device when needed, the portion being a
plurality of sequential video frames of the second
vi deo scene ....

Simlarly, clainm 29-40 and 42 each specify in pertinent part
the followng [imtations:

means for transferring only a portion of a first
vi deo scene fromthe video source device to the
storage device, the portion being a plurality of
sequential video frames of the first video scene;

means for automatically transferring only a portion
of a second video scene fromthe video source device to
t he storage device when needed by the processing unit,
the portion being a plurality of sequential video franes
of the second video scene ....
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Accordingly, clains 21-42 each require transferring sequenti al
video franes of a video scene froma video source device to a

st orage devi ce.

The exam ner fails to show a suggestion of the
l[imtations in the prior art. “Cbviousness nmay not be
establ i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Odnance Mg. v. SGS

| nporters Int’l, 73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239

(Fed. Gr. 1995)(citing WL. Gore & Assocs., Inc. v. Garlock

Inc., 721 F.2d 1540, 1551-53, 220 USPQ 303, 311-13 (Fed. Cr
1983)). “The nere fact that the prior art may be nodified in
t he manner suggested by the Exam ner does not make the

nodi fi cati on obvious unless the prior art suggested the

desirability of the nodification.” 1n re Fritch, 972 F.2d
1260, 1266, 23 USPQR2d 1780, 1784 (Fed. GCir. 1992) (citing Ln
re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G
1984)). “It is inpermssible to use the clainmed invention as
an instruction manual or ‘tenplate’ to piece together the
teachings of the prior art so that the clainmed invention is

rendered obvious.” |d. at 1266, 23 USPQRd at 1784,
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(citing In re Gorman, 933 F.2d 982, 987, 18 USPQ2d 1885, 1888

(Fed. Gr. 1991)).

Here, the exam ner admts, “Westland does not
specifically discloses [sic] the newy added Iimtations
wherein the portion of the first video scene is a plurality of
sequential video franes of the first video scene as recited in
claims 21 and 29 ....” (Examner’s Answer at 6.) He further
admts, “the use of several second [sic] of video for
identifying the particular scene is not suggested in
Westland.” (lLd. at 10.) For its part, although the
reference’s controller 22 collects an “inage pair” of frames
of a video segnent froma video source to a nmagnetic di sk
col. 21, Il. 6-10, the franmes are not sequential. To the
contrary, the image pair “includes a digitized snapshot of the
frames, typically the first and | ast frames of the segnent,
whi ch are enployed as the | abel pair for the segnent.” 1d. at
10-12.

Faced with this difference, the examner fails to
identify a suggestion in lzeki, in Mta, or anywhere else in

the prior art to nodify Westland’s controller to collect video
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frames that are sequential. Rather than providing a |line of
reasoni ng that explains why such a nodification would have
been desirable, he asserts that such a nodification would have
been undesirable. Specifically, the exam ner asserts,
“selecting nore than two

| abel s for the video scene as clainmed has a di sadvant age over
West | and because nore than two | abels for the video scene wll
fill the storage 146 faster than two | abels for the video
scene as disclosed in Westland.” (Exam ner’s Answer at 6.)
Furthernore, his opinion that “it merely an obvi ous

engi neering choice in selecting the | abels for the video
scenes because the nunber of the ‘labels’ for identifying the
particul ar video scene can be selected by the editor,” (id. at

11), is conclusory and unsupported by facts.

In view of the exam ner’s conclusory opinion and his
assertion of undesirability, we are not persuaded that
teachings fromthe prior art woul d appear to have suggested
the limtations of “transferring only a portion of a first
vi deo scene fromthe video source device to the storage

device, the portion being a plurality of sequential video
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frames of the first video scene;” “automatically transferring
only a portion of a second video scene fromthe video source
device to the storage device when needed, the portion being a
plurality of sequential video franmes of the second video
scene;” “means for transferring only a portion of a first

vi deo scene fromthe video source device to

the storage device, the portion being a plurality of

sequential video frames of the first video scene;” and “neans
for automatically transferring only a portion of a second

vi deo scene fromthe video source device to the storage device
when needed by processing unit, the portion being a plurality
of sequential video franes of the second video scene ....~"

The exam ner inpermssibly relies on the appellants’ teachings

or suggestions. He fails to establish a prima facie case of

obvi ousness. Therefore, we reverse the rejection of clains
21-22, 26-27, 29-30, and 37-42 under 35 U.S.C. 8§ 103(a) as
obvi ous over Westland; the rejection of clains 23-25 and 31-34
under 35 U. S.C. 8 103(a) as obvious over Westland in view of

| zeki; the rejection of claim28 under 35 U S.C. §8 103(a) as
obvi ous over Westland in view of Mta; and the rejection of

clainse 35 and 36 under 35 U.S.C
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8 103(a) as obvious over Westland in view of |zeki further in

view of Mta.

CONCLUSI ON

In summary, the rejection of clains 21-22, 26-27, 29-30,
and 37-42 under 35 U.S.C. 8§ 103(a) as obvious over Westl and;
the rejection of clains 23-25 and 31-34 under 35 U.S.C. §
103(a) as obvious over Westland in view of |zeki; the
rejection of claim28 under 35 U S.C. 8§ 103(a) as obvi ous over
Westland in view of Mta; and the rejection of clainms 35 and
36 under 35 U.S.C.

§ 103(a) as obvious over Westland in view of |zeki further in

view of Mta are reversed.

REVERSED
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