THI'S OPI NION WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner’s fina
rejection of claims 1 through 3, 5 through 15, 18 and 19,
which are all of the clainms pending in this application.

Clains 4, 16, 17 and 20 have been cancel ed.

! Application for patent filed May 26, 1994.
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The appellant’s invention relates to a forearmand wi st
support. An understandi ng of the invention can be derived
froma reading of exenplary claim1, which appears in the
appendi x to the appellant’s brief.

The prior art

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Nash 5, 265, 835 Nov. 30, 1993
Thonsen 5, 335, 888 Aug. 9, 1994
(filed Jul. 27,
1992)
Martin et al. 5, 340, 067 Aug. 23, 1994
(Martin) (filed Mar. 27,
1992)
The rejections
Claims 1, 3 and 5 through 8 stand rejected under 35
U s C

8§ 103 as being unpatentabl e over Nash in view of Martin.

Clainms 2, 9 through 15, 18 and 19 stand rejected under
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35 U.S.C. 8 103 as being unpatentabl e over Nash in view of
Martin as applied to clains 1, 3, and 5 through 8 above, and
further in view of Thonsen.?

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 15,
mai | ed Septenber 2, 1997) for the exami ner’s conplete
reasoning in support of the rejections, and to the brief
(Paper No. 14, filed May 27, 1997) for the appellant’s
argument s t her eagai nst.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

2 A rejection of clains 7 through 15, 18 and 19 under
35 U S.C. 8§ 112, second paragraph was withdrawn in the exam ner’s answer (Examiner’s
Answer at page 3).
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We turn first to the examner’s rejection of clains 1, 3
and 5 through 8 under 35 U.S.C. § 103 as bei ng unpatentable
over Nash
in view of Martin.

Nash di scl oses a forearm support to reduce fatigue during
t he extended mani pul ati on of a conputer nouse. The forearm
support has a forward portion 12 which is supported at a
declination to a rearward portion 14. Nash al so discloses
t hat:

It is intended that a forearm can
be positioned | engthw se al ong
the support 10 with the forward
portion of the forearmof the
user position[ed] at the forward
portion 12 with the wist of the
user extending forwardly fromthe
forward portion 12 of the support
10. [Col. 2, lines 4 to 9].

Martin discloses a support block for supporting the hand
and wist of a conputer user and a retainer for retaining a
conmputer nouse in fixed relation to the support block. The
exam ner states:

It woul d have been obvious to one
having ordinary skill in the art
at the time of the invention was

made to nodify Nash ‘835 to
i nclude a conputer nouse
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retai ning and support neans as

taught by Martin 067 for the

pur pose of further facilitating

the unitary novenent of conputer

nouse and support while

mai nt ai ni ng the support to the

user’s wist and forearm

[ Exam ner’ s answer at page 4].
We do not agree with the conclusion of the examner. Caiml
requires that the support have an “outward incline fromsaid
bottom surface to said top surface.” There is nothing in
either Martin or Nash to suggest that the inward inclined
surface of Martin be nodified to forman outward inclined
surface. In our view, the only suggestion for nodifying the
inward inclined surface of Martin so as to be an outward
i nclined surface stens from i nperm ssibl e hindsight know edge
derived from appellant’s own di scl osure.

In addition, in our view, there is no suggestion to
conbi ne the teachings of Nash and Martin, as Nash discloses a
forearm support and does not disclose, suggest, or teach that
there is a the need for supporting the wist or hand and
Martin discloses a wist and hand support and does not

suggest, disclose or teach the need for supporting the

f orearm
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In view of the foregoing, we will not sustain the
examner’s rejection of claim1 and clains 3 and 5 through 8
dependent therefromunder 35 U . S.C. 8§ 103 as being
unpat ent abl e over Nash in view of Mrtin.

W will not sustain the rejection of clains 2, 9 through
13 under 35 U.S.C. 8§ 103 as bei ng unpatentable over Nash in
view of Martin as applied to clainms 1, 3 and 5 through 8 and
further in view of Thonsen, as Thonsen |i ke Nash and Martin
does not disclose, teach or suggest a support having one
outwardly inclined end.

In regard to this rejection as it is directed to
I ndependent claim 14, we note that claim 14 requires that the
support conprises an inner cushion made of a foam having a
density to resists bending. The exam ner states:

t he nonbendabl e f oam
support of the present invention
serves the sane function as the
rigid support taught by Nash.

Si nce Nash encourages the use of
cushi on for supporting the
forearmof the user, therefore to
nodi fy the material of one
support for another is [an]

obvi ous substitution, especially
since both support[s] performthe

sane function. [Exam ner’s answer
at page 7].
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We do not agree with the examiner. There is no
suggestion to provide a forearm and wi st support which
i ncl udes an inner cushion “mde of foam having a density which
resists bending” as required by claim14. Nash does not
di scl ose that the support is conprised of a material which
resists bending or that the support is conprised of foam
Martin discloses that the support may be forned of nodeling
clay. Although Thonsen di scl oses that the body of the support
is conprised of foam Thonsen al so discloses that the foamis
non-rigid and resilient. [Col. 2, lines 30 to 33].

In view of the foregoing, we will not sustain the
exam ner’s rejection under 35 U.S.C. 8§ 103 of clains 14, 15,

18 and 19.
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The deci sion of the examner is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT
JEFFREY V. NASE

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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