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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 14 and 19 through 21. dains 15

and 16 have been allowed. dCains 17 and 18 have been

! Application for patent filed June 7, 1995. According to
the appellant, the application is a continuation-in-part of
Application No. 08/119, 291, filed Septenber 8, 1993, now U. S
Patent No. 5,442,870, issued August 22, 1995.
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wi t hdrawn from consi derati on under 37 CFR 8§ 1.142(b) as being

drawn to a nonel ected i nventi on.

W AFFI RM | N- PART.
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BACKGROUND

The appellant's invention relates to a reflective sign.
An under standi ng of the invention can be derived froma
readi ng of exenplary claim11, which appears in the appendix to

the appellant's brief.

The references of record relied upon by the exam ner in

rejecting the appealed clains are:

Eski | son 1,719,602 July 2,
1929
Kochanowski 5,442,870 Aug. 22,
1995

Clainms 4 through 14 stand rejected under 35 U.S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellant regards as the invention.

Claims 1 and 2 stand rejected under the judicially
created doctrine of double patenting over claim1 of

KochanowsKki .
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Claims 1 through 14 and 19 through 21 stand rejected

under 35 U. S.C. 8§ 102(b) as being anticipated by Eskil son.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 12, nmmiled August 28, 1997) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 11, filed July 23, 1997) and reply brief
(Paper No. 13, filed October 28, 1997) for the appellant's

argument s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

The indefiniteness rejection
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We sustain the rejection of clains 4 through 14 under

35 U.S.C. § 112, second paragraph.

The exam ner determ ned (answer, p. 4) that clains 4
through 14 were indefinite because "it is not clear how the
gap can be fornmed between the face nenber, the back nenber,

and the side wall" as recited in lines 12-13 of clai m 4.

The appellant did not contest this rejection (see brief,
pp. 4-5). Instead, the appellant requests sufficient tine to

anmend claim4 with |anguage to resolve this issue.

Since the appellant has not contested the exam ner's
determination that clains 4 through 14 are indefinite, we are
constrained to sustain the rejection under 35 U S.C. § 112,
second paragraph, because the appell ant has not pointed out

how t he exam ner erred in rejecting those clains.

The doubl e patenting rejection
We sustain the rejection of clains 1 and 2 under the

judicially created doctrine of double patenting.
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The exam ner determ ned (answer, p. 5) that clainms 1 and
2 were rejectable under the judicially created doctrine of
doubl e patenting over claim1 of Kochanowski and that a
termnal disclaimer in conpliance with 37 CFR § 1. 321 woul d

overconme the rejection.

The appellant did not contest this rejection (see brief,
pp. 5-6). Instead, the appellant requests sufficient tine to

file a termnal disclainmer to overcone this rejection.

Since the appellant has not contested the exam ner's
determination that clains 1 and 2 are obvious over claim1 of
Kochanowski, we are constrained to sustain the rejection the
judicially created doctrine of double patenting because the
appel | ant has not pointed out how the exam ner erred in

rejecting those clains.

The anti ci pation issue
W will not sustain the rejection of clains 1 through 14
and 19 through 21 under 35 U . S.C. 8§ 102(b) as being

antici pated by Eskil son.
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To support a rejection of a claimunder 35 U. S.C. §
102(b), it nust be shown that each elenent of the claimis
found, either expressly described or under principles of

I nherency, in a single prior art reference. See Kalnman v.

Kinberly-dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

Al'l the clainms under appeal recite a retro-reflective
sign including "a single |ayer face nenber incorporating

information therein."

The appel |l ant argues (brief, pp. 6-8 and reply brief, pp.
1-2) that the above-noted Iimtation is not readable on
Eskil son's reflector 12. The exam ner argues (answer, pp. 7-
8) that the above-noted limtation is readable on Eskilson's

reflector 12.

The inquiry as to whether a reference anticipates a claim
nmust focus on what subject matter is enconpassed by the claim
and what subject matter is described by the reference. As set

forth by the court in Kalman v. Kinberly-Oark Corp., 713 F.2d
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760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied,

465 U. S. 1026 (1984), it is only necessary for the clains to
"'read on' sonething disclosed in the reference, i.e., al
limtations of the claimare found in the reference, or "fully

net' by it."

In resolving the issues raised by the appellant and the
examner, it is necessary for us to determ ne the neani ng of
the term"information" as used in the phrase "a single |ayer
face menber incorporating information therein.” It is
axi omatic that, in proceedings before the PTO <clains in an
application are to be given their broadest reasonable
interpretation consistent with the specification, and that
cl ai m | anguage should be read in Iight of the specification as
it would be interpreted by one of ordinary skill in the art.

In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. G r

1983). In applying this guidance, we concl ude that the
appel | ant has used the term"information" as synonynous wth
"indicia" and thus conclude that the term"information" neans

identifying marks (e.g., letters, synbols).
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In applying this definition to the teachings of Eskil son,
we conclude that Eskilson's reflector 12 does not incorporate
"information" since it does not incorporate any identifying

mar ks.

Since all the limtations of clains 1 through 14 and 19
through 21 are not found in Eskilson, the decision of the
exam ner to reject clains 1 through 14 and 19 through 21 under

35 U S.C. 8§ 102(b) is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 4 through 14 under 35 U . S.C. 8§ 112, second paragraph,
is affirmed; the decision of the examner to reject clains 1
and 2 under the judicially created doctrine of double
patenting is affirned; and the decision of the examner to
reject clains 1 through 14 and 19 through 21 under 35 U.S.C. §

102(b) is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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