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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-10, all of the clains pending in the present
appl i cation.

The clained invention relates to a nethod and appar at us
for managi ng cache nenory during cache inhibited transactions.

Data stored in the cache nenory is updated during wite hits
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regardl ess of whether the address being operated upon is

desi gnated as cache inhibited. Read operations, on the other
hand, are perforned in a conventional manner in which
addresses indicated as noncacheabl e are not allocated in the
cache. Appellants assert at pages 3 and 4 of the
specification that this technique permts the cache nenory to
remai n coherent with the main nenory even for nmenory ranges
desi gnated as cache inhibited, thereby elimnating the need
for flushing the cache when nenory areas are redesignated from
noncacheabl e to cacheabl e.

Claiml is illustrative of the invention and reads as
fol |l ows:

1. A method for managi ng a cache nenory during a nmenory
operation conprising the steps of:

recei ving an address at a cache controller;

determ ni ng whet her sai d address has been desi gnat ed
as noncacheabl e;

if said address has been desi gnated as noncacheabl e
and said nmenory operation is a read operation, then accessing
a main nenory to retrieve therefrom and

if said address has been desi gnated as noncacheabl e
and said nmenory operation is a wite operation, then accessing
said main nenory and updating said cache nenory.
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The Examiner relies on the followng prior art:

a son 5,297, 270 Mar. 22,
1994

Tayl or et al. (Taylor) 5,307,477 Apr. 26,
1994
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Clains 1-10 stand rejected under 35 U.S.C. § 103. As
evi dence of obviousness, the Exam ner offers O son alone with
respect to clainms 1-3, 5, 6, 9, and 10, and adds Taylor to
O son with respect to clainms 4, 7, and 8.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs! and Answers for the
respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, the argunents
in support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejection. W
have, likew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunments set forth in the
Briefs along with the Exam ner’s rationale in support of the
rejection and argunents in rebuttal set forth in the

Exam ner’ s Answer.

'The Appeal Brief was filed May 5, 1997. In response to
t he Exam ner’s Answer dated Cctober 28, 1997, a Reply Brief
was filed Decenmber 29, 1997, which was acknow edged and
entered by the Exam ner w thout further comment in the
comuni cation dated March 26, 1998.
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It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary

ski |

in the art the obviousness of the invention set forth in
claims 1-10. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone
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t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USP2d 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efi ore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prim facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).
Wth respect to the appeal ed i ndependent clains 1-3, 5,
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and 9, the Examiner, as the basis for the obvi ousness
rejection, proposes to nodify the disclosure of A son which
provi des, during a “split-node” operation, for updating of
cache nenory during a read operation even when reading from

t he cache is inhibited.

The Exam ner, while recognizing that O son does not disclose
t he updating of cache nmenory during wite operations to
noncacheabl e | ocations as required by the | anguage of the
appeal ed cl ai ns, neverthel ess offers the foll ow ng concl usion
(Answer, pages 3 and 4):

In as nuch as main nenory wites will change
mai n nmenory data, which, if not accounted for,

w Il create a coherency problemif cached data
corresponding to the sane nenory address were
not al so updated, it would have been obvi ous

at the time the invention was made to a person
having ordinary skill in the art to which said
subject matter pertains to have made the device
taught by the O son reference to al so update
menory writes in the cache while in split node
so that, should a wite occur to a non-cacheabl e
| ocation that has been cached, the cache wll be
up-to-date and therefore be able to i Mmedi ately
supply accurate data as soon as the CPU changes
the cacheability status of the given address, as
noted to be desirable.
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I n response, Appellants assert a | ack of establishnent by

the Exam ner of a prima facie case of obvi ousness. I n

Appel lants’ view (Brief, pages 7 and 8; Reply Brief, pages 2-
4), not only is Ason conpletely silent as to the updating of
noncacheabl e | ocations during wite operations, but the
skilled artisan, considering the entirety of dson's
di scl osure, would be led away from any such wite operation
updat i ng.

After careful review of the Ason reference in |light of
t he
argunents of record, we are in general agreement with
Appel l ants’ position as stated in the Briefs. Wile we do not
di spute the correctness of the Exam ner’s generalized
assertion that the quest for accuracy in cache supplied data
woul d extend to wite operations as well as read operations,
to accept the Exam ner’s conclusions in the present factual
situation, we would have to inproperly and selectively ignore
significant portions of the O son disclosure. Wile it is
proper for an Exam ner to consider not only the specific
teachings of a reference, but also inferences a skilled

artisan mght draw fromthem it is equally inportant that the
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teachings of prior art references be considered in their

entirety. See In re Preda, 401 F.2d 825,
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826, 159 USPQ 342, 344 (CCPA 1968); WL. Gore & Assocs. V.

Garlock, Inc., 721 F.2d 1540, 1550, 220 USPQ 303, 311 (Fed.

CGr.

1983), cert. denied, 469 U S. 851 (1984).

In order for us to sustain the Exam ner’s position we
woul d, at the very least, have to conpletely divorce dson's
description of the split-node enbodinment illustrated in
Figures 4 and 5 fromthe remainder of the O son disclosure.
Such an approach, however, would be directly contrary to the
express disclosure of Ason. O son describes the Figure 4
split-node enbodi nent as a nodification of the Figure 1
circuit and, in describing the
address decode circuit 43a, discloses that it is identical to
t he address decode circuit 43 of Figure 1 except for an
additional output line to a split-node control register 97.
In our view, the only conclusion that can be drawn fromthis
portion of Ason is that the wite operation in the split-nbde
enbodi ment, which is never discussed by O son, nust be
identical to the wite operation specifically described in
Figure 3 in relation to the operation of the Figure 1
circuitry. This wite operation, illustrated in the right
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branch of the Figure 3 flow diagram excludes updates to cache
menory during wites to noncacheable (i.e., RAM¢) |ocations.

In further support of this interpretation of O son, we point

out, and as al so asserted by
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Appel lants (Reply Brief, page 6), the left branch of Ason's
Figure 5 split-node flow diagramindicates that reads as well
as wites are inhibited (as indicated by the RAM¢ desi gnation)
t o noncacheabl e | ocati ons.

In our opinion, since all of the claimlimtations are
not taught or suggested by the A son reference, the Exani ner

has not established a prima faci e case of obvi ousness.

Accordingly, we do not sustain the Examner’'s 35 U.S.C. § 103
rejection of independent clains 1-3, 5, and 9, nor of clains 6
and 10, dependent thereon.

As to the 35 U S.C. 8 103 rejection of dependent clains
4, 7, and 8 based on the conbination of A son and Taylor, it
is apparent fromthe Exam ner’s analysis that Tayl or was
applied solely to address the partial word wite limtations
of these clains. Taylor, however, does not overcone the
i nnate deficiencies of Oson discussed supra and, therefore,
t he obvi ousness rejection of dependent clains 4, 7, and 8 is

not sust ai ned.
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I n conclusion, we have not sustained the Exam ner’s
rejection of any of the clains on appeal under 35 U. S.C. 8§
103. Accordingly, the decision of the Exam ner rejecting

clains 1-10 i s reversed.

REVERSED

)
JOSEPH F. RUGE ERO )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOSEPH L. DI XON )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
ANl TA PELLMAN GRCSS )
Adm ni strative Patent Judge )

JFR hh
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JAVES W PETERSON

BURNS, DOANE, SWECKER & MATHI S
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Al exandria, VA 22313-1404

14



