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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clains 5-10, all the clains currently pending in

t he applicati on.
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Appel lant’ s invention pertains to a rotary driving device
for a press machine. Wth reference to appellant’s Figure 2,
atap T for tapping a hole in a workpiece Wis provided at a
| ower end of a rotary driving device 1. |In operation, a
striker S of a turret punch press strikes a push head nenber
21 provided at an upper end of the driving device. Through a
series of elenments provided within the driving device,
downwar d novenment of striker S is converted into downward and
rotary novenent of the tap T. The elenents within the driving
device that acconplish this conversion include a male thread
axl e nmenber 29 having mal e threads, and a cooperating fenmal e
t hread nenber 33 having female threads. Wen the striker S
strikes the push head nenber 21, the male thread axl e nenber
29, which is rotatably nounted within the push head nenber, is
driven downwardly relative to the female thread nmenber, which
is held against rotation within the driving device. As a
result, the male thread axle nmenber rotates as it noves
downwar d.

Appel lant’ s inventive efforts include the provision of a

sliding connection 35, 37 between the female thread nenber 33
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and an upper housing portion 3 of the driving device that

al | ows

axi al novenment of the fermale thread nenber relative to the
housi ng portions of the driving device, in conbination with
i npact absorbi ng springs 41 between the | ower surface of the
femal e thread nenber and a | ower housing portion 5 of the
driving device. According to appellant, this arrangenent
i nproves the operation of the device by absorbing inpact
forces that tend to damage the workpi ece.

A copy of the appeal ed clains can be found in an appendi x
to appellant’s brief.

The references of record relied upon by the examner in

support of a rejection under 35 U . S.C. 8§ 103 are:

Mar kus? 0, 305, 762 Mar. 8, 1989
( Eur opean)
Becker 0, 394, 925 Cct. 31, 1990

( Eur opean)

YQur understanding of this Gernman | anguage reference is
derived froma translation prepared on behal f of the Patent
and Trademark O fice. A copy of the translation is attached
to this opinion.
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Clainms 5-10 stand rejected under 35 U S.C. §8 103 as being
unpat ent abl e over Becker in view of Markus.
Ref erence is nade to the brief (Paper No. 11) and to the

final rejection and the answer (Paper Nos. 4 and 12,

respectively) for the respective positions of appellant and
the exami ner with respect to this rejection.
Opi ni on

In reaching our decision is this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions set forth by appellant and the examner. As a
consequence of our review, we find that we cannot sustain the
exam ner’s rejection.

There appears to be no dispute that the only difference
between the rotary drive device of Becker and claimb5, the
sol e i ndependent claimon appeal, lies in the particulars of
the nounting of the female thread nmenber 74 within the housing
menbers 8, 10. Wth respect to the nounting of the female

thread nmenber within the housing, appellant’s claim5 calls
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for (1) a female thread supported by the upper nmenber of the
mai n body such that it is noveable in the axial direction
relative to the upper nenber of the main body, and (2) a first
i npact absorbi ng nmeans interposed between the fenmale thread
and the | ower nenber of the main body. Becker discloses at
colum 6, lines 8-13, that roller nut 74 is fixedly nounted to
housi ng nmenber 8. Becker is silent as to the provision of an

i npact absor bi ng nmeans between the

roller nut 74 and either the upper housing nenber 8 or the
| oner housing nenber 10. Thus, it is clear that Becker | acks
a femal e thread “supported in the upper nenber . . . [and]
bei ng noveable in an axial direction” as called for in claim
5, and “first inpact absorbing neans interposed between a
| oner surface of the female thread and an upper surface of the
| ower nmenber” as also called for in claimb5.

Mar kus pertains to an el ectronotive servo drive for use

as an actuator for a valve or the like in a pipe system
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(translation, page 3, lines 4-6). The drive includes a notor
driven worm 9 and a worm wheel 8 in engagenment with the worm
Worm wheel 8 includes an internally threaded opening that is
in engagenent with an externally threaded end of a spindle 10
(translation, page 3, lines 7-12). Presumably, worm9
rotatably drives wormwheel 8, which in turn causes the
spindle 10 to nove axially. As shown in Figure 1 of Markus,
worm wheel 8 is nmounted in a bearing assenbly that includes
spring washers 4, 5. Markus states the following with respect
to this nounting arrangenent:

By neans of axial sets of springs (4, 5) on both

sides of the |ower bearing (2), an axial

di spl acenent of the worm wheel (8) froma centra

position may take place in a spring-nounted manner.
[ Transl ation, page 3, |lines 16-19.]

It is the examner’s position that it would have been
obvious “to provide spring neans to nount the Becker fenale
nut 74 and housing 8, 10 followi ng the teachings of Markus in
order to absorb shock |oads to the transm ssion el ements”
(final rejection, page 2). Wth respect to the placenent of

t he i npact absorbi ng nmeans between the | ower surface of the
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femal e thread and an upper surface of the |ower nenber, the
exam ner considers that since the female nut 74 of Becker
abuts the | ower housing nenber 10, “the | ogical place to
install such spring neans is between the nut and the | ower

menber as required . (final rejection, page 2). The
exam ner further explains (answer, pages 4-5) that Markus is
only relied upon to show that one skilled in the art of
mechani cal devices is aware that transm ssion el enents can be
spring nmounted in order to absorb shocks. In addition, the
exam ner considers (answer, page 5) that one skilled in the
art would be apprised of the desirability of reducing shock

| oads on the transm ssion el ements of Becker by Becker’s

di scl osure at columm 6, lines 19-26. The exam ner
characterizes this portion of Becker’s disclosure as teaching
that lowfriction, high-torque nut 74 is used to mnimze the

possibility that the threads of the spline shaft 26 m ght be

stri pped under the high inpact

driving forces generated by the actuating press. Thus, the

exam ner concludes that the suggestion for making the
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conbi nati on cones fromthe teachings of the references and not
fromthe use of inperm ssible hindsight.

Wil e we appreciate the points the examner is attenpting
to make with respect to what one of ordinary skill in the art
woul d have | earned fromthe teachings of Becker and Markus, we
do not believe the ordinarily skilled artisan would have been
led to nodify the Becker device to arrive at the subject
matter of claim5 in the absence of appellant’s disclosure.
Concedi ng for the sake of argunent that Markus teaches
generally that a femal e threaded nenber may be resiliently
nmounted in order to absorb shocks, it is not clear to us why
one of ordinary skill in the art would have applied this
general teaching in Becker in the particular way and at the
particular location called for in claim5. This is especially
so in that Becker discloses not one but two fixably nmounted

femal e t hreaded nenbers? in that Becker’s

Not e the presence of lead nut 92 in addition to
internally threaded roller nut 74.

8
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devi ce includes piston and cylinder units 32 in the upper
housi ng whi ch woul d appear to absorb inpact forces, and in
that there is no suggestion in either Becker or Markus that
t he Becker device m ght be inadequate for its intended
purpose. Furthernore, Markus is directed to a val ve operator,
wher eas Becker pertains to a tapping device for a turret-type
punch press (colum 1, last four lines). The dissimlar
pur poses and nodes of operation of the applied references
makes it highly unlikely, in our view, that one of ordinary
skill in the art would have conbined themin the specific
manner proposed by the exam ner based on the teachings of the
ref erences al one.

Were, as here, the prior art references require a
sel ective conbi nation to render obvious a clained invention,
t here nust be some reason for the conbination other than
hi ndsi ght gl eaned fromthe invention disclosure, |Interconnect
Planning Corp. v. Feil, 774 F.2d 1132, 1143, 227 USPQ 543, 551
(Fed. Cir. 1985). 1In the fact situation before us, we are
unable to agree with the exam ner that one of ordinary skil

in the art would have been notivated by the teachings of
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Mar kus to interpose inpact absorbing neans between the roller
nut 74 of Becker and | ower housing nmenber 10 in order to

arrive at the subject matter of claimb5.

In light of the above, we will not sustain the standing
8 103 rejection of clainms 5-10.
The decision of the exam ner is reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
LAVRENCE J. STAAB )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)
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