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Yoshi o M yasaka (the appellant) appeals fromthe fina
rejection of clainms 34, 42 and 45-47. dainms 23-33, 35-41, 43
and 44 stand al | oned. 2

We AFFI RM | N- PART and, pursuant to our authority under the
provisions of 37 CF.R § 1.196(b), we will enter a new
rejection of clains 45-47 under 35 U. S.C. § 103.

The reference relied on by the exam ner is:

Mase Keiji, Japanese Patent Abstract, Vol. 18, No. 622,
(ML712), Nov. 28, 1994. (Keiji)?

An additional reference of record* relied on by this nerits
panel of the Board is:
St raub 4,067, 240 Jan. 10,
1978

Claim42 stands rejected under 35 U.S.C. § 112, second

par agraph, as being indefinite for failing to particularly

2 On page 2 of the answer the exam ner expressly allowed
finally rejected clains 23-33, 35-41, 43 and 44.

® The practice by the exam ner of relying on an abstract
of a Japanese patent, without taking the trouble to order a
conpl ete copy of the patent together with a transl ation
t hereof, is dubious at best.

4 See the Ofice action nailed Cctober 7, 1996 (Paper
No. 6).
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poi nt out and distinctly claimthe subject matter which the
appel | ant regards as the invention.

Clainms 34 and 45-47 stand rejected under 35 U.S.C. §
103(a) as being unpatentable over Keiji.

The rejections are explained on page 5 of the answer. The
argunents of the appellant and exam ner in support of their
respective positions may be found on pages 9-22 of the brief,

pages 1-13 of the reply brief and pages 6-10 of the answer.

OPI NI ON

We have carefully reviewed the appellant's invention as
described in the specification, the appealed clains, the prior
art applied by the exam ner and the respective positions
advanced by the appellant in the brief and reply brief, and by
the examner in the answer. As a consequence of this review,
we will (1) sustain the rejection of claim42 under 35 U S.C. §
112, second paragraph, (2) reverse the rejection of clains 34
and 45-47 under 35 U.S.C
8 103(a), and (3) enter a new rejection of clains 45-47 under

35 U.S.C. § 103(a).
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Considering first the rejection of claim42 under 35
UusS. C
8§ 112, second paragraph, the appellant's sole coment regarding
this rejection is that "the definiteness of claim42 should
have been overcone by the acconpanyi ng anendnent™ (brief, page
7). W nust point out, however, that the exam ner denied entry
of this amendnment (see the advisory action mailed Septenber 29,
1997 (Paper No. 12)). This being the case, we wll sunmarily
affirmthe rejection of claim42 under 35 U.S.C. 8§ 112, second
par agr aph.

Turning to the rejection of clains 34 and 45-47 under 35
U S C 8§ 103(a) as being unpatentable over Keiji, it is the
exam ner's position that:

Keiji teaches the invention except for expressly
t eachi ng accommpdati ng the shot and shot nmaterial in

first and second containers of a blasting machine.

It woul d have been obvious to one of ordinary

skill in the art, at the tinme of the invention, to
have acconmobdated the green conpacts and shots of
Keiji in containers since it is customary in the art

to provide such container for containing the materi al
therein. [Answer, page 5.]

Addi tionally, the answer states that

whet her the non-ferrous netal shot material is
bl ast ed agai nst a netal body or non-ferrous netal
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shot material is blasted by netal shot is a matter of

desi gn choi ce
[ Page 9.]

W will not support the examiner's position. 1In rejecting
clainms under 35 U S.C. 8 103 the exam ner bears the initia
burden of presenting a prinma facie case of obviousness. 1In re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. Cr
1993); In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444
(Fed. Cir. 1992). Only if that burden is net does the burden
of comng forward with evidence or argunment shift to the
applicant. Id. |If the examner fails to establish a prim
facie case, the rejection is inproper and will be overturned.
In re Fine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598 (Fed. Cr
1988) .

Here, despite the repeated requests by the appellant for
the examiner to cite a reference and/or references to show that
it is "customary" to provide containers as set forth in
i ndependent claim 34 so that such reference and/ or references
can be evaluated in the context of the reference to Keiji and
the clained subject matter, the exam ner has steadfastly

i gnored these requests. Cbviousness under 8 103 is a | ega
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concl usi on based on factual evidence (see In re Fine, supra,)
and the nere fact that, generally speaking, containers mght be
known in the art does not provide a sufficient factual basis
for concluding that the first and second containers as set
forth in the context of the subject matter set forth in claim
34 woul d have been obvious within the neaning of 35 U S.C. §
103(a). See In re GPAC Inc, 57 F.3d 1573, 1582, 35 USPQd
1116, 1123 (Fed. Cir. 1995) and In re Warner, 379 F.2d 1011,
1017, 154 USPQ 173, 178 (CCPA 1967).

As to the exam ner's bald assertion that "whether the
non-ferrous netal shot material is blasted against a netal body
or non-ferrous nmetal shot material is blasted by netal shot is
a matter of design choice,"” the examner may not resort to
specul ati on or unfounded assunptions to supply deficiencies in
establishing a factual basis. See In re GPAC, supra, and In re
Warner, supra. |In short, the subjective opinion of the
exam ner as to what would or woul d not have been obvi ous,
wi t hout evidence in support thereof, does not provide a factua
basi s upon which the | egal conclusion of obviousness can be

r eached. Instead, it is well settled that in order to
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establish a prima facie case of obviousness the prior art
teachi ngs nust be sufficient to suggest to one of ordinary
skill in the art making the nodification needed to arrive at
the clained invention. See, e.g., In re Lalu, 747 F.2d 703,
705, 223 USPQ 1257, 1258 (Fed. Cir. 1984).

In view of the above, we will not sustain the rejection of
clainms 34 and 45-47 under 35 U. S.C. 8§ 103(a) based on the
teachi ngs of Keiji.

Under the provisions of 37 CF.R 8 1.196(b) we nake the
foll om ng new rejection.

Clainms 45-47 are rejected under 35 U.S.C. § 103(a) as
bei ng unpatentable over Keiji in view of Straub. Initially we
note that while the obviousness of an invention cannot be
est abl i shed by conbining the teachings of the prior art absent
sonme teaching, suggestion or incentive supporting the conbi na-
tion (see, e.g., ACS Hospital Systens, Inc. v. Mntefiore
Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir
1984)), this does not nean that the cited references or prior
art must specifically suggest making the conbination (B.F.

Goodrich Co. v. Aircraft Braking Systens Corp., 72 F.3d 1577,
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1582, 37 USPQR2d 1314, 1318 (Fed. Cir. 1996) and In re N |ssen,
851 F.2d 1401, 1403, 7 UsSP@d 1500, 1502 (Fed. Cir. 1988)).

I nst ead, obvi ousness nay be established by what the conbi ned
teachi ngs of the references woul d have suggested to those of
ordinary skill in the art. 1In re Young, 927 F.2d 588, 591, 18
USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F. 2d
413, 425, 208 USPQ 871, 881 (CCPA 1981)°. Moreover, in eval u-
ating such references it is proper to take into account not
only the specific teachings of the references but also the

i nferences which one skilled in the art would reasonably be
expected to draw therefrom (In re Preda, 401 F.2d 825, 826, 159
USPQ 342, 344 (CCPA 1968)), and all of the disclosures in a

ref erence nust be evaluated for what they fairly teach one

°® More specifically, as stated by the court in Keller, 642
F.2d at 425, 208 USPQ at 881:

The test for obviousness is not whether the features
of a secondary reference may be bodily incorporated
into the structure of the primary reference; nor is
it that the clained invention nust be expressly
suggested in any one or all of the references.

Rat her, the test is what the conbi ned teachi ngs of
the references woul d have suggested to those of
ordinary skill in the art.
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having ordinary skill in the art (In re Boe, 355 F.2d 961, 965,
148 USPQ 507, 510 (CCPA 1966)).

Keiji appears to teach all the subject nmatter set forth in
clainms 45-47 with the exception that (1) the non-ferrous shot
material in Keiji is blasted by netal shot having a hardness
greater than the non-ferrous shot material, rather than being
bl asted agai nst a netal body having a netal hardness at | east
equal to that of the non-ferrous shot material as set forth in
claim45 and (2) recovering and re-blasting the non-ferrous
shot material as set forth in claim46. Straub, however
teaches that the fatigue strength of shot material may be
i ncreased (see the abstract) by accelerating the shot materi al
agai nst a target nenber 24 which has a hardness equal to or
greater than the hardness of the shot naterial (see col. 5,
lines 4-7). Although the illustrated accel erati ng neans of
Straub relies on the force of gravity, Straub expressly teaches
that the accelerating neans may be a conpressed air nozzle (see
col. 4, line 41). Straub also teaches that the shot materi al
may be recovered and re-blasted (see the paragraph bridging
colums 4 and 5). Taken as a whole, Keiji and Straub teach

that (a) blasting shot material wth netal shot having a
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har dness greater than the shot material and (b) blasting shot
mat eri al agai nst a body having a hardness at |east equal to
that of the shot naterial are art-recognized alternatives for

I nproving the properties of shot material. This being the
case, we are of the opinion that a conbi ned consi deration of
Keiji and Straub would have fairly suggested to the artisan to
bl ast the non-ferrous shot material of Keiji against a netal
body having a hardness at |east equal to that of the shot
material in view of the teachings of Straub.

The appel |l ant argues that "Keiji fails to disclose or
suggest a non-ferrous netal shot material” (reply brief, page
12). We are at a conplete loss to understand such a contention
since Keiji expressly teaches that the all oy powder consists of
(a) green conpacts of high hardness "WC' (i.e., tungsten
carbi de) and (b) a green conpact binder of "Co" (i.e., cobalt),
bot h of which are non-ferrous.

It is also the appellant's contention that Keiji teaches a
met hod of utilizing inpact forces for snoothing and increasing
the density of green conpacts rather than making surface-
har dened netal shot. Wiile Keiji does nmention that the surface

of the green conpact (i.e., binder of cobalt) is snoothed by
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the inpact force of the shot and the density of the green
conpacts (i.e., tungsten carbide) is increased, the powdered
alloy of Keiji is inpacted in order to increase the tenperature
above the recrystallization tenperature of the binder, just as
the appellant's powdered alloy is inpacted in order to increase
the tenperature "at least to the recrystallization tenperature
of the binding agent" (see, e.g., claim47). Accordingly,
there is a sound basis to conclude that Keiji's nethod
i nherently fornms surface-hardened netal shot as clai nmed.
Wiere, as here, there is a sound basis to believe that the
critical function may, in fact, be an inherent characteristic
of the relied-on reference, it is incunbent upon an appel | ant
to prove that the relied on reference does not in fact possess
the characteristics relied on. See, e.g., In re Spada, 911
F.2d 705, 708, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) and In re
Best, 562 F.2d 1252, 1254-55, 195 USPQ 430, 433 (CCPA 1977).
The appel l ant al so notes on page 12 of the reply brief
that "Keiji sinply references the recrystallization tenperature
of a binder, and not that of a non-ferrous netal shot

material." There is, however, no claimlimtati on which
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requires all of the shot material to be heated "to or above"
the recrystallization tenperature. Note dependent claim47

whi ch sets forth that the powdered alloy conprises a plurality
of green conpacts, one of which is a binding agent, and that
the tenperature of the binding agent is increased to at | east
the recrystallization tenperature.

Fromthe recitations in this dependent claim it is readily
apparent that there is no intent upon the part of the appellant
that all of shot nmaterial in parent claim45 be heated to or

above the recrystallization tenperature.

In sunmary:

The rejection of claim42 under 35 U S.C. § 112, second
par agraph, is affirned.

The rejection of clains 34 and 45-47 under 35 U S.C. 8§
103(a) as being upantentable over Keiji is reversed.

A new rejection of clainms 45-47 under 35 U. S.C. § 103(a)
as being unpatentable over Keiji in view of Straub has been

made.
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In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CF.R § 1.196(b)(anended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53, 131, 53,197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122
(Cct. 21, 1997)). 37 CF.R 8 1.196(b) provides, “A new ground
of rejection shall not be considered final for purposes of
judicial review”

Regarding any affirmed rejection, 37 CF.R 8§ 1.197(b)
provi des:

(b) Appellant may file a single request for rehearing

within two nonths fromthe date of the original

deci sion .

37 CF.R 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the following two options with respect to the new ground
of rejection to avoid term nation of proceedings (37 CF. R
8§ 1.197(c)) as to the rejected cl ai ns:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.
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(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sane record. .

Shoul d the appellant elect to prosecute further before the
Primary Exam ner pursuant to 37 CF.R 8§ 1.196(b)(1), in order
to preserve the right to seek review under 35 U S.C. 8§ 141 or
145 with respect to the affirned rejection, the effective date
of the affirmance is deferred until conclusion of the
prosecuti on before the exam ner unless, as a nere incident to
the limted prosecution, the affirmed rejection is overcone.

If the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned to
the Board of Patent Appeals and Interferences for final action
on the affirmed rejection, including any tinely request for
reheari ng thereof.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CF. R 8§
1.136(a).

AFFI RVED- | N- PART
37 C.F.R § 1.196(b)
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