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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final
rejection of clains 1-20.

The subject matter on appeal is represented by claim
1,
set forth bel ow

1. A material for making a |ithographic printing
pl ate conprising on a glass support a surface capabl e of
being differentiated in ink accepting and ink repell ant
areas in accordance with an i mage pattern, wherein said
gl ass support has a thickness of not nore than 0.5 nm a
failure stress of nore than 4 x 10’ Pa and a Youngs’
modul us of not nore than 10" Pa.



Appeal No. 1999-0267
Appl ication 08/ 744, 268

The references relied upon by the exam ner as

evi dence of obvi ousness are:

M zuno et al. (M zuno) 4,046, 071 Sep. 6, 1977
Leenders 5, 378, 580 Jan. 3, 1995
Hauqui er et al. (Hauquier) 5,462, 833 Cct. 31, 1995
De Keyzer et al. (De Keyzer) 5,536,618 Jul. 16, 1996

Claims 1, 3, 4, 10, 11, 15, 16 and 18 stand rejected
under 35 U. S.C. 8 103 as being obvious over M zuno.
Clainms 2, 5-9 and 12-20 stand rejected under 35
U S. C
8 103 as being obvious over Mzuno in view of Leenders,

Hauqui er, and De Keyzer.

OPI NI ON

For the reasons set forth in the brief and reply
brief, and bel ow, we reverse each of the above-noted
rejections.

|. Claiminterpretation

The preanble of appellants’ claim1l recites "[a]
material for making a lithographic printing plate
conprising on a glass support a surface capable of being
differentiated in ink accepting and ink repell ant areas
in accordance with an inmage pattern”

We first note that claiml1l is drawn to a product.
The | anguage in italics, shown above, appears to be a
met hod or process of use limtation of the product being
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claimed, and we note that such a limtation has no
significance in a product claim Cf. In re Wggins, 397
F.2d 356, 359 n.4, 158 USPQ 199, 201-202 n.4 (CCPA 1968).

In the case of In re Wggins, the court noted that a

conposition would not appear to be different in any

mat eri al manner fromthe conposition of appellants’
claims no matter to what ultinmate use it would be put.

Id. Here, we find that appellants’ claim1l is a product
claimdirected to a material conprising, on a glass
support, a surface capable of being differentiated in ink
accepting and i nk repellant areas in accordance with an

i mge pattern, wherein the glass support has a particul ar
t hi ckness, a particular failure stress value, and a
particul ar Youngs’ nodul us val ue.

In light of In re Wggins, we see no patentable

significance in the proposed use to which appellants’

clainmed material will be put, e.g., "for naking a
i thographic printing plate". The intended use does not
make the material new and patentable. 1n re Thuau, 135

F.2d 344,347, 57 USPQ 324, 325-26 (CCPA 1943).

Hence, we interpret claim1l as a product claim
directed to a material conprising, on a glass support, a
surface capable of being differentiated in ink accepting
and ink repellant areas in accordance with an i mage
pattern, wherein the glass support has the particularly
claimed thickness, failure stress value, and Youngs’
nodul us value. In our analysis of the art rejections,

set forth below, we apply this interpretation of claim1.

1. The rejection under 35 U.S.C. 8§ 103 over M zuno
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Appel I ants argue that M zuno discl oses glass as a
support, but not for a lithographic plate. Appellants
further argue that commercial glass can have different
values for the failure stress. Appellants point out that
their clainmed invention requires a failure stress of nore
than 4 x 10’ Pa, whereas M zuno provi des no guidance in
this regard. (Brief, page 7).

Appel l ants further argue that when glass is thinner
than 1.2 mm it is possible to supply the glass on a
roll, and thus the glass can be unwound and coated as a
web in a continuous coating machi ne. Appellants state
that this is particularly the case when the gl ass support
has a Youngs’ nodulus equal to or |lower than 10 x 10 Pa.
(Brief, page 8). Appellants point out that nothing in
the reference to M zuno would have | ed one skilled in the
art to their particularly clainmed glass support in this
regard. (Brief, page 9).

The exam ner argues that the failure stress val ue
and Youngs’ nodulus value is inherent to the gl ass
support of M zuno. (Answer, page 4). The exam ner also
states that it woul d have been obvious to have used
appel lants' particularly clained glass support because
such a gl ass support "has been known and comercially
avai l abl e". (Answer, page 6).

Wth regard to the exam ner's comments concerning
i nherency, we note that when an exam ner relies upon a
t heory of inherency, “the exam ner nust provide a basis
in fact and/or technical reasoning to reasonably support
the determ nation that the allegedly inherent
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characteristic necessarily flows fromthe teachi ngs of
the applied prior art.” Ex parte Levy, 17 USPQd 1461,
1464 (Bd. Pat.App.Int. 1990). "lInherency may not be

establi shed by probabilities or possibilities. The nere

fact that a certain thing may result froma given set of

circunstances is not sufficient.” Ex parte Skinner, 2
UusPQ2d 1788, 1789 (Bd.Pat.App.Int. 1986). Here, we find

t hat the exam ner has not provided the required evidence

or technical reasoning, but, rather has inproperly relied
upon the possibility that the glass in M zuno has the
claimed failure stress values and Youngs’ nodul us val ues.
Wth regard to the exam ner's coments on
obvi ousness, we find that the exam ner has not provided
an expl anati on of why one of ordinary skill in the art
woul d have chosen appellants' clainmed gl ass support and
surface, having the particularly clainmd conbination of
properties. |t appears that the examner's position is
t hat because such a gl ass support is available in the
mar ket pl ace, then it woul d have been obvi ous to have
selected it. However, the exam ner has not shown that
the selection is so limted such that a choice would have
been obvious. That is, a nyriad of glass supports nay be
avail abl e, and the exam ner has not explained why it
woul d have been obvious to have sel ected appellant's
particul arly clainmed glass support fromthe nyriad of
choices that are possibly available in the nmarketpl ace.
On the record before us, we cannot find facts that show
the selection is limted. W also cannot find facts that

woul d have notivated the skilled arti san to have made
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such a selection. Hence, we find that the exam ner has
not met his burden required for a prima facie case.

Accordingly, we reverse the rejection of claims 1,
3, 4, 10, 11, 15, 16 and 18 under 35 U.S.C. § 103 as

bei ng obvi ous over M zuno.

I11. The rejection of the clains under 35 U.S.C. § 103
over M zuno in view of Leenders, Hauquier and De

Keyzer

Appel l ants sinply state that since these rejected
claims are dependent upon clains which are patentable for
the reasons given with regard to the previously nentioned
art rejection, these clains are also patentable. (Brief,
page 9). The exanm ner argues that the printing plate
taught in M zuno includes the use in a lithographic
press. (Answer, pages 5-7).

As we noted above, our focus is on the glass support
and surface, and the recited properties set forth in
appellants' claiml1l. 1In this context, we find that the
exam ner has not provided a technical explanation of why
one of ordinary skill in the art would have been led to
have chosen a gl ass support and surface having the
conbi nati on of properties as clainmed by appell ants.

On page 6 of the answer, the exam ner discusses that
Leenders recogni zes that any support can be used in a
lithographic printing plate as long as the support is
sufficiently oleophilic. Again, we refer to our
af orementioned interpretation of claim1, and in this
context, we find that Leenders does not provide a

t eachi ng whi ch woul d have notivated the skilled artisan
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to have sel ected appellants' particularly clainmed
mat eri al having the recited properties.

Hence, we al so reverse the rejection of clains 2, 5-
9 and 12-20 under 35 USC 103 as bei ng unpat ent abl e over

M zuno in view of Leenders, Hauquier, and De Keyzer.

| V. Concl usi on

Each of the art rejections is reversed.
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No tine period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

REVERSED

Charles F. Warren )
Adm ni strative Patent Judge )

PATENT Peter F. Kratz )
Adm ni strative Patent Judge ) APPEALS AND

| NTERFERENCES

N N N N N

Beverly A. Paw i kowski
Adm ni strative Patent Judge )

BAP/ cam
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