The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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ON BRI EF

Before JERRY SM TH, DI XON, and GROSS, Adninistrative Patent Judges.

GROSS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clains 1 through 23, which are all of the clains
pending in this application.

Appel lants' invention relates to a portable conputer with a
renovabl e transl ati on board coupled to a graphics controller for
receiving video information of a first signal type and outputting
to a display video information of a second signal type. Caim1l
is illustrative of the clainmed invention, and it reads as
foll ows:

1. A conput er conpri sing:

a processor;
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a graphics controller coupled to said processor for
outputting video information defined using a first signal type;

a transl ati on board renovably coupled to said graphics
controller for receiving said video information defined using
said first signal type and outputting video information defined
using a second signal type; and

a display coupled to said translation board for receiving
said video information defined using said second signal type.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Shah 5, 406, 199 Apr. 11, 1995
Koeni g 5, 559, 448 Sep. 24, 1996
(filed Apr. 07, 1995)
Sakoda et al. (Sakoda) 5, 559, 954 Sep. 24, 1996
(filed Mar. 29, 1995)
Rei nhar dt 5, 598, 565 Jan. 28, 1997

(filed Dec. 29, 1993)

Clainms 1, 2, 4 through 10, and 23 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Sakoda in view of
Shah.

Clainms 3, 11, and 14 through 16 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Sakoda in view of Shah
and Koeni g.

Clains 12, 13, and 17 through 22 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Sakoda in view of
Shah, Koeni g, and Rei nhardt.

Ref erence is made to the Exam ner's Answer (Paper No. 15,
mai | ed Decenber 17, 1998) for the exami ner's conplete reasoning

in support of the rejections, and to appellants' Brief (Paper
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No. 14, filed Novenber 30, 1998) and Reply Brief (Paper No. 17,
filed February 25, 1999) for appellants' argunents thereagainst.
OPI NI ON

We have carefully considered the clains, the applied prior
art references, and the respective positions articul ated by
appel l ants and the exam ner. As a consequence of our review, we
wi Il reverse the obviousness rejections of clainms 1 through 23.

| ndependent clainms 1, 9, and 23 each recite a translation
board renovably coupled to a graphics controller. The exam ner
asserts (Answer, page 4) that it would have been obvious to apply
the renovabl e transl ation board taught by Shah to the nulti-
format frame buffer of Sakoda's display "so that it can be
setting the characteristic of a video signal supplied to a high
resol ution video display nonitor which is responsive to a signa
generate [sic] by the TTL logic that uniquely identifiers [sic]
the video display nonitor's capabilities.” Appellants argue
(Brief, page 10):

One skilled in the art would not | ook at Shah's

paddl e card (36') containing circuitry (52') for signa

| ogic level translation which may be substituted for

one of the paddle cards (36), when it is necessary to

translate the logic |level of certain signals (having
nothing to do with a display or graphics controller)
passi ng between the testing nmachine (13) and the

circuit board (12), (bi-directional signal passing),

and determ ne that a paddle card (36), having |ogic

| evel translation (and which in Shah is installed

bet ween a channel card 44 and a transl ator nenber 16)
coul d somehow be installed in Sakoda's apparat us
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bet ween di splay controller 37 and di splay nonitor 30,

with or without the inproper hindsight provided by

Applicants' disclosure. There is no notivation in the

art for such a conbination, and even if there were, the

resulting conbi ned device woul d not operate as

suggest ed by the exam ner.

We agree with appellants.

In rejecting clains under 35 U.S.C. § 103, it is incunbent
upon the exam ner to provide a reason why one having ordinary
skill in the pertinent art would have been led to nodify the
prior art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or
know edge generally available to one having ordinary skill in the
art. Uniroyal, Inc. v. Rudkin-Wley, 837 F.2d 1044, 1052, 5
USPd 1434, 1438 (Fed. G r.1988), cert. denied, 488 U S. 825
(1988). These showi ngs by the exam ner are an essential part of
complying with the burden of presenting a prima facie case of
obvi ousness. Note In re Qetiker, 977 F.2d 1443, 1445, 24 USPQd
1443, 1444 (Fed. Cir. 1992). In the absence of such show ngs,
any conbi nati on of references cannot be considered as bei ng based
on anything other than inperm ssible hindsight.

The exami ner has failed to provide any such teaching or
suggestion fromthe prior art. W find no suggestion in Shah or

Sakoda, which has nothing to do with a display, as to why Shah's

renovabl e translation board for translating signals between a
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testing machine and a circuit board woul d have been useful or
desirable for translating pixel formats for display in Sakoda's
conmputer system Furthernore, if the determ nation of pixe
formats in Sakoda were renoved, the display would not function.
Therefore, we find that the exam ner has failed to establish a
prima facie case of obviousness. Consequently, we cannot sustain
the rejection of independent clains 1, 9, and 23, and their
dependents, clains 2, 4 through 8, and 10.

| ndependent cl aim 14, and dependent clains 3, 11, 15, and
16, each recite a translation board renovably coupled to a
graphics controller and also the particular type of signals (LVDS
signals) output by the translation board. The exam ner adds
Koenig to the primary conbination for a teaching of LVDS signals.
However, Koenig fails to cure the deficiencies of Sakoda and
Shah. Accordingly, we cannot sustain the rejection of clains 3,
11, and 14 through 16.

As to clains 12, 13, and 17 through 22, the exam ner adds
Rei nhardt to Sakoda, Shah, and Koenig. However, Reinhardt adds
not hi ng regarding the shortcom ngs of the primary conbination.
Consequently, we will not sustain the rejection of clains 12, 13,

and 17 through 22.
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CONCLUSI ON

The decision of the exam ner rejecting clains 1 through 23
under 35 U.S.C. § 103 is reversed.
REVERSED

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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