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Judges.
NASE, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 32 through 37, which are all of the clains

pending in this application.

W REVERSE.

! Application for patent filed Cctober 7, 1991.
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BACKGROUND

The appellant's invention relates to an inproved surface
for a tennis court. An understanding of the invention can be
derived froma reading of exenplary claim 32, which appears in

t he appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Heal y 1, 897, 801 Feb. 14, 1933
Grant et al. 4,045, 022 Aug. 30, 1977
(G ant)

Bourgin et al. 2,553, 0012 Apr. 12, 1985
(Bour gi n) (France)

Clainms 32 through 37 stand rejected under 35 U S.C. 8§
112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellant regards as the invention.

2 n determning the teachings of Bourgin, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.
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Clains 32 through 35 stand rejected under 35 U.S.C. § 103

as being unpatentable over Gant in view of Bourgin

Clainms 36 and 37 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentable over Gant in view of Bourgin as applied to

claim 32 and further in view of Healy.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections® we nake reference to the answer (Paper No. 19,
mai | ed Novenber 3, 1994) and the response to the reply brief
(Paper No. 21, mailed March 30, 1995) for the exam ner's
conpl ete reasoning in support of the rejections, and to the
brief (Paper No. 18, filed June 23, 1994) and reply brief
(Paper No. 20, filed January 3, 1995) for the appellant's

argunent s thereagai nst.

3 Since the other grounds of rejection set forth in the
final rejection (Paper No. 16, mailed January 26, 1994) were
not set forth in the exam ner's answer we assune that these
ot her grounds of rejection have been w thdrawn by the
exam ner. See Ex parte Enm 118 USPQ 180, 181 (Bd. App
1957).
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we nmake the

determ nati ons which foll ow

The i ndefiniteness rejection

W w il not sustain the rejection of clains 32 through 37

under 35 U. S.C. 8 112, second paragraph.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enployed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the

particul ar application disclosure as it would be interpreted
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by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the
i nvention sought to be patented can be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U . S.C. 8§ 112, second

par agraph, is inappropriate.

Thus, the failure to provide explicit antecedent basis
for ternms does not always render a claimindefinite. As
stated above, if the scope of a claimwould be reasonably

ascertai nable by those skilled in the art, then the claimis
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not indefinite. See Ex parte Porter, 25 USPQRd 1144, 1146

(Bd. Pat. App. & Inter. 1992).

Wth this as background, we anal yze the specific
rejections under 35 U . S.C. §8 112, second paragraph, nade by
t he exam ner of the clainms on appeal. The exam ner determ ned
(answer, p. 3) that (1) in claim32, there is no antecedent
basis for "the front of the net,"” and (2) in claim37, it is
not clear as to what is nmeant by "traditional court markings

of which the identification nmeans correspond.”

We agree with the appellant's argunment (reply brief, pp.
2-3) that the specific ternms found objectionable by the
exam ner are not recited in clains 32 and 37. In that regard,
claim32 recites "the front by the net" not "the front of the

net" and claim 37 recites "the identifying nmeans further
i ncl udes markings corresponding to traditional court marks"
not "traditional court markings of which the identification

means correspond.”
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We al so agree wth the appellant's argunent (reply brief,
pp. 2-3) that the specific terns recited in clains 32 and 37
(i.e., "the front by the net" recited in claim32 and "t he
identifying means further includes markings corresponding to
traditional court marks" recited in claim37) would be clearly
understood by those skilled in the art. Accordingly, we
conclude that clainms are definite under the second paragraph

of 35 U S.C § 112.

For the reasons stated above, the decision of the
examner to reject clains 32 through 37 under 35 U.S.C. § 112,

second paragraph, is reversed.

The obvi ousness rejections
Upon eval uation of all the evidence before us, it is our
conclusion that the evidence adduced by the exam ner is

insufficient to establish a prinma facie case of obvi ousness.

Accordingly, we will not sustain the examner's rejection of

clainms 32 through 37 under 35 U.S.C. § 103.
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In rejecting clains under 35 U. S.C. § 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto nake the proposed conbi nati on or ot her

nmodi fi cati on. See Inre Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clained subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally available to one of

ordinary skill in the art that would have | ed that individua
to conbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based
on

8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention

fromthe prior art. The exam ner may not, because of doubt
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that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we analyze the prior art applied

by the examiner in the rejection of the clains on appeal.

Grant discloses a no-line tennis court. As shown in
Figure 1, the tennis court 10 includes a net 12, near
serve-receiving zones 14 and 16 are pignmented or col ored
differently
to define a single unidinmensional boundary line 18 (simlarly
serve-receiving zones 20 and 22 are differently colored), end
pl ay zones 24 and 26 can be identically colored as well as the
two doubl es zones 28 and 30. Gant teaches that wth a
m ni mum of four different colors, each zone is distinguishable
fromevery contiguous zone, and both hal ves of the court
appear the sanme when viewed fromthe other side of the net.

In Figure 2, the court surface can be seen to be defined by a
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nunber of strips of matting 32, which can be manufactured in
the desired colors and unrolled on the court. Gant further
teaches that the use of matting elimnates the need to paint
or otherw se color the court directly, and the mats coul d be

transported to different courts.

Bourgi n di scl oses an electrical grid board divided by a
net over which a ball is served as in tennis. As shown in
Figure 1, the playing area 1 is divided into two equal hal ves
by a net 4. Each half is divided into a grid of rows 2 and
colums 3. Bourgin teaches that the rows may be colored, the
serving zones being red and the front zones being green.

Using electronic circuitry connected to the rows 2 and col umms
3 and a series of playing cards, the player follows a gane of

strategy in returning the ball to the opposite court.

Wth respect to claim32 (the only independent claimon
appeal ), the exam ner determ ned (answer, pp. 3-4) that

[t]o utilize the teachings of BOURGA N to divide the court
of GRANT into a nunber of predeterm ned sectors would
have been consi dered obvious in view of the teachings of
BOURG@ N, since the greater the nunber of sectors would
require greater skill on the part of the practicing
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player to hit a ball into a selected sector, thus better
preparing the player for conpetitive play. The clainmed
nine (9) sectors is seen to be a nere design choice since
such woul d nmerely depend on the |evel of skill desired to
be obt ai ned.

The appel l ant argues that the applied prior art does not

suggest the clained subject matter. W agree.

Al'l the clainms under appeal require "neans for physically
identifying at | east one sector on one of said playing areas"
wherein a sector is defined as "one of nine areas for each
pl ayi ng area determ ned by dividing each playing area into
three equal |anes parallel to the net and into three equal
zones perpendicular to the net." It is our opinion that the
"means for physically identifying at | east one sector on one
of said playing areas" |limtation is not suggested by the
prior art as applied by the examner. |In that regard, it is
our view that the teachings of Bourgin would not have
suggested to one of ordinary skill in the art at the time the
i nvention was nmade any nodification to the tennis court of
Grant and thus would not have led an artisan to arrive at the

cl ai med i nventi on.
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In our view, the only suggestion for nodifying G ant in
t he manner proposed by the exam ner to neet the above-noted
[imtation stens from hindsi ght know edge derived fromthe
appel lant's own di sclosure. The use of such hindsight

know edge to support an obvi ousness rejection under 35 U.S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469

U S 851 (1984). It follows that we cannot sustain the

examner's rejections of clainms 32 through 37.*

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 32 through 37 under 35 U. S.C. § 112, second paragraph,
is reversed and the decision of the examner to reject clains

32 through 37 under 35 U.S.C. §8 103 is reversed.

* W have al so reviewed the reference to Healy
additionally applied in the rejection of clains 36 and 37 but
find nothing therein which makes up for the deficiencies of
Grant and Bourgi n di scussed above.
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REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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