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DECI SI ON ON APPEAL

1 Application for patent filed August 11, 1997, entitled
"Dat a Recordi ng Medi um and Record/ Pl ayback Apparatus Using the
Dat a Recordi ng Medium ™ which is a continuation of Application
08/ 562, 428, filed Novenmber 24, 1995, now abandoned, which
claims the foreign filing priority benefit under 35 U S. C
8 119 of Japanese Application 6-321602, filed
Novenber 30, 1994.
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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 1, 3, 5, 7, 9, 12, 13, 15, 16,
18, 19, and 21.

W reverse.

BACKGROUND

The di scl osed invention relates to a di sk-shaped data
recordi ng medi um and a recordi ng apparatus for recording
data on a di sk-shaped data recordi ng nmedi um

Claim1 is reproduced bel ow.

1. A disk-shaped data recordi ng nedi um on which an
anount of data is to be recorded, conprising:

at least a first and a second recording | ayers;

a first recording direction fromthe inner side to
the outer side of said nediumand a second recording
direction fromthe outer side to the inner side of said
medi um bei ng determ ned as directions for recording
dat a;

one of said first and second recording directions
bei ng used as the recording direction of said first
recordi ng | ayer;

the other of said first and second recording
di rections being used as the recording direction of
sai d second recording |ayer;

each of said recording |layers including a data
area in which data has a sector structure, and each
sector containing at |east a |ayer nunber for
identifying said first recording |ayer and said second
recordi ng |ayer; and
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wherein substantially one half of said anmount of
data to be recorded on said mediumis recorded to a
predeterm ned data area in said data area of said first
recording layer, said predeterm ned data area being
smal l er than said data area available for recording the
data, and the remainder of the data is recorded in said
data area of said second recording |layer such that a
start position of the data in one of said first and
second recording layers is substantially at the sane
radial position as a final position of the data in the
other of said first and second recording | ayers.
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The Examiner relies on the followng prior art:

Satoh et al. (Satoh) 5,428, 597 June 27, 1995
(filed January 12, 1994)
Best et al. (Best) 5,513,170 April 30, 1996

(effective filing date June 4, 1991)

Clains 1, 3, 5, 7, 9, 12, 13, 15, 16, 18, 19, and 21
stand rejected under 35 U. S.C. § 112, first paragraph, based
on a lack of witten description.

Caims 1, 3, 5, 7, 9, 12, 13, 15, 16, 18, 19, and 21
stand rejected under 35 U.S.C. 8§ 103(a) as being
unpat ent abl e over Best and Sat oh.

W refer to the Ofice action (Paper No. 16), the final
rejection (Paper No. 21), and the exam ner's answer (Paper

No. 26) (pages referred to as "EA

") for a statenent of the
Exam ner's position, and to the brief (Paper No. 25) (pages
referred to as "Br__") and the reply brief (Paper No. 27)
(pages referred to as "RBr _ ") for a statenent of

Appel I ants' argunents thereagai nst.
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CPI NI ON

G ouping of clains

The clains are grouped to stand or fall together (Br9).
Claim1l is analyzed as representative for each ground of

rejection.

35 U.S.C. 8 112, first paragraph, lack of witten

description

The rejection is based on the witten description
requi renent of 35 U S.C. § 112, first paragraph, not the
enabl ement requirenent as stated by Appellants (Brll: RBr2).
The witten description rejection under 35 U.S. C
§ 112, first paragraph, is used to reject when a claimis
anended to recite elenents thought to be w thout support in

the original disclosure. In re Rasmussen, 650 F.2d 1212,

1214-15, 211 USPQ 323, 326 (CCPA 1981). "Satisfaction of

t he description requirenent insures that subject matter
presented in the formof a claimsubsequent to the filing
date of the application was sufficiently disclosed at the
time of filing so that the prima facie date of invention can
fairly be held to be the filing date of the application.™

Vas-Cath, Inc. v. Mihurkar, 935 F.2d 1555, 1562,

- 5 -
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19 UPSQ2d 1111, 1115 (Fed. Cir. 1991), citing In re Smth,

481 F.2d 910, 914, 178 USPQ 620, 623 (CCPA 1973). "Although

the exact terns need not be used in haec verba, . . . the

specification nust contain an equival ent description of the

cl ai med subject matter.” Lockwood v. Anmerican Airlines, 107

F. 3d 1565, 1572, 41 USPQRd 1961, 1966 (Fed. Cir. 1997).
Witten description is a question of fact. Vas-Cath,
935 F.2d at 1563, 19 USPQR2d at 1116.

The Exam ner finds a |ack of witten description in the
specification for the limtation "said predeterm ned data
area being smaller than said data area avail able for
recording the data" as recited in independent clainms 1, 5,

7, and 9.

Appel l ants point to portions of the specification which
descri be that the amount of data to be recorded is divided
into two substantially equal portions which are recorded to
the two recording |layers such that the final end of data
fromthe first layer and the start end of data fromthe
second | ayer are at approximately the same radial position
(Br11l). In this way, the divided data portions are recorded

to the recording | ayers al nost symretrically, regardl ess of
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the capacity of each recording layer (Brll). Because
program areas of respective |ayers coincide, sector
addresses at the sane radial position can be converted by a
si npl e XOR operation (Br1l).

The specification does not expressly state that one
hal f the anount of the data to be recorded, (the anmount of
data that fits in the predeterm ned data area), is snmaller
than the data area available for recording. However, the
description in the specification that the total anmount of
data to be recorded is calculated and the pickup is turned
back and noved to a | ower | ayer upon recording a half anount
of data (specification, p. 8, lines 7-13) inplies that one
hal f the data does not conpletely fill a |layer because it
does not describe recording to the end of the first |ayer.
Thus, we find that Appellants were in possession of
recording one half the data to be recorded to a
predeterm ned data area, "said predeterm ned data area being

smal l er than said data area avail able for recording the

data.” This limtation nmeans that data is not recorded to
conpletely fill the first recording |ayer with the renai nder
recorded on the next layer. It is, of course, possible in
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sonme cases that one half the anbunt of data to be recorded
exactly fills the data area available for recording on a
| ayer; this situation is excluded by the cl ains.

The rejection of clains 1, 3, 5, 7, 9, 12, 13, 15, 16,

18, 19, and 21 under 8§ 112, first paragraph, is reversed.

35 U.S.C. 8§ 103(a)

Appel  ants nmake four main argunents.

First, Appellants argue that Best describes arrangenent
of non-data tracking marks and does not describe data
portions arranged in the sane manner as the tracking marks
(Br16).

The Exam ner responds that it is notoriously well known
that the tracking tracks on the disk are representative of
the data tracks as shown in Figs. 3A-3D of Best (EA6).

Appel l ants' argunment is without nmerit. The tracking
mar ks are used to keep the |ight beamon track (col. 6,
lines 15-16). Focus, tracking, and data signals are derived
fromthe beam fromthe optical head (col. 8, lines 58-67),
shown as beam 144 in Fig. 3A. Data is recorded on | and 134
bet ween tracki ng grooves 132 and on | and 138 between inverse
tracki ng grooves 136 (raised ridges) (Fig. 3A) (col. 6,

- 8 -
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lines 16-19). It is clear that the data |ands 134, 138 are
arranged in exactly the sane manner as the tracki ng narks
(the grooves or inverse grooves) because they are
interleaved with the tracking marks. Thus, Best's
statenents with respect to the tracking marks (col. 6,
lines 41-56) apply equally to data tracks.

Second, Appellants argue that Best does not nention
recordi ng substantially half the data to be recorded in the
data area of the first recording area (Brl6). As to the
Exam ner's assertion that half the data would be recorded on
each recording |ayer (Paper No. 16, pp. 2-3), Appellants
argue that Best nowhere teaches or suggests recording half
the data on the first recording | ayer, and the Exam ner
gratui tously assunmes such fact (Br18).

The Exam ner responds by first interpreting the claim
[imtation (EA6):

The exam ner interprets the limtation "substantially

one half of the anmount of data to be recorded on the

mediumin [sic, is] recorded to a predeterm ned data
area in the data area of the first recording |ayer"” as

a multi layer disc to record data therein, wherein said

data is divided between the first [ayer and the second

| ayer because the first layer in [sic] not sufficient

to record the whole data on said first |ayer so that
the remai nder of the data that could not be recorded on
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the first layer is recorded on the second | ayer of the
di sk.

It is not understood why the Examiner interprets the
[imtation, because the claimis clear on its face: one
hal f of the data to be recorded is recorded on the first
recording |layer and the remai nder of the data (the other
half) is recorded on the second recording |ayer. The claim
[imtation of recording substantially one half the data to
the first recording |ayer says nothing about the size of the
data relative to the capacity of the recording |layer. Thus,
the Examiner errs in interpreting the limtation to nean
that the first recording layer is not sufficient to record
t he whol e amobunt of data. The data to be recorded could be
| ess than the data capacity of a recording layer; the claim
requires the data to be divided between the two recording
| ayers even though it could be recorded on one side. The
data to be recorded could be greater than the data capacity
of one recording layer and | ess than the data capacity of
both | ayers together, but this has nothing to do with
dividing the data in half.

The Exam ner finds that Best teaches recording data on
a first layer and then continuously on a second | ayer,

- 10 -
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"[t]herefore recording part of the data on the first |ayer,
and the remaining part on the second |layer is present in the
reference as shown in colum 6 |ines 42-56" (EA6-7).

Thi s reasoni ng does not address the claimlimtation.
It is possible to record part of the data on the first |ayer
and the remai nder of the data on the second | ayer w thout
recording half of the data on each recording |ayer. Best
does not describe how data is distributed when recorded and,
t hus, Best does not teach or suggest recording half the data
in each recording layer. The limtation of recording half
the data in each recording |ayer, coupled with the |ater
limtation of the end and start positions being at
substantially the same radial position, nmeans that program
areas of respective layers coincide so that sector addresses
at the same radial position can be converted by a sinple XOR
operation. The Exam ner has failed to establish a prim
faci e case of obviousness as to the limtation of recording
hal f the data on each recording |ayer

Third, Appellants argue that the Exam ner has ignored

the feature of the predeterm ned data area of the first
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recording |layer area being smaller than the data area
avail abl e for recording the data (Br16).

It appears that the Examiner ignores this limtation in
t he obvi ousness rejection because of the 35 U S.C. § 112,
first paragraph, witten description rejection. This
rejection has been reversed and, thus, the limtation nust
be addressed.

The Iimtation of "one half of said amount of data to
be recorded on said nediumis recorded to a predeterm ned
data area in said data area of said first recording |ayer
sai d predeterm ned data area being smaller than said data
area avail able for recording the data" requires that one
half of the data to be recorded is |l ess than the capacity of
the data area of the first recording layer. This limtation
di stingui shes over recording data until the first recording
layer is filled and then recording the remainder on the
second recording |layer. Best does not describe how data is
di stri buted when recorded and, thus, Best does not teach or
suggest recording half the data in a predeterm ned data area
which is smaller than the data area of the first recording

| ayer. Accordingly, the Examiner has failed to establish a

- 12 -
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prima facie case of obviousness as to this additional

[imtation.

Fourth, Appellants argue that neither Best nor Satoh
teaches the imtation that the start position of the data
in one of the recording layers is substantially at the sane
radi al position as a final position of the data in the other
recording layer (Brl7).

The Exam ner's position is (EAS):

[ Best] shows a nmulti |ayer disk wherein the |ayer|[s]

al ternate between cl ockwi se and counter cl ockw se

(therefore the starting position on the first |ayer

have [sic, has] the same radial position as that of the

finishing position of the second layer), in order to
continuously record a data anmount (novie) on the first
and second | ayers neeting applicant's clainmed invention

as cited in colum 6 lines 42-56.

See also Paper No. 8, pp. 2-3 ("[Best] also recites that

where one spiral track ends the other spiral track begins .

M)
Best discloses (col. 6, |lines 44-56):
[ T]he spiral pattern . . . may alternate between

cl ockwi se and counter-cl ockw se spiral patterns on
consecutive data layers. This alternating spira
pattern may be preferable for certain applications,

such as storage of video data, novies for exanple,
where continuous tracking of data is desired. |In such
a case, the beamtracks the clockw se spiral pattern
inward on the first data surface until the spiral
pattern ends near the inner dianeter, and then the beam

- 138 -
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is refocused on the second data surface directly bel ow

and then the beamtracks the counter-clockw se spiral

pattern outward until the outer dianmeter is reached.

We find that this description of "continuous tracking
of data" inforns one of ordinary skill that the start
position of the data on the second data surface is at
substantially the same radial position as the final position
of the data on the first data surface because only
refocusing on the second data surface (i.e., a focus junp)
is required to go to the second data surface when the first
data surface ends. Tracking would not be continuous if the
system had to hunt for the beginning of the second data
surface at a greater or lesser radius fromthe end of the
first data surface. Appellants do not address this teaching
of Best.

For the reasons discussed above, we find that Best does
not teach or suggest the limtations of: (1) "substantially
one half of said anpbunt of data to be recorded on said
mediumis recorded to a predeterm ned data area in said data
area of said first recording layer . . . and the remai nder

of the data is recorded in said data area of said second

recording layer"; and (2) "said predeterm ned data area

- 14 -
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being smaller than said data area avail able for recording
the data." Therefore, the rejection of clains 1, 3, 5, 7,
9, 12, 13, 15, 16, 18, 19, and 21 under 35 U . S.C. 8§ 103(a)
IS reversed.

CONCLUSI ON

The rejections of clains 1, 3, 5, 7, 9, 12, 13, 15, 16,

18, 19, and 21 are reversed.

REVERSED
LEE E. BARRETT )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF
PATENT
JOSEPH L. DI XON ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ANI TA PELLMAN GROSS )
Adm ni strative Patent Judge )
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