The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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Before JERRY SM TH, LALL and DI XON, Admi ni strative Patent
Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 25-34, which
constitute all the clains remaining in the application. An
amendnent after final rejection was filed on Cctober 23, 1998
and was entered by the exam ner.

The disclosed invention pertains to the field of
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magneti ¢ head suspensions for supporting a nmagnetic head at a
fixed distance froma rigid arm Mre particularly, the
invention relates to a unitary flexure and | oad beam f or ned
froma single sheet of naterial.

Representative claim25 is reproduced as foll ows:

25. In a magnetic head suspension for supporting a
magneti c head at a fixed distance froma rigid arm a unitary
fl exure and | oad beam formed froma single sheet of material,
sai d suspensi on conpri sing:

a. a spring |load beam el enent portion joined to the
armat a proximl end thereof; and

b. a flexure portion projecting beyond a distal apex
of the spring | oad beam el enent portion, the flexure portion
being divided into a central head nounting support neans
having an arcuate perineter for receiving a disk drive head to
be bonded t hereto;

a first plurality of arcuate slots in a surface of the
fl exure portion around substantially an entire perinmeter of
t he support neans with exception of two ginbal support pivots
al i gned on opposite sides of the support neans to define a
first set of arcuate flexible arns for ginbal supporting the
support neans about a first rotational axis of the support
means; and

a second plurality of arcuate slots in the surface of
the flexure portion around substantially the entire perineter
of the support nmeans and around the first plurality of arcuate
slots with exception of two ginbal support pivots aligned on
opposite sides of the support neans to define a second set of
arcuate flexible arns for ginbal supporting the support neans
about a second rotational axis of the support nmeans which is
angularly offset fromthe first rotational axis;
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wherein the first set of flexible arns includes a
partially thinned region having reduced material thickness to
reduce the spring rate of the first set of flexible arns, the
mat eri al thickness being neasured in a direction perpendicul ar
to the first rotational axis and the second rotational axis.
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The exam ner relies on the follow ng references:

Hi gashi yama 4, 389, 688 June 21, 1983
Yurmmura et al. (Yunura) 5,079, 660 Jan. 07, 1992
Ariga JP 60-167172 Aug. 30, 1985

Clainms 25-34 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Hi gashiyama in
vi ew of Ariga and Yunura.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in

rebuttal set forth in the exam ner’s answer.
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It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clainms 25-34. Accordingly, we reverse.

Appel I ants have indicated that for purposes of this
appeal the claims will all stand or fall together as a single
group [brief, page 7]. Consistent with this indication
appel l ants have nade no separate argunents with respect to any
of the clainms on appeal. Accordingly, all the clains before

us will stand or fall together. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983).
In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been

5
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led to
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nodi fy the prior art or to conbine prior art references to
arrive at the clained invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary

skill in the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

denied, 488 U. S. 825 (1988); Ashland QI, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664

(Fed. GCr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case wi th argunent

and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

7
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Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

Only those argunents
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actual ly made by appel |l ants have been considered in this
deci sion. Argunents which appellants coul d have nade but
chose not to nake in the brief have not been considered [see
37 CFR
§ 1.192(a)].

The exam ner cites Higashiyama as teaching the clained
i nvention except that H gashi yana does not show a one piece
| oad beam and fl exure along with arnms which have been thinned
in a direction perpendicular to the transverse and
| ongitudinal directions. Ariga is cited as teaching a one
pi ece | oad beam and flexure. The examner finds that it would
have been obvious to make the flexure and | oad beam of
Hi gashi yana as a one piece integral unit as taught by Ariga.
Yummura is cited for teaching a ginbal in which the arns have
been thinned in the wwdth direction of the ginbal. The
exam ner finds that it would have been obvious to thin the
arnms of Higashiyama as taught by Yunura to reduce the
torsional rigidity of the ginbal. Although Yunura does not
teach the thinning of material in the height direction as
claimed, the exam ner finds that there is no unobvious result
in thinning the ginbal arns in the height direction over that

9
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of thinning the ginbal arns in the wdth direction [answer,

pages 3-4].

10
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Appel l ants argue that there is no notivation for
conmbi ning the teachings of the applied prior art because the
artisan would not | ook to references which disclose T-type
flexures in an attenpt to produce the integral flexure and
| oad beam of the clained invention. Appellants al so argue
that the conbinati on proposed by the exam ner woul d i nproperly
destroy the intended function of H gashiyama. Finally,
appel l ants argue that the thinning of ginbal arns in the width
direction as suggested by Yunura does not evidence the
obvi ousness of the clained invention which thins ginbal arns
in the height direction [brief, pages 9-15]. The exam ner
di sagrees with each of these argunents [answer, pages 5-7].

Al t hough appellants’ first two argunents above do not
convince us that the rejection is in error, we do find the
third argunent to be convincing that the rejection is not
supported by the evidence on this record. As pointed out by
appel lants and admtted by the exam ner, Yunura thins ginbal
arnms in the width direction rather than in the height
direction as clainmed. The examner’s position is tantanount
to saying that a given amount of material can obviously be

removed froma ginbal without regard to where this material is

11
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taken from In this art, however, each physical change in the
suspensi on assenbly results in a plurality of effects on the
overal |l operation of the assenbly. The artisan nust consider
each of these effects on the assenbly when naking a

nodi fication to a known assenbly. The exam ner’s finding that
a thinning of arns in the height direction wuld have been
obvious in view of the thinning of arms in the width direction
i s based on nothing nore than pure speculation that no
differences would result fromsuch a nodification. Even if
this conjecture by the exam ner were proven to be true, which
has not happened, the exam ner has still failed to explain why
the arti san woul d have been notivated to nake this change so
as to arrive at the clainmed invention. The fact that an

equi val ent result could be achieved in a proposed nodification

does not meke the nodification obvious unless the prior art
suggests the desirability of this nodification. There is no
suggestion in the applied prior art to thin ginbal arns in the

hei ght direction as set forth in each of the clains on appeal.
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For the reasons discussed above, we do not sustain the
examner’s rejection of the clains on appeal. Therefore, the

deci sion of the exam ner rejecting clainms 25-34 is reversed.

REVERSED

JOSEPH L. DI XON
Adm ni strative Patent Judge

)
JERRY SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
PARSHOTAM S. LALL )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)
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