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Dance has requested reconsideration and nodification
of various aspects of our FINAL DECI SI ON AND JUDGVENT UNDER 37
CFR 8§ 1.658(a), mailed June 20, 2000 (hereinafter, Decision).
Seifert opposes the request in all respects. For the
foll ow ng reasons, Dance's request for nodification of the
Decision is denied in all respects.

A. Dance's alleged diligence and actual reduction to practice

In the Decision at 11-15, we held that Dance's and
Denni s' decl arations and exhibits establish conception of the
subject matter of the count as of October 9, 1989, prior to
Seifert's February 2, 1990, filing date, but fail to prove
diligence during the critical period running fromjust before
Seifert's filing date (considered to be the date of Seifert's
entry in the field for the purpose of evaluating Dance's
priority case) up to Dance's Septenber 18, 1990, filing date
(Decision at 15-16). As evidence of diligence, Dance relied
on the description in Dance's declaration of the preparation
of a nunber of docunents prepared during the critical period

(Dance Decl. at JR® 17-18, § 10). W held this testinony

8 Junior party Dance's record.
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insufficient to prove diligence because "[n]one of these
docunents have been introduced into evidence, |let alone with
aut henticating testinony by soneone other than Dance.
Furthernore, the preparation of these docunents is not

corroborated by Dennis or anyone el se."

(Decision at 17.) Dance argues that

the sequence of acts listed in the Dance

Decl aration, since they are nowhere rebutted, nust
be taken as established for purposes of this
proceeding. Cearly, to the extent corroboration is
needed, the filing date of the Dance application is
corroborated. Since Seifert in no way chall enged
the sufficiency of the assertions of the Dance

Decl aration on any basis[,] the Board is asked to
recogni ze that diligence, to the extent it is
needed, has been established as not having been
objected to or otherw se disproved by Seifert.

[ Request at 3.]

Thi s argunment places the burden of proof on the wong party.

It is Dance, as the party seeking to establish a date of
invention prior to Seifert's filing date, who bears the burden
of proving diligence, 37 CFR § 1.657(a) and § 1.657(b), which

| i ke conception nust be corroborated. Price v. Synsek, 988

F.2d 1187, 1196, 26 USPQ2d 1031, 1038 (Fed. Cir. 1993).
Seifert was not required prior to filing his brief to identify

the perceived weaknesses in Dance's priority evidence, with
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t he exception of objecting under 8 1.672(c) to its

adm ssibility* if he intended to | ater nove under 8§ 1.656(h)
to suppress it on that ground. As Seifert filed no such
notion, he was not required to file a 8 1.672(c) objection.
Seifert's contention that Dance's testinony about the

docunents cited as proof of diligence |acks

corroboration does not raise an adm ssibility issue and thus
need not have been noticed by way of an objection under

8§ 1.672(c). Also, the admissibility of the docunents

t hensel ves was never at issue, because they were not included
I n Dance's record.

Dance alternatively argues that a show ng of
diligence is unnecessary because the drawi ngs which we held
are sufficient to prove conception as of COctober 9, 1989, are
al so sufficient to establish an actual reduction to practice
as of that date in accordance with Dance's prelimnary
statenment, which asserts that the invention was actually

reduced to practice on or before March 15, 1990 (Request at 2-

4 Admissibility is governed by the Federal Rul es of
Evi dence, which are made applicable to interference proceedi ngs by
8§ 1.671(hb).
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3). Dance's reliance on the prelimnary statenment is inproper
because it is not evidence. 37 CFR § 1.629(e). Furthernore,
the contention that the evidence establishes an actua
reduction to practice fails because this evidence does not
establish that (1) prior to Seifert's filing date, Dance
constructed an enbodi nent that nmet every el enent of the
interference count and (2) this enbodi nent operated for its

I nt ended purpose. Eaton v. Evans, 204 F.3d 1094, 1097,

53 USPQ2d 1696, 1698 (Fed. Cir. 2000).

B. The tineliness of Dance's notion to strike the initia
rei ssue decl arations of Seifert, Downey, and Shank

At pages 31-33 of the Decision, we held that Dance
has not shown good cause under 8 1.645(b) for waiting five and
one-half nonths after the oral hearing to file the notion to
strike the initial reissue declarations of Seifert, Downey,
and Shank on the ground that they contain inadm ssible hearsay
due to absence of a supporting declaration by Seifert's
counsel, M. Bookstein. W treated this notion as a notion to
suppress evi dence under 8 1.656(h), which specifies that such
a notion is due with the noving party's opening brief.

Dance's argunent that the notion should be considered tinely

because "it was only fromand after that October 14, 1999[,]
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hearing date that it was absolutely clear that no further
declaration from Attorney Bookstein would ever be submtted"
(Motion at 4) was rejected on the ground that "Dance knew as
of the due date for his opening brief, which was subsequent to
the close of Seifert's testinony period, that no Bookstein
decl aration had been filed" (Decision at 33). Dance now
argues (Request at 3-4) that
[t]he rules nmust not be that unanbi guous on
the point of when it is absolutely clear
that such a declaration would not be
forthcom ng because, as is noted by the
Board on the top of page 31 from Seifert's
brief, apparently with approval[:]
[] No supporting declaration was filed
by Bookstein, although Seifert's brief
for final hearing states that "shoul d
it becone necessary or desirable to do
so, such a declaration can and wll be
furni shed[."]
Qur observation that Seifert's brief included an offer to file
a Bookstein declaration was not intended to inply prospective
approval of that offer. This should be apparent fromthe fact
that the offer was nentioned in the sunmary of the background
facts of Dance's 8§ 1.633(a) notion for judgnent under

35 U S.C 8§ 251 (Decision at 28-31) rather than in the

di scussion of Dance's notion to strike (id. at 31-36). Al of
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the evidence on which Seifert intends to rely to denonstrate
conpliance with 35 U.S.C. 8§ 251 was due with the opposition to

Dance's 37 CFR § 1.633(a) notion. See lrikura v. Petersen,

18 USPQ2d 1362, 1368 (Bd. Pat. App. & Int. 1990) ("A good
faith effort nust be nade to submt evidence to support a
prelimnary notion or opposition when the evidence is

avai l able. Olikasa v. Qonishi, [10 USPQ2d 1996, 2000 n.12

(Commr Pats. & Trademarks 1989)].") Further- nore, in Paper
No. 54% (at 12) the Administrative Patent Judge advised the
parties that any new evidence submtted in connection with

previously filed notions "nmay be submtted with respect to

such notions only upon a showing (8 1.635) that the evidence
was unavail abl e when the correspondi ng noti on, opposition or
reply was filed. Such a notion nust be filed at | east 10 days
prior to the end of that party's relevant testinony period."
As no Bookstein declaration was filed by the end of Seifert's
testinmony period (with or without an acconpanying 8 1.635

notion), Dance's notion to strike was due with his opening

> "ADDI TION OF SEI FERT CLAIM 1; SCHEDULE FOR § 1.640(b)
STATEMENTS, TESTI MONY, RECORDS AND BRI EFS," nuail ed Novenber 15,
1996.
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brief, as specified in 8 1.656(h). This is not altered by the
fact that Seifert's brief, which was filed after Dance's
opening brief, contains the offer to submt a Bookstein
decl arati on.
C. Dance's jurisdictional argunent

At pages 33-35 of the Decision, we rejected Dance's
alternative argunent that his belated notion to strike the
initial Seifert, Downey, and Shank rei ssue declarations should
be consi dered because "it goes fundanentally to the Patent and
Trademark OFfice jurisdiction with respect to this
interference. But for the existence of the reissue proceedi ng
whi ch party Dance has now denonstrated was defectively
granted, the Patent and Trademark O fice had no subject matter

jurisdiction to adjudicate this interference.” (Mtion at 5.)°

Dance does not take issue with our holding that we
have jurisdiction over the interference if it was "properly

decl ared" under 35 U S.C. § 135(a), in support of which

¢ Al though not noted in the Decision, we should point out
that Dance's reasons for making this jurisdictional argunent are
unclear; if we lack jurisdiction over this interference, we al so
| ack the authority to enter judgnment against Seifert's reissue
clainms for unpatentability under 35 U S.C. § 251.

- 8 -
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proposition we cited In re Gartside, 203 F.3d 1305, 53 USPQd

1769 (Fed. Cir. 2000), and Guinn v. Kopf, 96 F.3d 1419, 40

UsPQ2d 1157 (Fed. Gr. 1996), cert. denied, 520 U.S. 1210

(1997) (Decision at 33). Grtside held that junior party
Forgac's amendnent canceling all of his clains involved in the
interference styled as "Forgac v. Gartside" did not divest the
Board of jurisdiction over that interference and thus over
Gartside's involved clainms. 203 F.3d at 1316-18, 53 USPQ2d at
1776-78. Likew se, Quinn held that GQuinn's statutory

di sclainmer of his single claiminvolved in the interference
did not divest the Board of jurisdiction over the interference
and that claim 96 F.3d at 1421-22, 40 USPQ2d at 1159-60.
Furthernore, as we explained in the Decision at pages 33-
35, the interference was "properly decl ared"” under

8§ 135(a) in accordance with Perkins v. Kwon, 886 F.2d 325,

327 & n.2, 12 USP2d 1308, 1309-10 & n.2 (Fed. Cr. 1989),
because (1) Seifert's reissue application was a "pendi ng
application"” under 37 CFR 8 1.601(i) at the time the

decl aration notice was mailed and (2) the exam ner, prior to
declaration of the interference, had determ ned that Seifert's

now i nvol ved
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rei ssue application clains 31-35 are all owable. Dance has not
expl ai ned why the interference was not "properly declared” in
accordance with Perkins and why Seifert's alleged failure to
comply with 35 U.S.C. §8 251, if proved (it has not been),
should lead to a different result on the jurisdiction issue
than was reached in Gartside and Guinn.~

For the foregoing reasons, we remain of the view
that Seifert's failure to conply with the requirenents of 35
US C 8§ 251, if proved, would result in the entry of judgnent
against Seifert's reissue clains for unpatentability on that
ground rather than a holding that we |ack subject matter
jurisdiction over the interference.
D. Dance's "new matter" argunent

At pages 40-47 of the Decision, we rejected Dance's
argunment that the omssion from Seifert's reissue clains of
the extension wire limtations recited in the original patent
clainms constitutes "new matter" in contravention of the 35

US.C. 8§ 251 (Dance's opening brief at 15). W treated this

7 See also Gustavsson v. Valentini, 25 USP@@d 1401, 1406-07
(Bd. Pat. App. & Int. 1991), wherein the Board rejected
Gustavsson's argunent that Valentini's admitted failure to conply
with 35 U S . C. 8 135(b) rendered the interference void ab initio.
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"new matter" argunent as based on the requirenent of § 251

that the reissue

clainms be directed to "the invention disclosed in the origina

patent” and, citing Hester Indus. Inc. v. Stein Inc., 142 F. 3d

1472, 1484, 46 USPQ2d 1641, 1651 (Fed. Cr.), cert. denied,

525 U. S. 947 (1998), noted that this inquiry is anal ogous to
the witten description requirenent of 35 U S.C. 8§ 112, first
par agraph (Decision at 40). After analyzing the facts in the
present case in accordance with the principles set forth in

CGCentry Gallery, Inc. v. Berkline Corp., 134 F.3d 1473,

45 USPQ@d 1498 (Fed. Cir. 1998), which held that the

di scl osure of Gentry's patent (i.e., Sproule patent No.

5,062, 244) did not provide 8 112, first paragraph, witten
description support for the broadened anended claim we
concluded that Seifert's original disclosure provides witten
description support for Seifert's broadened reissue clains.
Dance argues that our decision is incorrect because it ignores

U S. Indus. Chens. Co. v. Carbide & Carbon Chens. Corp., 315

U S 668, 678 (1941); Russell v. Dodge, 93 U S. 460, 463

(1876); Pattee Plow Co. v. Kingman, 129 U. S. 294, 299 (1888);
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and Ballew v. Watson, 129 USPQ 48, 49-50 (D.C. Gr 1961),

cited in Dance's opening brief at 16, which are characterized
i n Dance's request for reconsideration (at 5) as "stand[i ng]
for the principle that renoval of |anguage fromthe

specification [sic, clainms] introduces 'new matter' and is

contrary to the reissue statute.” This is not a fair
characterization of the holdings in these cases, which we
understand to nean that reissue clainms nmay not be broadened to
omt features described as essential in the original patent.
For exanple, while Dance's opening brief (at 16) correctly

quotes U.S. Indus., the nost recent of the cited Suprene Court

cases, as stating that

[t]his court has uniformy held that the
om ssion froma reissue patent of one of
the steps or elenments prescribed in the
original, thus broadening the clains to
cover a new and different conbination
renders the reissue void, even though the
result attained is the sane as that brought
about by following the process clained in
the original patent.

(enphasi s added) 315 U.S. at 678, the phrase "prescribed in
the original"™ nmust be read in conjunction with the Court's

hol ding that "[wje think it plain that the reissue omtted a
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step in the process which was descri bed and cl ai ned as
essential in the original patent." 315 U S. at 677.8
Li kewi se, in Ballew the District of Colunbia Court of Appeals

held that "we have no basis

for characterizing as clearly erroneous the finding of the
District Court that the clains in the reissue application
omtted essential elenents of the original patent and were
drawn to an invention different fromthat intended to be
secured by the original patent." 129 USPQ at 50. For the
reasons given in the Decision at pages 40-47, we remain of the
view that the artisan woul d not have understood the extension
wire feature to be an essential part of Seifert's invention.
E. Dance's "recapture rule" argunent

Dance contends our conclusion (Decision at 49) that
Seifert made no argunent during prosecution which anpbunts to a

surrender of the invention recited in the reissue clains,

& W should also point out that in contrast to current
35 U.S.C. 8 251, which requires that the reissue clains be "for
the invention disclosed in the original patent," the reissue
statute involved in US. Indus., i.e., 35 U S C. 8§ 46, required
that the reissue clains be for the "same invention." Hester,
142 F.2d at 1485, 46 USP@d at 1651; In re Anps, 953 F.2d 613, 619
n.2, 21 USPQd 1271, 1275 n.2 (Fed. Cir. 1991).

- 13 -
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Hester at 1481, 46 USPQ2d at 1648, is erroneous because
"Seifert made three very strident argunents in its Amendnent
dated February 4, 1991 which distinguish [the clainms fron] the
prior art based upon the required presence of the Extension
Wre Structure” (Request at 6). W do not agree that the
argunments made in that anmendnent, which were discussed at
pages 49-50 of the Decision (wherein it was identified as the

amendnent received February 19,
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1991), can fairly be characterized as strident argunents based
on the extension wire limtations.
For the foregoing reasons, Dance's request for

nodi fi cati on of our Decision is DEN ED

)
)
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