IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF PENNSYLVANIA
Johnston Division

True Value Company, Civil Action No, 3
Plaintiff,
vs. Case 3:08-cv-00217-KRG  Document1  Filed 09/04/2008 Page1ofd
COMPLAINT

A, Lloyd Steele, Inc. d/bfa
Steele True Value HomeCenter,
™ Ry g5 d5be
97 977017 48b% 22

Defendant.
P TIRTY]

E. NATURE OF THE CASE

This is a ease involving breach of a contract, federal trademark infringement and
unfair competition, arising from the unanthorized and continued use of Plaintiff True Valuc
Company's marks, including the TRUE VALUE name, Defendant’s use not only
constitutes 8 breach.of contract, but also a violation of the Lanham Act's provisions on
mfringement. Defendant has acted with willful and peglipent disregard for Plaintiff's
trademark rights.

In this action, Plaintiff seeks an Order enjoining Defendant from use of the TRUE
VALUE mark and enjoining Defendant from use of any Company-owned trademark, along
with: relief in the form of money damages.

II. JURISDICTHMN AND VENUE

1. Jurisdiction is proper under 28 U.S.C. §§ 1331, 1338 and 15 U.S.C. § 1121,

2. Venue is proper in this Court under 28 U.S.C. § 1391(b).

3. The True Value Company, formerly known as the TruServ Corporation, is a

cooperative corporation arganized under the laws of Delaware, with a principal place of




business at 8600 W. Bryn Mawr Avenue, Chicago, [llinois $0631-3505. The True Value
Company is engaged in inlerstate commerce with the wholesale purchase and distribution
of gands on behalf of its approximately 6,000 member-sharehotders, each of whom operate
& retatl store or stores in various loeations throughout the United States under a variety of
retail identities, including the TRUE VALUE mark. The True Value Company, formetly
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known as the TruServ Corporation, is the name of the corporate entity which resulted from
the merger between Servistar Coast to Coast Corporation and Cotver & Company. Cotter
& Company was & Delaware corporation, and Servistar Coast to Coast Corporation was a
Pennsylvania corporation which entered into an Agreement and Pian of Merger under
Delaware laws, The name of the surviving corporation was Cotter & Comparly which was
at the time changed to TruServ Corporation. The Certificate of Merger was effective July
1, 1997, The name TruServ Corperation was changed effective December 31, 2004 1o the
True Value Company.

4, A. Lioyd Steele, Inc. d/b/a Steele True Value HomeCenter is located at 518
South Market Street, Martinsburg, Pennsylvania 16662,

V. FACTUAL ALLEGATIONS

5. This Complaint is based on Plaintiff's trademark rights in its TRUE VALUE
mark, which is the subject of protection by virtue of at least three U.S. registrations,
bearing United States Tradernatk Registration Nos. 977,017 and 2,669,361 and 2,669,362
and is used, smong other things, in connection with retail hardware store poods and
services offered at Plaintiffs member stores.

6. The TRUE VALUE mark is incontestable,
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7. Plaintifl's predecessor first adopted the TRUE VALUE mark in 1954 and
the mark has been in continueus use, without interruption, since that date.

;8 With many retail operations in many states, the TRUE VALUE trademark
has been used nattonwide and is widely known.

9. The True Value Company entered into 2 Membership Agreement with the
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defendant which provided that Plaintiff's trademarks could be vsed and displayed during
the term af membership but that the defendant would not obiain any proprietary rights in
PlamtifF's trademarks, and that the defendant would discontinue the use of Plaintiff’s
trademarks and remove at them at his expense within thirty-days of membership
termination. The Membership Agreement is atlached as Exhibit A.

10. Ag of August 16, 2007, the defendant’s membership was terminated.

11, The storefront, notwithstanding teemination of the Membership Agresment
and expiration af the 30-day grace period for sipn removal, vontinues to display signage
bearing the TRUE VALUE trademark. Attached as Exhibit B is a depiction of the
storefront.

V. CLAIMS

Breach of Contract - Membership Asreement

12, Plaintiff realleges and incorporates by reference each and every allegation in
Paragraphs 1-11 as set forth fully herein,

13. 'The Membership Agreement provides that the member will nol obtain
any proprietary right in Company trademarks, and that at the termination of the

Agreement, use of ali trademarks shall be ceased at member expense. See Exhibit A,
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i4. Since termination, the defendant-store as continued vnauthorized use of
Plaintiif's vademarks, which constitutes breach of the Membership Apresment,
15, Plainiiff has been, and continues (o be, damaged by this continning and

unlawful use of the TRUE VALUE mark in breach of the Membership Agreement.

Violation of 15 U.8.C, §1125(a) - Lanham Act § 43 clition
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16, Plaintiff realleges and incarparates by reference each and every allegation in
Paragraphs 1-15 as though fully set forth herein,

17. The defendant is using the TRUE VALUE mark in commerce.

18. The defendant is using the TRUE VALUE mark in connection with goods
and services.

19, The defendant’s use of the TRUE VALUE mark is likely to canse confusion
or to cause mistake, or to deceive as to its affiliation, connection, or association with the
True Value hardware brand of stores and the True Value Company in violation af 15
W.B.C. § 1125(a).

20. Plaintiff has already suflered, and will conlinue to sulfer, immediate and
irreparable harm, as a result of Defendant’s use and willful infringement of the mark TRUE
VALUE.

Violation of 15 U.8.C, § 1114 - Federal Trademark Infringement

21. Plaintiif realieges and incorporales by reference each and every allegation in
Paragraphs 1-20 as though fully set forth herein.

22.  Plaintiff owns the federal registration for the mark TRUE VALUE.

23, Since termination of the Membership Agreement, the defendant has been

using the TRUE VALUE mark in conumerce without consent.



24, The defendant’s unanthorized and willful infringement of the mark is likely
to cause confusioi, or to cause a mistake, or to deceive in violation of 15 U.8.C. § 1114,
VI. PRAYER FOR RELIEF
WHEREFORE, Plaintiff prays for the following relief:

1. Permanenily enjoining the defendant from use and display of any Plaintiff-
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owned trademark, trade name or brand name, or any name or mark likely to cause
confusion with Plaintiff, including, but not limited to, the TRUE VALUE mark;
2. Making an award of all damages and items recoverable under 15 U.5.C.
§ 1117, including (i) Defendant's profits from use of the TRUE VALUE mark and diverted
sales, (i) Plaintiff's damages, (iii) the cost of this action, and (iv) treble damages;
3 Any other such equitable relief as this Court may see just to order.
Respectfully Submitted,

Dated: September 4, 2008 By: /s/Michacl I. Parrish, Jr,

Michael J. Parrish, Jr., Esquire

1. D. No, 74834

Ronald P. Carnevali, Jr., Esquire

1. D, No. 47733

SPENCE, CUSTER, SAYLOR, WOLFE &
ROSE, LLC

Past Office Dox 280

Johnstown, Pennsylvania [5907-0280

Telephone No, 814-336-0735

Telefacsimile No. 814-535-1423

Kristine M. Boylan, Esq.
MERCHANT & GOULD P.C.
3200 IDS Center

80 South Eighth Street
Minneapolis, MN 55402-2215
Telephone No. 612.332.5300
Telefacsimile No. 612.332-9081

Attorpeys for Plaintiff True Vatue Company



Qs e, N/

purgase of initioling the civil docket sheet, [SEEINSTRUCTIONS DH THE RLVIRSE OF THE FORM ]

CIVIL COVER SHEET

Thw: JS 44 civil caver shewet and the infarmation conlalned herein nefther repiace par supplemant 1he filing bnd service of pleadings or cther papers as teqgaired by faw, ¢xcept as
provided by locl rules of court, This form, approverd by 1he Judiclal Conference of the United States in Seplember 1974, is required for the use of the Clerk of Court for the

1.{3)

(%) Counky of Residence

PLAIWTIFFE True Value Company

Cook

of Firs Liswed

(EXCEPT [M 17 8. PLAINTIFF CASES)

© awomeys Michael J, P&rl’ish, Je., Esqui‘:Em:nm:ys

Spence, Custer, Gaylor, Wolfe & Rose LLC

P.0. Box 280, Johnstown, P% 51598551?“

( 81 i‘_)_ 5 BEWEMIJ!&& and ’i'clcphtm\'é Tarbery

pErENDanTs &. Lloyd Steele, Tne. d4/b/a

True Valwe Home Ceuter

County of Residence of Fist Lisked Defendant

Blair

{IN 125 FLANTIFF CASES (o4 Y]

NOTE: N LARD CONDEMNATION CASEY, WSE THE LUCATION OF THE LARD INVOLYID

ALOMREYS (I Kaown)

Filed-00/0442008—Fage-t-of 2

|1, BASIS OF JURISRHCTION [Piacuan " in One Box Onlyt IE. CITIZENSHIP QF FRINCIPAL PARTIES {Macyan™" O ne Box for Flabrif
1Far Chuessisy Cases Dbyt whd One Box dt CleRindang)
[T1 usGovernmen FX! Fedeel Quesim FTF o PTF OGF
Platariff {ULS. Gowmnment Mot & Pany) Chtizen of This S121e 1 Incos poeatad or Principal Placs
i = of Bersiness in This Sune M R
(2 US.Gowmmen {4 Pieaiy Chikyen of Ancthar Sam I el Inoarpasated end Princpal Phece s s
Dafentant . - ’ ’ ul Businest In Another State
{ndicate Gricenthipal Pactes in el
ﬂm;mﬂh 3 i3 FraekgnMation [ ]
IV. NATURE OF SUIT Placean " in Do Sox Only)
CONTRACT TOAYS FURFETURE/PENALTY PAMKELPICY (TIHERSTATUTES
: 110 Inmurnce PERSOMAL INJURY PERSONAL IN/URY  6LB Agristitac 472 Appeal THUSC 158 {400 State Resgyortiorment
T LT wrie F!—JLDAhlem {1352 oramal Ly - ", 520 Dkthes Food & Drug ™~ 471 Withdprwmd "
- L3 Ml Aey 3 315 Aimplone Produet " Med. Malpaeeres " 57Y Tingg Related Selzyr © 18USC 15T
¢ 8 163 Farsomnl Enjucy - of Froparty 21 LS BA1
F—; f;: :;s::::;zmm" [ 320 Asruat, Liel & r Product Liabifty " 630 Linper 1arve TROPT R
- | NEnaiamen ot Mg " Stancer [™% 368 Ashesios Pegonal " GORR & Trsk [, B10Comrighs !
r_ 151 Melae At r’{l‘!ll Federnl Emplnyan’ T Injury Precuer 64D Adriins Rage, {;%KJUI‘W S Eonum Drgangations
[} 102 ecovery of Ot < Uik Liabiity L 560 Geotrations] . i’:: 4HE Conevper Credit
* Stugenrioans [0 M s PERSONAL RAQPEATY T Saleyimeakh ﬁ;ﬂm‘rndmut : 41 Cable/Sat TV
(Faet, Veresans) [ 343 Musine Froduct 370 Other Framd 7 690 Ok BID Selective Servicn
1 153 Recovery ol Overpayment " Uabilhy 171 Taithin Landing AAROR SD0AL SECURTY - 850 SeruniurwCommrditics’
, o etetan's Benefis F TS0 M otor Velicle 180 Other Pl [ 730 P Labvr Shomtacer s oS | Bxchange
;160 §lodhol de” Suioy * 155 M otor Vehicle " Propeny Damaga oA 52 Black Lumg (523} {7 E73 Curtoones Chaltamga
" 190 Dther Conmt | Prodam Lubiliy [/ 7365 Progaty Duemgs 720 LahucMpmn. Relativhe " 863 DIW C/OIWW (L0S(g)) Lt
+ 19F Cantrest Iyodiel Luability l——;]iﬁ Qther Prrsanal T Product Labiky 730 Leban'Mgnt Reparng Y a4 =510 Bz Xvi + 590 Dther Smttlony Action
. §% Frnchine T Iy © &Duagesu A -BES ST (oM} (B 71 Aggicuim) At
TEAL FHOPERTY NI AIGHTS FRIGONER PRTITIGNG, 40 Rasbway Labur AL TAX  £92 Ecanunic Sabikmtion Act
315 Land Condeanmbiun 131 Vong, T 7 310 Mogon w Yuca * 700 Cther Labor Zidgation T 630 Tosea (U 5 PlintIT * F9? Eavisonaentad Mohen
} 720 Fareslon¥e r-'.'m Emgloyemt | Sentence PLCW Reltee, | O or Defehdani] * 104 Enagr Allaction Ach
i DI0ReAt Lio & Ejectment I_;"“ Fouring! Habras Corpus e Secuiky Ao [‘ A1 [RS-Thist Bany I8 Freodom of lnRnmtion
T 14D Tora (o Lanst 5 Accomimodaiions {77430 Gateral ©I6L5C J60D et
7 248 Tao Producr Liglity [ asawalrane :535 Doty Penally  monAppenl of Fee Demaniration
ANl Reck Fropey 1 7445 iy, wDisbilities - Fﬁ;sau Mesaburmas fc Other Leclw Equal Arcess
..... Emplymemnt r—"%su Civil Rights ) 10 Justich ) )
[ Amer, wikmgnes - e ) {77 454 Constinationolity of
nlier {_‘;5” friwg Conibon | SuteStaules
{940 Other Civil Righus
V. GRIGIN (Place an X" In [ne Kax Ocly] “ Teansferred from Multidistrice i‘pé:eaalf;:moumn
!X-] Qriginal Frz Rernoved from Z—-‘a Remanded from a Eggugﬁa_.ﬁ or r"'s another distriay r’ & | igation 7 Ma gistrale
L% Proceading -*" Stage Court i Appeliate Count . P (specify) s sudgment

Vi, CAUSE GF ACTION

Brief desesipiun of cause: Breach of a contract, federal tradewmark in§

Cile she W15, Civil Stabste wnder which yau are fifing (Do not cite jurisdictional statates uules diversity: 15 USC. Section 1125 (a).

ection I Eflr
Tingemet
4

dnd unfair -

VI, REQUESTELD IN

. CHECK TF THIS 15 A CLASS ACTION

! UMDER F.R.CP 23

DEMAND 5

CHECK YES anly if dervanded o complaint:

COMPLAINT: JURY BEMAND: f“ Yes Ix- Mo
Vil RELATED CASE(S} : '
IE ANY 15ee Instiucionsl: TNMGE DOCKET NUMBER
0ATT 9/4/08 stanarureor srromeevorneconn f 8 /Michael J. Parxish, Jr., Esquire
FUA DFFICE USEONLY
RECHIPTA AMCANT APPLYING [FP UDUE

MAG. UD3E
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IN THE LnTED STATES DISTRICT COURT FOR THE WESTERN DISTRICT OF PENNSYLVANIA
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3 JOHNSTOWN CALENDAR - If couse of oction nrose in the counties wf Bediord, Bluir, Cambria, Clearfield or
Somerset OR any plaintiff or defendant resides ip one of said counties.

3. Complete if on ERIE CALENDAR: I certify that the cause of action nrose in Coanty one
that the resides bn County.
4. Completo if on JOHNSTOWH CALENDAR: | certify thot the cause of notion aros in Blair County

Blair County.

resides in

and that the Defendant

PART B (You ame 1o check ONE of the foflowing)

T ’u This :ns;: is related to Number Jidge

2 K‘ This case iz not related o 2 pending or larmineted cuse.

DEFIMITIGNS OF RELATED CASES:

CIVIL: Civil cases nre deemed reluted when o cose Fled relnfes le property included in another suit or involvax the
sume igsues uf fust or it grows oot of the sanle tramsactions as aopiher suit or involves Lhe validity or infringemoent
of u potent involved in unather suft '

EMINENT DOMAIN: Cases in contiguous closely located groups and [n common ownarship groups which will
land themselves to consoiidation fortrial shall be deemed related.

HABEAS CORFUS & CIVIL RIGHTS: All habeas corpus petitions filed by the same individual shall be desmed
related. All pro sk Civil Rights actions by thesame individaal shall be deemed related,

PARTC
1. CNVIL CATEGORY {Place x in only applicable categary).

1 7 Antitrust and Securities Act Cases

2 [} Labar-Management Relativns

3 [T: Mabeastorpus

4, {7 CiilRighes

5. [X. Patent, Copyright, and Trademark

&. [~ Eminent Domain

I8 [T Al cther faderal question cases

B. r'* Al personal and property damagqe t_nrr <ases, including maritime, FELA, Joncs Act, Motar
" vehicle, produats liability, assault, dafamation, maficisus prosecuetion, and false arrest

2 ™ Insurance indemnity, contract and ather diversity cases.
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VA Qverpayment, Querpayment of Social Security, Enllsiment Overpayment {Army, Mavy, eic),
HUD Loans, GAQ Loans {Mlsc Types). Mongage Foreclosures, S.BA, Loans, Civil Penaltles and
Coal Mine Penalty and Reclamation Faes,)

I certify thar to the best of my knowledga the entries on this Case Designation Sheet are true and correct

DATE 9!{&,”08 ATTORNEY ATTDRNEY AT AW fS/MiCh&el J. Parrish, JI'., Esquire
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