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TO: Mail Stop § REPORT ON THE

"~ Director of the U5, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0O. Box 1453 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1458 TRANDEMARK
In Campliance witk 35 1.5.C. § 290 and/or 15 U.S.C. § 1136 you are hereby advised that a court action has been
filed in the U.S. District Coart NCWD | onthefollowing L1 Patentsor ¥ Trademarks:
]
DOCKE%GV 416 I DATE F%UOB [U.S DIS'FI"UCT COURT NCWD
PLAINTIFF FENDANT
Just Caffes, inc. Dilwarth Playhouse, Inc.
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

! [1 (?76?’/526 **See attached complaint™*
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In the abave—entitled case, the Ffollowing patent{s)/ tradeniark s} have been included:

DATE INCLUDED INCLUDED BY
[ Amendmera [} Answer [ Ceoss Bl {1 Dther Pleading
PATENT OR DATE OF PATENT . . .
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5

In the above—entitled rase, the following decision hias been rendered ar judgement issued:

DECISIONTUDGEMENT

Gk 5 GAPL T B ikl
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Copy 1—Upom imitiation nfaz:ﬁcm,uﬂ this copy te Director  Copy 3—Upon te:rminaﬁal , thail this copy to Director
Copy 2-tpon fling dorament adding patent(s), mail this copy to Directar  Copy 4—Case Hle copy
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UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRIC'{T OF NORTH CAROLINA
CHARLOTTE DIVISION

Case No.: 3:08-cv-416

JUST COFFEEL, INC., )
Plaintiff, %
V. % COMPLAINT

DILWORTH PLAYHOUSE, INC., }
Defendant. {

)

NATURE OF ACTION
1. PlaintifT Just Coffee, Inc. (“Plaintiff” or “Just Coffee™) brings this action

against Defendant Dilworth Playhouse, Inc. (“Defendant” or “Ditworth Playhouse™)
seeking mjunctive teliel and damages for Defendant’s trademark infringement in
violation of Section 32 of the Lanham Act, 15 U.S.C. § 1114, false designation of origin and
vafair competition in violation of Section [43(a)(1)(A) of the Lanham Act, 15 US.C. §
1125¢(a}1¥A), false or misleading description or representation of fact in violation of
Section 43(a}1(B) of the Lanham Act, 15 US.C. § 1125 1)(B), and for trademark
infringement, unfair competition, and unfair and deceptive trade practices in violation of the

statutory and comumon law of North Caroli

PARTIES AND JURISDICTION

J

2. Just Coffee is a corporaJlon organized and existing under the laws of

Norih Carolina, with its principal place of business in Charlotte, North Caroling.

ABTE-B5 1 B-YRED 05
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Upon information and belief,

organized and existing under the laws of No

business in Charlotte, North Carolina,

4.

subject to the jurisdiction ol this Court.

5.

[1338(b) and this Court’s supplemental jurisdict

Dilworth Playhouse is conductin

Jurisdictien is proper in this Co

2 FhgcdORaRD0Es FRagobi 37

Dilworth Playhouse is a corporation

rth Carolina, with its principal place of

g business within this jurisdiction and is

urt based on 28§ U.S.C. §§ 1331, 1338(a),

10T,

6. Venue is proper in this Coust based on 28 U.5.C. § 1391,
FACTUAL BACKGROUND
Facts Concerning Just Coffee and its Incontestable Trademarks
7. Just Coffee is a premtier regional provider of gourmet coffiees and related

coffee bar services and is well-known for pr
services., Currently, Just Coffee and its licens

bar services throughout North Carolina and in

8. Since March 19, 1996, Just (

registrations for the word mark “DILWOE

1,979,528 and for the design mark “DILW{
1,931,780 (collectively, the “Incontestable
the United States Patent and Trademark
Incontestable Tradcmarks are attached here

reference.

oviding quality coffee-related products und

ees operate fifteen establishments for coffee

South Carolina and Georgia.

offee is the owner of federal service mark

XTH COFFEE HOUSE,” Registration No.
DRTH COFFEE HOUSE,” Registration No.
[rademarks™. True and accurate copies of
Office certificates of registration for the

to as Exhibit A and incorporated herein by

4R28-1518-9R89.05
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9. Since at least as early as November of 1989, Just Coffes has wsed the

Incontestable Trademarks in commetce and inf connection with the provision of colfee

bar services.

10.  The incontestable Trademarks{have become inconiestable pursuant 1o

Section 15 of the Lanham Act, 15 U.S.C. § 1065, and therefore constitutes conclusive

cvidence of Just Coffee’s exclusive rights to use the Incontestable Trademarks in

cammection with coffee bar services pursuant to Section 33 of the Lanham Act, 15 U.s.C.

§ 1115(b).

11.  Just Coffee has cxpended substantial resources to advertise and promotc

its colfee bar services and other coffee-related preducts and services under the

Incontestable Trademarks. As a result, the Incontestable Trademarks have attained

substantial goodwill and have become exclusively assoctated with Just Coffee’s products

and services.

12, Io addition fo the Incontest
strong common law trademark rights throug
“DILWORTH” in connection with its high

services (the “Dilworth Trademarlk™).

ible Trademarks, Just Coffce has acquired
h its usc for over nineteen years of the mark

quality coffees and coffee-related goods and

13, Just Coffee acquired its common law rights in the Dilworth Trademark

and its commeon law rights and registrations

acts of the Defendant complained of herein,

in the Incontestable Trademarks prior to the

3 ABIE-85{8-5849.05




14, Just Coffee has expended a

HapgetdobiBr

great deal of time, effort and moncy in

comnection with the advertising and promotion If high quality goods and services offered

for sale and sold in connecton with the Dilworth Trademark and the Incontestable

Trademarks (hereinafter, collectively the “Trademarks™).

15.  Just Coffec’s growth and tremepdous sIccess are due in large part to the

public recognition of the high quality goods and serviees that Just Coffee provides under

the Trademarks.

16.  As a direct result of Just Coffee’s efforts, the peneral public associates the

Trademarks as identifying Just Coffee as the
and offered for sale under the Trademarks,

goods and services from produets and service

17.  The Trademarks are very valy

ingle spurce of the goods and services sold
The Trademarks distinguish Just Cotfee’s

g sold by others.

able assets of Just Coffee. The Trademarks

represent and embody the enviable teputation and very valuable goodwill of Just Coffee

among members of the trade and purchasing|public.

Facts Concerning Defendant’s Infringement of the Trademarks

18.  Dilworth Playhouse operates

an establishment that provides coffee bar

services and coffee-related products and services.

19.  Dilworth Playhouse is in copnmercial competition with Just Coffee.

20, Dilworth Playhouse promotes,

advertises, and transacts coffee bar services

under the marks “DILWORTH" and “DILWOJTH PLAYHOUSE” (collectively, the

“Infringing Marks™).

4

4828451 5988203
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21. The Infringing Marks being use(‘| by Dilworth Playhouse are identical or
substantially similar to the Trademarks, and the goods and services offered by Dilworth

Playhouse under the Infringing Marks are ideptical to the goods and services offered

under the Trademarks.

22. Bath Just Coffee and Dilworth [Playhouse advettise in the same manner,

offer their goods and services at similar prices, and share the same customer base. The

establishment operated by Dilworth Playhouse under the Infringing Marks is less than

two tmiles from a Dilworth Coffechouse location operated by tust CofTee.

23.  Dilworth Plavhouse's use of jlhe Infringing Marks in cennection with

coffee bar services is likely (o cause confusion, mistake or deception with respect (o the
origin of Dilworth Playhouse’s goods and services and Just Coffee’s goods and services,
including whether Dilworth Playhouse’s goods and services are sponsored or approved
by Just Coffee or whether there is an association between Dilworth Playhouse and Just

Cottee.

24,  Dilwarth Playhouse’s use of the Infringing Marks in connection with

coffee bar services has caused actual confusion, mistake or deception with respect to the

origin of Dilworth Playhouse's goods and services and Just Coffee’s goods and services.

, 25, This likelihood of confusicrn, mistake or deception has caused, and
continucs to cause, harm to Just Coffee’s reputation and goodwill and has damaged, is

]
E damaging and will continue to damage Just|Coffee.
|
|
]

5 432F-R3 1R-9489.05
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26.  Dilworth Mayhouse is fully aware of Just Coffee’s trademark rights in the

Registered Marks and the Dilworth Mark.

27. On July 27, 2006, Just Coffee, through its legal counsel, made a written

demand on Dilworth Plavhouse (the “Demand Letter™) to discontinue use of the
Trademarks or any mark confusingly simila.y thereto, including the meodification of
Defendant’s internet web site www dilworthplayhouse.com (the “Infringing Site™) so that
it 1s not connected with or referring to the salejor prometion of coffee and cofiee-related
goods and services. The Demand Letter additionally informed Dilworth Playhouse that

its infringing conduct had already resulted infat least several known instances of actual

consumer confusion between Dilworth Coffechouse and Dilworth Playhouse. A ttue and
accurate copy of the Demand Letter, withouttenclosures, is aftached hereto as Exhibit B

and incorporated herein by reference.

28.  Dilworth Playhouse’s responses to the Demand Letter and to follow-up

correspondence from Just Coffec dated |Scptember 21, 2006, October 26, 2006,

November 17, 2006, July 17, 2007 and September 27, 2007 have merely been a series of
misrepresentations and delaying actions' evidencing an unwillingness to cease
infringement of the Trademarks. A true and accurate of the comespondence, without
enclosures, s attached hereto as collective Exhibit C and incorporated herein by

reference.

29, On or about November of 2006, Dilworth Playhouse assured Just Coffee
that Dilworth Playhouse’s establishment would be changing location and operating under

a different name. This mistepresentation was renewed on or about July of 2007 when

& 48285 14-9889.05




Dilwarth Playhouse represented to Just Collee
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hat a contest had becn held to pick a new

operating name and that the winning name, “Petk at Southend,” had been selected.

30.

has net changed location, were changed to

Playhouse continues to advertise and market i

Marks. Dilworth Playhouse continues to own

Coffee’s repeated demands to change i so (i

Although signs outside of the I

Ditworth Playhouse establishment, which
omit reference to the Trademarks, Ditworth
s goods and services under the Infringing
ared operate the Infringing Site despite Just

hat it is not conrected with or referring to the

sale or promotion of coffee and coffee-related goods und services. Examples of such

demands are evidenced in the letter of July 2

of November 17, 2006, July 17, 2007 and

712006, zitached in Exhibit B, and the lstiers

S

eptember 27, 2007, included in Exhibit C.

Additionally, counsc! for Just Coffee contacted counsel for Dilworth Playhouse by phone

or email regarding its demands to cease and d

2006 until at least September 2007,

3t.  Ditworth Playhouse continue

the yellow pages of telephone directories. I

Playhonse Cafe” in the AT&T Yellow Pa

esist on numerous aceasiens from Augnst 9,

to advertise under the Infringing Marks in

ilworth Playhouse’s listing for the “Dilworth

ges of September 2008-09 appears directly

below listings for Just Coffee’s licensed est:
vellow pages listings is attached hereto

reference.,

32, Just Coffec has never |

Playhiouse to use the Trademarks.

ablishments. A true and accurate copy of the

as Expibit D and incorporated hercin by

censed or otherwise authorized Dilworth

AB2H-4518-YE8G.05
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33. Dilworth Playhouse's actions have caused actual confusion, mistake and

deception among the purchasing public.

34. Unless Dilworth Playhouse is enjoined from using the Infringing Marks,
or any confusingly similar mark, for coffee bar services and olher similar goods or
services, confusion, mistake and deception among the public and in the trade will
continue to oceur by reason of the similar nature of the marks and the goods and services
provided by Ditworth Playhouse and Just Coffee. Dilworth Playhouse’s acts and
omissions evidence an unwillingness to voluntarily cease infringcment of the

Trademarks.

335, Just Coffee has suffered damages from the confusion, mistake or

deception resulting from Dilworth Playhousefs use of the Infringing Marks and will
continue to suffer such damages unless Dilwolh Tlayhousc is enjoined and restrained by

the Court from using a mark identical to or confusingly similar to the Trademarks.

36. Additionally, Just Collee has suffered damage to its valuable reputation
and goodwill resulting from Dilworth Playhouse's nse of the Infringing Marks, and such
damages cannot be compensated by money damages. Accordingly, Just Coffee does not

have an adequate remedy at law.

37.  Just Coffee is likely to succeed on the merits of its claims. Any harm to

Dilworth Playhouse if injunctive reliel is gra
will continue to result to Just Coffee if injunc

would be served by the granting of injunctive

nted would be outweighed by the harra that
ive relief is not pranted. The public mterest

relief,

4K28-85 13-9889.05




COUNTI1

|
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Trademark Infringement

15U.8.C. §1

38,  Just Coffee realleges and inc

allegations as if fully stated herein.

39, The use by Dilworth Playhouse ¢

114(1)

orporates by reference the foregoing

fthe Infringing Marks in connection with

the sale, offering for sale, disiribution and advertising of coffee bar services is without

authorization from Just Coffee.

40.  This use of the Infringing Marks

in commercee is likely to cause confusion,

mistake or deception and, accordingly, constitutes trademark infringement,

41, Dibworth Playbouse’s use of the

Infringing Marks has been, and conlinues

to be, a knowing and willful trademark infringement.

42 Dilworth Playhouse’s acts conslitute a violation of 15 U.S.C. § 1114(}).

43, By reason of the acts of Dilworth Mayhouse as alleged herein, Just Coffce

has suffered, is suffering and will continue to

suffer irreparable harm unless Dilworth

Playhouse is restrained form continuing its wrongful acts as alleged herein.

44, Just Coffee has no adequate remedy at law.

COUNT 11
False Designation of Origin and Unfair Competition

I5G.S.C.§102

S(ay(1HA)

45.  Just Coffee realleges and |incorporates by reference the foregoing

allegations as if fully stated herein.

4528-8:18-9884.05
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46.  The use by Ditworth Playhouse ofithe Infringing Marks in connection with

coffee bar services is without authorization from{iust Coffes.

47, This vse of the Infringing Marks is likely 1o cause confusion, mistake or
deception among the relevant public as to solirce or origin of the parties’ goods and

SCIVICES,

48.  Dilworth Playhouse’s actions as|alleged herein constitute false designetion

of origin and untfair competition in violation off 15 U.S.C. § 1125(a).

49, Upon information and beliel] at least some of Dilworth Playhouse’s

actions have been with full knowledge of the false designation of origin and with the
intent to capitalize upon the goodwill associdted by the relevant consuming public with

the Incontestable Trademarks.

50. By reason of the acts of Dilworth Playhouse as alleged herein, Just Coffee
has suffered, is suffering and will continue to suffer izreparable harm unless Dilworth

Playhouse is restrained from continuing its wrongful acts as alleged herein,
51.  Just Coffee has no adequate remedy at law.

COUNT 11

False or Misleading Descrig"tion or Representation of Fact
15 1L.S.C, § 1125(a}(1¢B)

532, Just Coffee realleges and incorporates by reference the foregoing

atlegations as if fully stated herein.

10 JELE-BE18-UNE9.05
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53.  The advertising and promotional materials disseminated by Dilworth

Playhouse in the adverttsing, promotion and m
services contain false and misleading representat

misrepresent the nature, characteristics, qualities

services.

arketing of the Defendant’s goods and
1oms of Fact or descriptions of fact which

and origin of the Defendant’s goods and

54, The false and misteading advertising, promation and marketing acts by

Defendants have been and continue (o be taking

place in interstate commerce.

55.  Just Coffee belicves it has been and will be damaged by the false and

misleading advertising, promotion and marketing acts by Defendant.

56.  Dilworth Playbouse’s actions as

of origin and unfair competition in violation of]

alleged herein constitute falsc designation

15 U.S.C. § 1125().

57.  Upon information and belief, a

|t least some of Dilworth Playhouse’s false

and misleading advertising, promotion and marketing were made for the purposss of

influcncing consmmners to buy Defendant’s goods and services.

58. By reason of the acts of Dilworth Playhouse as alleged herzin, Just Coffec

has suffered, is suffering and will continue ji

o suffer itreparable harm unless Dilworth

Playhouse is restrained form continuing its wrongfu! acts as alleged herein.

59.  Just Coffee has no adequate remedy at law.

COUN

11V

Common Law Trademark Infringement and Unfair Competition
|

AB2H-H5 1B-94BD05
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60.  Just Coffee realleges and

allegations as if fully stated herein.

incerporates by reference the foregoing

61.  Dilworth Playhouse’s acts as described herein constitute trademsark

infringement and unfair competition under the commeon law of the State of North

Caralina.

2. By reason of the acts of Dilworth Playhouse as alleged herein, fust Coffes

has suffered, is suffering and will continue

tol suffer irreparable harm unless Dilworth

Playhouse is restrained form continuing its wrongful acts as alleged herein,

63.  Just Coffee has no adequate re

medy at law.

COUNI Y
Unfair or Deceptive[Trade Practices

N.C. Gen. Stat. § 75-1.1

64.  Just Cotfee realleges and

allegations as if fully stated herein.

65.  Dibworth Playhouse’s conduc
unfair methods of competition and/or unfay

meaning of Section 75-1.1 of the North Carol

incorporates by reference the foregoing

tlas set forth in this Complaint constitutes
§ 0T deceptive acts or practices within the

ma General Statutes.

66,  Dilworth Playhouse’s conduc‘t as sct forth in this Complaint is in or

affecting commerce within the meaning of N

67.  Dilworth Playhouse™s conduc

and continues o cause damage to Just Coftee.

C. Gen. Stat. § 75-1.1.

1 as sel {orth in this Complaint has caused

12 4B28.8:i1B-9BB.05




68. Just CofTes is entitled to recover from Dilworth Playhouse treble damages

pursuant o N.C. Gen, Stat, § 75-16.

69.  In addition, Just Coffee is entitle

rcasonable attorney fees pursuant 1o N.C. Gen. §

COUNT
Preliminary and Perm

1 to recover from Dilworth Playhouse its

tat. § 75-16.1.

VI
anent Injunction

70.  Just Coffec realleges and ing

allegations as it fully stated herein.

71.  The damages and igjuries cause

orporates by reference the foregoing

d to Just Coffee by 1eason of Dilworth

Playhonse’s violations of 15 U.S.C. § 1125(a)1)(A), 15 U.S.C. § 1N25(a)(1}B), M.C.

Gen. Siat. § 75 et seq. and the common law,

constitute damages and injuries that are

ongoing and for which there is not an adequatejremedy at law,

72. Dilworth Playhouse’s violations

of 15 US.C. § 1125(a)(1)(A}. 15 US.C.

§ 1125(a)(1)(B), N.C. Gen. Stat. § 75 et seq. and the comumon law are likely to coniinue

to cause confusion and mistake among other members of the relevant public if Dilwvorth

Playhouse is not preliminarily and permanenjy

enjoined from infiinging the Trademarks

and from falsely advertising, promoting and marketing Defendant’s goods and services.

73. By reason of the foregoing, Just Coffee is entitled to a preliminary and

permanent injunction prohibiting Dilworth Playhouse from using the Trademarks, the

Infringing Marks or any other names, designs o

r designations confusingly similar thereto

in identifying Defendant’s goods and services. Just Coffee is entitled to have the

preliminary and permanent injunction include p

13

rohibiting Dilworth Playhouse from using

4R28-R5 1 8-9889.05
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the Infringing Site in connection with the sale

goods and services.

ot promotion of coffec and coffee-related

WHEREFORE, for the foregoing reasons, Just Coffee prays that:

1. Dilworth Playhouse and its representatives, employees, and attorneys, and

those acting in concert or in parficipation with

permanently enjoined from:

Dilworth Playhouse be preliminarily and

(a) using the Infringing Marks and any other mark that is similar to the

Trademarks so as to be likely to cause confusion or mistake, or to deceive the

public; and

{b) any other conduct which would cause or is likely to cause

confusion, mistake, or misunderstandin
the Trademarks including, but not lim
comnection to the sale or promotion

services.;

2. Dilworth Playhouse be ordered

o in the minds of the public with regard to
ited to, the use of the Infringing Silc in

of coffee and coffee-retated goods and

to pay to Just Coffee all damages suffered

by Just Coffee as a result of the acts complained of hereir;

3. Dilwarth Playhouse be ordered to pay to Just Coffee ali profits made by it

using the Infringing Marks;

4, Dilworth Playhouse be ordered 1o pay to Just Coffee all statatory damages

as provided by law:;

4528-85 [R-9R89.05




(asse308cuv00d4 tenMAREDRK.  doommeahlZi:

FRisODI00RID0G8  FRage S506157

5. Dilworth Playhouse be ordered to pay Just Coffee all punitive, treble or

exemplary damages as provided by law, incly

pursuant to 15 US.C. § 1117 and as a result ol

Gen. Stat. § 75-1.1

6. Dilworth Playhouse be ordered t
incurred in the prosecution of this action, inclus

under and in accordance with {5 U.S5.C. § 1117

limited to, N.C. Gen. Stat. § 75-16.1; and

7. The Court grant such other and

JURY DEMAND

Just Coffee hereby demands trial by jug

ding treble damages and treble profits

Dilworth Mayhouse’s violation of N.C.

pay Just Coffee costs and disbursements

ling reasonable attorney fees, as provided

and Norih Carelina law including, but not

urther refiet as may be just and proper.

VMAND

v of all issues so triable,

Respectfully submitted this the gh day of September, 2008.

5

Alice Carmichact Richey

Alice Carmichael Richey

N.C. Bar # 13677

Eamel V. Mumford

N C. Bar # 35465

K&L GATES LLP

Hearst Tewer, 47% Floor

214 North Tryon Street

Charlotie, North Carolina 28202-4006
[Tetephone: T04-331-7400

Email:
Email:

alice dchevia@kloates . cam

dan.mumfordeiklivates.comt

lAttorneys for the Plaintiff’

4828551 8-0R80.05
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EXHIBIT

i

Int. C1.: 42

Prior VLS. Cls.: 100 and 101

Reg. No. 1,979,528
United States Patent and Trademark Office Rogisiored J..;e £, 1996

SERVICE MARK
PRINCIPAL REGISTER

DILWORTH COELFEE HOUSE

JUST COFPRE, INC. (NORTII CAROLINA COR- NO CLATM 1§ MADT TO THIL RXCLUSIVE
PORATKINY, DBA  DILWORTH  COFFUER RIGIT 1O USE "COFUEEL HOUSE | APART
HOUSHE UROM FIE MARK AS SHOWN,

12358 HAST BOULRVARD : Y et

CHARLOTTE, NC 2823 - | she A
FOR: COREHE BAR SERVICES, IN CLASS 42 SHR. MO, 74-669,212, FTLELY 12-15-1994.

(U8, CLS, 100 AND 101,
FIRST USE 1)-0-198%; 1N COMMIRCE FHORGH POLOGEORGS, HXAMINING AT-
11-0~-198%, TORNEY




Int, Cl: 42 o
Prior U.S. Cls.; 100 and 101

United States Patent and Tradi

(Beas Do d0846aWHETEK DoonmeshP422  FRddDODEEIA008 FHggel2 of 27

" Reg. No. 1,9'11 780
=mark Off'ce Reglstered Oct. 31, 1955

SERVICE

MARK

PRINCIPAL rlEGISTER

A &
CoffeeMouse

JUST COFFEE, INC. (NORTH CAROLINA COR-
PORATION), DBA DILWORTH COFFER
HOUSE

12138 BAST BOULEVARD

CHARLOTTE, NG 28203

FOR: COFFEE BAR SERVICES, IN CLASS 42
(LS, CLS. 100 AND 101}

FIRST USE 1§-0-1989%; IN COMMERCE
11-0-1989.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TC USE “HOUSE", APART FROM THE
MARI AS SHOWHN.

THE MARY. CONSISTS OF THE WORDS
“DILWORTH COFFEE HOUSE” AND DESIGN
OF A HOUSE AND FRAMEWORK.

SER. NO. 74-61 1,665, FILED 12-15-1094,

DAVID C REIHWNER, EXAMINING ATITOR-
NEY
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 Kowmady Covinglon

v
ATTORNEYS AT LaAW

Alice Carmichae] Richey
704.331.7500

T034.353.3200 {fx)
arichey@kennedycovington.com

July 27, 2006

Via Ceriified Mail Return Recgig‘t Requested

Ms. Sandra R. Courtney
Dilworth Playhouse, Inc.

1427 South Boulevard, Suite 103-
Charlotte, North Carolina 28203

RE:  Dilworth Coffechouse — Trademark Infringement
KCLH File No. 0019706.60001

Dear Ms. Courtney:

We represent Just Coffee, Inc. (“Just Coffee”). Since 1989, Just Coffee has sold gourmet -
. coffees under the trade name and trademark! “DILWORTH COFFEEHOQUSE” (the “Mark™).
Dilworth Coffechouse was the first gourmet ¢offee roaster and coffechouse in Charlotte, Notth
Carolina, and has reccived numerous awards |for its superior coffee products and services. To
date, fifteen tocations operate under the Mark, including several locations outside of Charlotte,
North Carolina. For your convenience, I have enclosed a list of the locations. You can also learn
more about Dilworth Coffeehouse through its website, www.dilwortheottee.com.

Just Coffee received from the United States Patent and Trademark Office on October 31,
1995, Federal Trademark Registration No. 1,931,780 for the word mark “DILWORTH COFFEE -
HOUSE" and design, and on June 11, 1996,(Federal Trademark Registration No. 1,979,528 for
the word mark “DILWORTH COFFEE HOUSE”. Both registered trademarks are incontestable
pursuant to 15 U.8.C. § 1065. In addition t(ﬁ its federal trademark registrations, Just Coffee has
acquired strong common law tradernark rights through its use for over 17 years of the mark
“DILWORTE in connection with its high—q_{xality coffees and coffee-related goods and services:
Just Coffee has expended large sums of mougay in connection with the advertising snd promotion
of such high quality goods and services, and the Mark is a very valuable asset of the company.

We understand ‘your company, Dilworth Playhouse, Inc., is using the marks
“DILWORTH” and “DILWORTH PLAYHOUSE” in connection with the sale and promotion of
coffse, We also understand you are operating your cstablishment in Charlotie’s SowthEnd
community less than two miles from the Dilworth Coffechouse located on East Boulevard. Your
use of “DILWORTH? in connection with the sale of coffee is an obvious attempt to benefit from
the goodwill and excellent reputation devei‘,‘oped under my client’s Mark. As result of your use
of similar marks for identical services, there have been several incidences of consumer confusion

31653601
L1B: CHARLOTTES

HEARST TSWER., 47tn FLOOR

KENNEDY COVINGTON LOBDELL & HICKMAN, LL.P. | wwokeanedyovingtoncom- 214 NORTI TRYOMNM SYREED
CHARIOFTE COLUMEIA RALEIGH RESEARCH TRIANGEE PAAK ROCK dILL tefephvae 704.331.7400 CHARLOTTE, NORTH CAROLINA 2820
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Dilworth Playhouse, Inc.
July 27, 2006
Page?2

between Dilworth Coffechouse and your compan

April in Charlotte, North Carclina, scveral
representatives that they saw or visited the
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v. For example, recently at the SCAA held this
attendees stated to Dilworth Coffechouse
Dilworth Coffechouse located in Charlotte’s

SouthEnd on Scuth Boulevard. Just Coffee does not have a Dilworth Coffechouse in SouthEnd.

When representatives inquired further, they lca.rf',l

Coffeehouse with your company. These are a

ed that the attendees had confused the Dilworth
few of the many examples of actual consumer

confusion documented by Just Coffee. Such confusion has caused and will continue to cause
harm to Dilworth Coffehouse’s sales, goodwill, and the reputation of its services,

The use of “DILWORTH” and “DILWORTH PLAYHOQUSE” by your company for

services identical to those of Just Coffee constithtes a violation of Just Coffee’s trademark rights

as owner of the Mark and constitutes trademark

infringement, false advertising and unfair trade

practices in violation of Section 32 and Section 43(a) of the Lanham Act. These actions have
caused and will continue 10 cause confusion,|mistake and deception in violation of the Act.
Additionally, these actions constitute unfair competition and violation of Just Coffee’s common

law trademark rights,

Accordingly, we demand thal you take fmmediate steps to discontinue any and ail uses of

the designation “DILWORTH” as a trademark,

or any mark confusingly similar thereto. This

includes discontinuing and withdrawing all| signage and promotional matetials which use

“DILWORTH” as a wademark and immediately modifying the website

www.dilworthplavhouse.com so that it is not in
or prototion of coffee and coffee-related goods

located at
any way connected with or referring to the sale
and services. Because your company conducts

business in Charlotte’s SouthEnd community, we suggest that you change your name to the

SouthEnd Playhouse.

in view of the seriousness of this matter,

including the scope of the infringing actions by

your company, we must ask that you advise us of your company’s intentions in this matter en or
before August 9, 2006. If we have not received a satisfactory response by that date, we shall

assume that your company has no interest in resolving this matter, and we shall advise our client

to proceed accordingly without farther notice to

you, including filing a civil action against your

company and any liable principals for an injunction and for all damages, inciuding lost profits,

statutory damages and attorneys’ fees.

Enclosure
ce: Donald Keen {(w/enclosure)

Sincerely,

i R

Alice Carmichael Richey
For the Firm

J16536.01
LiB: CHARLOTTE2
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ATTORNEY[S AT LAW

Allison G, Runge

704.331.7404
T04.3533104 (fax)
ATUNZE rovin com -

September 21, 2006

VIA FACSIMILE (516} 741-5842 AND US MAIL -

Lawrence T. Jones, Esg.
Jones and Jomes

1000 Franklin Avenue
Garden City, New York 11530

RE:  Just Coffeef Dilworth Playhouse
KCLH File No. 0019706.00001

Dear Mr. Jones:

Thank you for your retumn telephone call yesterday afternoon.

As I explained in out conversation, my client desires 1o resolve this matter amicably without
either party incurring litigation costs and intends to provide a reasonable period of time for Dilworth
Playhouse to convert to a new trade name.’ However, Just Coffes must soon have written assurance that
Dilworth Playhouse will tske steps to discontinue use of “DILWORTH” and "DILWORTH
PLAYHOQUSE” as a trademark in connection with coffee and coffes related services and products.

1 understand from our conversation that{you intend to contact me in a few days with information
about when Dilworth Plavhouse will discontijue use of the “DILWORTH” designaticn. We remain
hopeful Dilworth Playhouse desires to resolve this issue in the short term and are happy to review any
alternative trade names posed by your client if this will help facilitate resolution,

1 look forward to hearing from you very soon.

Sincerely,

Allison G. Runge wb,\

ool Donald Keen
Alice C. Richey, Esq.

HEARST TOWER, 37¢rh FLOO

KENNEDY COVINGTON LOBUELL & HIGKMAN, L.LP.  wrmkenncdyrocivgronrom 314 NDRTH TRYSIN STREE
CHARLUTIF COLUMPIA RALCIGH RESCAACI FRIUSTLE PARK RoCK WK e felephone 7043307400 CHARLOTIE, NORTH CAROLINA 282«

—_——
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ATTORNEYS AT|LAW
Alligon G, Runge
704.331.7404
Fax: 704.353.3104
arunge(@kennedycovinglon.com
Qctaber 26, 2006

VI FACSIMILE (516) 74I-3842/
DRIGINAL VIA FIRST CELASS MAIL

Lawrence T. Jones, Esq.

Jones and Jones

1000 Franklin Avenue

Garden City, New York 11530

RE:  Just Coffee/Dilworth Playhouse
KCLH File No. 19706.001

Dear Mr. Jones:

With reference to your letter of August 10, 200
depth” review of our initial letter of July 27, 2006 and

0, we understand that you were to have an “in
the issues raised therein with your client, Ms.
eirces with you regarding this matter, including

Sandra R. Courtney. However, afler several correspond,
our letter to you datcd September 21, 2006, we still
confirmation from Dilworth Playhowse, Inc. of the

have not received any wrillen assurance or
intent to discontinue all use of the marks

“DILWORTH” and “DILWORTH PLAYHOUSE™ in association with coffee bar services and coffee-

related products and services,

As stated previously, our client would prefer to resolve this matier amicably without resoriing to
legal action. However, Ditworth Playhouse, Inc.’s contihued failure to address these concerns leaves our
client with no other option but to proceed accordingty i]h a court of law. With this in mind, please find
enclosed a Complaint to be filcd on November 14, 2006 1 the 11.5. District Court for the Western District

of North Carolina in the event that our client does not

receive by November 13, 2006 proper written

assurances from Dilworth Playhouse Inc. with resf;:ect to its intemt to discontinue use of the
“DILWORTH” and “DILWORTH PLAYHQUSE” marKs,

We look forward to hearing from you regarding|this matfer at your earliest convenience.

Sincerely,

Allison G. Runge ﬂﬂ%

For the Firm

Enclosure
Ce: Donald Keen
Alice C. Richey, Esq.

KENNEDY COVINGTON LOBUELL & BICKMAN, L.L.P.
CUHARIOTTE COLUMDIA RALEIGH NAFSFARCH TRIANGLE PARK ROCH HILL tefaphe

www.kennedycavington.com 314

HEARST TOWER, 4%th FLOOR
MORTH TERYUN STREET

e 704,331, 7400 CHARLOTTE, NORTI CAROLINA 28202
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ATTORMEYS AT LAW

Allison G. Runge

704.331.7404

Fax: 704.353.3104
arunga(@kennedycovington.com

MNovember 1 7

Vid FACSIMILE ¢516) 741-5342/
ORIGINAL V14 FIRST CLASS MAIL
Lawrence T. Jones, Esqg.

Jones and Jones

1000 Franklin Avenue

Garden City, New York 11530

Just Coffee/Dilworth Playhouse
KCLH File No. 19706.001

RE:

Dear Mr. Jones:

2006

FOR SETTLEMENT PURPOSES ONLY

Thank you for your phone call last Thursday, November 8", We have reviewed your

KENNEDY COVINGTON LOBDELL & HICHKMAN, L.L.D.
CHALOITE COLUMUEY RALEIGE RESEARUI (HIINLEE FENA HIILKE HILL

offer with our client, and unfortunately, we are unz}bl'e to resolve this matter under those
particular terms. However, we are offering through this letter an alternative seittement proposal
for your consideration. Any settlement obtained bﬂz the parties must be memorialized in writing
and sigred by the parties.

1. On or before April 1, 2007, Dilworth Playhouse, Inc. (“Dilworth Playhouse™) and
Sandra Courtney will cease and forever refrain from any and all uses of the marks DILWORTH
and DILWORTH PLAYHOUSE when identifying' Dilworth Playhouse, its services and
products. This includes discontinuing and withdrawing all signage and promotional materials
which use “THLWORTH?” as a tradermark. Although Dilworth Playhouse may continue o use its
corporate name, Dilworth Playhouse, Inc., it will not use its corporate name in any advertising or
1o identify its services or products after March 31) 2007.

2. We understand Dilworth Playhouse intends to change its name and no loager
operate in its present location at 1427 South Boullavard, Suite 103, in Charlotte, North Carolina.
If Dilworth Playhouse intends to continue to operate its coffee bar services and cotfee-refated
products and services in 2 different location, Dilworth Playhouse must begin advertising its new
name and location at its South Boulevard location and in all advertising beginning not later than
January 1, 2007. For example, the advertising may state, “We are moving! NEW NAME,
formerly Dilworth Playhounse, is moving to its new location al NEW LOCATION on April 1,

2007.»

HEARST
214 MORTH

TOWER, 17th
weretl kenwedyc ppingta com TRY QN
cevphone 704.331.7400

FLOOR
STREET

CHARLOTTE, WORTH CAROLINA 18202
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Lawrence T. Jones, Esq.
November 17, 2006
Page 2

3. Within ten days of entering the Agreement, Dilworth Playhouse will modify the
website located at www. dilworthplavhouse.com so that it is not in any way connected with or
referring to the sale or promotion of coffee and coffee-related goods and services.

4, On July 27, 2006, Just Coffee first attemipted to contact Dilworth Playhouse lo
amicably resolve this matter. Almost four months tater, my client has incurred attorney’s fees in
association with time spent to draft letters, to initiate phong calls, and finally to draft the
Complaint. Based upon our considerable evidence of actual confusion, we believe we have a
strong case against Dilworth Playhouse for violation of the Lanham Act and for an award of
damages under 15 USC § 1117(a) which would include Dilworth Playhouse’s profits, recovery
for harm to Just Coffee’s reputation and costs associated with bringing the action. Moreover, we
befiave your client’s continned infringement after r"ecc:vmg notice trom Just Coffee was wiliful

and warrants an award of attorney’s fees.

Although Just Coffee is aware that it is entitled to such awards, it has advised us that in
settlement, it seeks only to recover its costs incurred in pursuing the infringing activity of
Dilworth Playhouse, As such, Just Coffee reqmres payment of $5.000 to resolve this matter.
~ Obviously, Just Coffee believes that but for Dilwoyth Playhouse’s failure to respond timely to

Just Coffee’s demands, it would not have incurred|additional attorney’s fees. To date, Just
Coffee has been invoiced almost $4,000 by Kennedy Covington Lobdell & Hickman. It
anticipates incurring no less than §1,000 in the drafiing and negotiating of any settlernens.

Although frustrated by the slow pace of this process, my client does desire resolution.
We look forward to hearing from you regarding this matter at your earliest convenience.

3 inc'farely,

!

Alhllon G. Runge

For the Firm
Ce: Donald Keen
Alice C, Richey, Esq.




OBEG&@G&}@%BO&!GW DBotaash

2424 FFédeQ?BSZBOBS PRgge?8 of B7

ATTDRNEYS

Alice Carmichnel Richey

(704) 33 1.7500 (voice)

(704) 353.3200 {faxx)
arichey@kennedycovinglonesm

July 17,

VIA FPACSIMILE: 516-741-3842
e-mail. LAWRENCETIONES@ABAMET ORG
and REGULAR MAIL

Lawrence 1. Jongs, Esquire
JONES AND JONES
Attorneys-At-Law

1000 Franklin Avenue
Garaden City, New York 11530

Re:

v

A'I' LAwW

2007

Jusg Coffee, Inc./Dilworth Playhouse matter

Qur File No. 0019706.60001

Dear Mr. Jones

As you know, § represent Just Coffee, Inc. which o

It is ry understanding that your client, Dilworth
name under which to conduct business and may
However, this process has not been completed an

perates under the name Dilwarth Coffechouse.
Piayhouse, has finally agreed to use a different
have begun the process of changing the name.
h addmona.lly, your client continues to operate

a website at www.dilworthplavhouse.com, which is a fusther infringement of my client's

trademark rights,
patient. It is a relatively simple matier to change

1t is time for this matter to be concluded. My client has been more than

signage and to change a website. Please advise

your client that all steps to completely change itsjrame must be coneluded on or before July 31,
2007, We will not tolerate any further delays.
Thank you for your assistance.
Sincerely ypurs,
ce Carmichael Richey
For the Firm
ACR:ja
4824-K925.3121 01
HEANLSY TUWLER, 47ih FLOOR
KENNEDY COVINGTON LOBDELL & HICKMAN, L.L.P.  mxiebeaacdycecinglonepm 203 NDRTH  TRYONW STREET
CRAMLDFIE LOLUATAIS KALEIGH RLFFARCH TRIANGLE PAKKE AOCE NILL tedvgionme JH4 35 Tann CHARLCGUOE, NEIEFH CAROLINA 2824072
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Alice Carmichael Richey

{704) 331.7500 (voice)

{764) 353.3200 {fax)
arichey@kennedycovington.com

September 27,2007

VIAFACSIMILE; 516-74]-5842
e-mail: LAWRENGETIONES@ANANET.ORG
and REGULAR MAIL

Lawrence T. Jones, Esquire
JONES ANID JONES
Attorneys-At-Law

1000 Franklin Avenue

Garaden City, New York 11530

Re:  Just Coffee, Inc /Dilworth Pluayhouse matter
Qur File Ne. 0014706.00001

Dear Me. Jones

As of today, the www.dilworthplayhouse.com website is stifl in operation and continues
to infringe my client’s trademark rights. Needless to say, my client is extremely frustrated with
your client’s continued willful infringement. Welhad hoped to avoid filing a lawsuit, bt it does
not appear that the infringement will cease without the court’s involvement. If the website is not
modified in a manner satisfactory to my client byﬂOctober 15, 2007, a complaint will be filed and
it will seek the award of attorneys’ fees, along with damages, including stahrtory damages which
we believe are compelied in this matter,

If you no longer represent Dilworth Playliouse please advise immedijately.

Sigcerely yours,

e Cmqan%ichael Riche

_ For the Fitm
ACR:ja

ARZ4-8925-112] 0L

HEARST TOWER, 471k FL«v 3R

KEXNEDY COVINGCTON LODDELL & HICKMAN, L LP. il Lenaedyenvingbowcow 214 NOETW TRYON STREET
CHARLOTTE COLUala RALEIGH RESEAACH TRIANCLE PARK ACCR HiLL ;P'rch-ph»w.- TU4. 3307300 CHEAWVRLOTIE, WORTH CARDLINA T8I0
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