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TO:  Mail Stop 8 REPORT ON THE
Director of the U.S, Patent & Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Conmpliance with 35 § 290 andfor 15 U,5.C. § 1116 vou are hereby advised that a court action has been
fited tn the U.S. District Court ___ Northern District of Califoria __ on the following X Patents or 13 Trademarks:

DOCKET NO. DATE FILED U.S. DISTRICT COURT
C-08-4493-BZ September 25, 2008 Office of the Clerk, 450 Golden Gate Ave.. 16® Floor, $an Francisco, CA 94102
PLAINTIFF DEFENDANT
ASUSTEK COMPUTER INC., ET AL. HELFERICH PATENT LICENSING, LL.C.
PATENT OR DATE OF PATENT
TRADEMARK NO. OR LRADEMARK HOLDER OF PATENT OR. TRADEMARK
v 6,097,406
1§ , 233, 1P “Pls. See Attached Copy of Complairt”
30 TG 57

4 "?;33’0‘, 9;357

57,3745

In the above-—entitled case, the following patent{s} have been included:

DATE INCLUDED INCLUDED BY
[J Amendment ] Answer {1 Cross Bili {1 Ciher Pleading

; PATENT OR DATE OF PATENT
: TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

i

2
|
3
| 4

3

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK {BY) DEPUTY CLERK DATE

Richard W. Wieking Thetma Nudo Septernber 25, 2008

Copy 1--Upon initiation of action, mail this copy to Commissioner  Copy 3—Upon termination of action, mail this copy to Commissioner
Copy 2—Upen filing document adding patent(s), mail this copy to Commissioner  Copy 4—Case file copy



oo 1

10
1
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

COUNT VII
Declaratory Judgment
(Tnvalidity of U.S. Patent No. 7,280,833)

50.  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein.

51.  HELFERICH's actions, conduct and the totality of the circumstances outlined
above accusing ASUSTEK of infringing the ‘838 Patent have created in ASUSTEK an
objectively reasonable apprehension of HELFERICH filing suit against ASUSTEK alieging
infringement of claims 34 and 35 of the “838 Patent. Exhibit A, ¥ 4-5.

52.  Each of the asserted claims of the ‘838 Patent are invalid for failing to satisfy one
or more of the conditions of patentability se( forth in Title 35 of the United States Code,

53, For at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the validity of the asserted cleims of the ‘838
Patent within the meaning of 28 U.S.C. § 2201.

54, ‘Therefore, a judicial declaration of invalidity of the asserted claims of the “838
Patent is necessary and appropriale in order 10 resolve this controversy,

COUNT VIIE
Declaratory Judgment
(Non-Infringement of U.S. Patent No. 7,280,838)

35.  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in [ul]l herein.

56. HELFERICH’s actions, conduct and the totality of the circumstances outlined
above accusing ASUSTEK of infringing certain claims of the ‘838 Patent have created in
ASUSTEK an objectively reasonable apprehension of HELFERICH filing suit against ASUSTEK
alleging infringement of claims 34 and 35 of the 838 Patent. Exhibit A, 7 4-3.

57. Nope of ASUSTEK s products infringe the asserted claims of the *838 Patent.

i
i
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58. For at least these reasons, a substantial, continuing and actual controversy now
cxists between ASUSTEK and HELFERICH as to 1he infringement of the asserted claims of the
‘838 Patent within the meaning of 28 U.S.C. § 2201.
59.  Therefore, a judicial declaration of non-infringement of the asserted claims of the
838 Patent is necessary and appropriate in order to resolve this controversy.
COUNT IX

Declaratory Judgment

{Invalidity of U.S. Patent No. 7,376,432}

60.  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein.

61.  HELFERICH’s actions, conduct and the totality of the circurnstances outlined
above accusing ASUSTEK of infringing the ‘432 Patent have created in ASUSTEK an
objectively reasonable apprebension of HELFERICH filing suit against ASUSTEK alleging
infringement of claims 1 and 8 of the ‘432 Patent. Exhibit A, 77 4-5.

62.  Each of the asserted claims of the ‘432 Patent is invalid for failing to satisfy one or
more of the conditions of patentability set forth in Title 35 of the United States Code.

63.  For at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the validity of the asserted claims of the ‘753
Patent within the meaning of 28 11.5.C. § 2201,

64.  Therefore, a judicial declaration of invalidity of the asserted claims of the “432
Patent is necessary and appropriate in order to resolve this controversy.

COUNT IX

Declaratory Judgment

{Non-Infringement of U.S. Patent No. 7,376,432)
65, The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein.
66.  HELFERICH's actions, conduct and the totality of the circumstances outlined

above accusing ASUSTEK of infringing certain claims of the ‘432 Patent have created in

EOMPLAINT FOR BECLARATORY JUDGMENT 10 CASE NO.
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ASUSTEK an objectively reasonable apprehension of HELFERICH filing suit against ASUSTEK
alleging infringement of claims 1 and § of the *432 Pate;lt. Exhibit A, 19 4-3.

67.  None of ASUSTEKs products infringe the asserted claims of the “432 Patent.

68.  For at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the infringement of the asserted ¢laims of the
755 Patent within the meaning of 28 U.S.C, § 2201,

69.  Therefore, a judicial declaration of non-infringement of the asserted claims of the
‘432 Patent is necessary and appropsiate in order to resolve this confroversy.

REQUEST FOR RELIEF

WHEREFORE ASUSTEK PRAYS FOR THE FOLLOWING RELIEF:

A A declaration that ASUSTEK s products have not and do not infiinge any of the
asserted claims of any patent-in-suit;

B. A declaration that each asserted claim of the PATENTS-IN-SUIT is invalid;

C. A permanent injunction enjoining HELFERICH, its respective officers, agents,
servants, employees, aitomeys and all persons and entities acting in concert with any of them
from making any claim o any person or entity that ASUSTEK ’s products infringe any claim of
the PATENTS-IN-SUIT,;

D. A permanent injunction enjoining HELFERICH, its respective otficers, agents,
servants, ermployees, attorneys and all persons and entities acting in concert with any of them
from interfering with or threatening to interfere with, the manufacture, sale, license or use of
ASUSTEK’s products by ASUSTEK, its distributors, customers, licensees, successors or assi 2ns
and others;

L A permanent injunction enjoining HELFERICH, its respective officers, agents,
servants, employees, attorneys and all persons and entitics acting in concert with any of them
from in;timting or prosecuting any lawsuit or proceeding, or placing in issue the right of
ASUSTEK, its distributors, customers, licensees, successors or assigns and others to make, use,
sell, offer to sell or import ASUSTEK s products;

F. A declaration that the present action is an exceptional case under 35 U.8.C. § 285

COMPLAINT FOR DECLARATORY JUDGMENT 1t CASE MO,
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and award ASUSTEK its attorneys’ fees, costs and expenses incutred in connection with this

action; and

G. Award ASUSTEK any other relief the Court deems just and proper.

Dated: September 25, 2008 PAUL, HABTINGS, JANOFSKY & WALKER LLP

By: { (P/‘—"—

RONALD S. LEMIEUX

Attorneys for Plaintiffs
ASUSTEK COMPUTER INC.
and ASUS COMPUTER INTERNATIONAL

COMPLAINT FOR DECLARATORY JUDGMENT 12 CASENO.
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DEMAND FOR JURY TRIAL

ASUSTEK respectfully demands a jury trial on all issues so triable pursuard to Fed. R.
Civ. P. 38(b) and Civil L.R, 3-6.

Dated: September 25, 2008 PAUL, HASTINGS, JANOFSKY & WALI(ER LLP

‘Q | .

By: e
RONALD S. LEMIEUX

Attorneys for Plaintiffs
ASUSTEK COMPUTER INC.
and ASUS COMPUTER INTERNATIONAL

CERTIFICATION OF INTERESTED ENTITIES OR PERSONS

Pursnant to Civil Local Rule 3-16, the undersigned certifies that as of this date, other

than the named parties, there is no such inferest to report.

Dated: Scptember 25, 2008 PAUL, HASTINGS, JANOFSKY & WALKER LLP

[_M lo. -

RONALD S, LEMIEUX

Attorneys for Plaintiffs
ASUSTEK COMPUTER TNC.
and ASUS COMPUTER INTERNATIONAL

LEGAL_US W # 55983850.1

COMPLAINT FOR DECLARATERY JUDOMENT 13 CASE NO.
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RONALD 5. LEMIEUX (SBN 120822)
ronlemieux{paulhastings.com

VIDYA R. BHAKAR {SBN 220210}
vidbbakar@apauthastings.com

ROBERT C. MATZ (SBN 217822)
robertmatz/@paulhastinegs.com

PAUL, HASTINGS, JANOFSKY & WALKER A%' FE%_
1117 S. California Avenue D\a BR‘E _

Palo Alto, CA 94304-1106 P\ o1

Telephone: (650) 320-1800 gEP 2 ° 2008
Facsitmile: (650) 320-1900
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ASUSTEK COMPUTER INC, and g ‘g\\‘ﬁ@ nrthern DIST Co
ASUS COMPUTER INTERNATIONAL ¥ttt

UNITED STATES DISTRICT COURT

NORTHERN BISTRICT OF CALIFORNIA

C. 04493
ASUSTEK COMPUTER INC. and ASUS Case No. ] E ¥

COMPUTER INTERNATIONAL,
COMPLAINT FOR DECLARATORY
Plaintiffs, JUPGMENT

SAN JOSE DIVISION
& T

v. JURY TRIAL DPEMANDED
HELFERICH PATENT LICENSING, L.L.C.,
Defendant.

COMPLAINT FOR DECLARATORY RUDGMENT CASE NQ.
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Plaintiffs ASUSTeK Computer Inc. and ASUS Computer International (collectively,
“ASUSTEK™), by their undersigned attorneys, file this Complaint against Helferich Patent
Licensing, I.L.C. ("HELFERICH™):

INTRODUCTION

1. This action concerns the invalidity and non-infringement of the following five
[Inited States Patents, which, on info-nnation and belief, are exclusively Heensed to HELFERICH:
U.S. Patent No. 6,087,956, U.S. Patent No. 6,233 430; U.S. Patent No. 7,146,157; U.S. Patent
No. 7,280,838, and U.8. Patent No. 7,376,432 (collectively, the “*PATENTS-TN-SUIT™).

2. On September 11, 2008, HELFERICH filed a Complaint for Patent Infringement
in the United States District Court for the Northern District of [llinois titted Helferich Patent
Licensing, L.L.C. v. Asustek Computer Inc., ef ol Civil Action No. 08-CV-5189 (the “ILLINOIS
ACTION™). A true and correct copy of this Complaint is attached hereto as Exhibit A. In the
ILLINOIS ACTION, HELFERICH alleged that ASUSTeK, including through its subsidiary Asus
Computer International, manufactures or sells wireless electronic devices such as cellular
telephones” that infringe certain claims of the PATENTS-IN-SUIT. Exhibit A, 993-5. In the
TIELINOIS ACTION, HELFERICH accused specific ASUSTeK products of infringing the
PATENTS-IN-SUIT. .

3. On September 22, 2008, the Court in the ILLINOIS ACTION sua sponse
dismissed the action due to “sertous jurisdiction and venue issues. .. without prejudice to the
refiling of this complaint in defendant ASUS Compuler International’s home district....” A true
and correct copy of this minute order is attached hereto as Exhibit B.

4. In light of HELFERICH's prior litigation against ASUSTEK asserting
infringement of certain claims of the PATENTS-IN-SUIT, and now that the ILLINCGIS ACTION
has been dismissed against ASUSTEK without prejudice, ASUSTEK has an objective, reasonable
apprehension that HELFERICH will attempt to file a new action for patent infringement against
ASUSTEK in another jurisdiction,

5. Accordingly, ASUSTEK respectfully requests a declaration from this Court that
ASUSTEK does not infringe any claim of the PATENTS-IN-SUIT by making, setling, importing,

COMFEAINT FOR DECLARATORY JUDGMENT 2 CASE NO.
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o ®
or offering to sell its products outside the United States and to further declare the asserted claims
of the PATENTS-IN-SUIT invalid.
THE PARTIES _

6. ASUSTeK Computer Inc. (*“ASUSTeK”) is a Taiwanese company with its
principal place of business in Taiwan, Republic of China.

7. ASUS Computer Tnternational (“ACI™) is a California company, located in
Fremont, California. ACI is a wholly-owned sales subsidiary of ASUSTeK.

3. ASUSTEK is informed and believes that HELFERICH is an Illinois Limited
Liability Company with its principal place of business in East Brunswick, New Jersey.
ASUSTEK is informed and believes that HELFERICH is the exclusive licensee of the
PATENTS-IN-SUIT by assignment.

JURISDICTION

9. This Court has subject matter jurisdiction over all claims for declaratory judgment
of patent non-inlringement and invalidity set forth herein under 28 U.S.C. §§ 1231 and 1338(a),
the Declaratory Judgment Act, 28 U.S.C. §§ 2201 and 2202, and under the laws of the United
States concerning patents, 35 U.5.C. §§ 1 et seq.

10.  This Court has personal jurisdiction over HELFERICH under California Code of
Civil Procedure § 410.10, the California Long Arra Statute, because in both correspondence to
ASUSTeK and in its Complaint filed in the ILLINOIS ACTION, HELFERICH accuses
ASUSTeK and its California sales subsidiary, ACI, allegedly of infringing the PATENTS-IN-
SUIT by, inter alia, “offering to sell” certain wireless electronic devices, such as cellular
telephones. Exhibit A, 193-5. ACIis ASUSTcK’s U.S. sales subsidiary, and was specifically
named as a defendant in the ILLINOIS ACTION, thereby causing effects in California to a
California corporation. In addition, upon information and belief, the sole inventor of the
PATENTS-IN-SUIT is a resident of California and has operated businesses in California.

i
i
i

COMPLAINT FOR DECLARATCRY JUDGMENT 3 CASE NQ.
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VENUE
11.  Venue is proper in the Northern District of California under 28 1.8.C. §§ 1391(b)

and {c).
FACTUAL BACKGROUND

The Patents-In-Suit

12.  The PATENTS-IN-SUIT describe technologies relating to wireless messaging.

13.  11.8. Patent No. 6,087,956 (the ‘935 Patent) entitled “Paging Transceivers and
Methods for Selectively Erasing Information” issued on July 11, 2000 and lists Richard J.
Helferich as inventor. On information and belief, HELFERICH asserts that it is the exclusive
licensee of the ‘956 Patent. A true and correct copy of the ‘§56 Patent is attached hereto as
Exhibit C.

14.  U.S. Patent No. 6,233,430 (thg ‘430 Patent) entitled “Paging Transceivers and
Methods for Selectively Retrieving Messages” issued on May 15, 2001 and lists Richard J.
Helferich as inventor. On information and belief, HELFERICH asserts that it is the cxclusive
licensee of the ‘430 Patent. A true and correct copy of the *430 Patent is attached as Exhibit D.

15,  ULS. Patent No. 7,146,157 (the *157 Patent) entitled “Systems and Methods for
Downloading Audio Information to a Mobile Device™ issued on December 5, 2006 and lists
Richard J. Helferich as inventor. On information and belief, HELFERICH uasserts thal it is the
exclusive licensee of the “157 Patent. A true and correci copy of the *157 Patent is attached as
Exhibit E.

16.  U.8. Paient No. 7,280,838 (the ‘838 Patent) entitled “Paging Transceivers and
Methods for Selectively Retrieving Messages™ issued on October 9, 2007 and lists Richard J.
Helferich as inverdor. On information and belief, HELFERICH asserts that it is (he exclusive
licensee of the ‘838 Patent. A truc and correct copy of the ‘838 Patent is attached as Exhibit F.

17.  U.S. Patent No. 7,376,432 (the ‘432 Patent) entitled “Paging Transceivers and
Methods for Selectively Retrieving Messages™ issued on May 20, 2008 and lists Richard J.
Helferich as invenior. On information and belief, HELFERICH asserts that it 1s the exclusive

licensce of the 432 Patent. A true and correct copy of the ‘432 Patent is attached as Exhibit G.

COMPLAINT FOR DECLARATGRY JUDGMENT 4 CASENO.
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Controversy Between ASUSTEX and HELFERICH
8. On September 11, 2008, HELIERICH filed the ILLINOIS ACTION. Exhibit A.

Therein, HELFERICH alleged that ASUSTEK “manufactures or sells wireless electronic devices
such as cellular telephones, including selling or offering to sell such devices (including the
accused devices) within [the Northern District of ineis] and by conducting other business
within [the Northern District of Illinois] or elsewhere in the United States that impacts {the
Northern District of Ilinois]” in alleged violation of the PATENTS-IN-SUIT. Exhibit A, 3.
HELFERICH further alleged that ASUSTEK “has manufactured, uscd, sold, or offered for sale
devices used for short messaging service (“SMS™) messaging, web browsing, and multimedia
(e.g., picture) messaging (“MMS”) and covered by” certain claims of the PATENTS-IN-SUIT.
1a, 14, '

_ 19.  On September 22, 2008, the United States District Court for the Northern District
of inois, J. Ruben Castillo presiding, issued a minute order dismissing the 1LLINOIS ACTION
as to ASUSTEK. Exhibit B.

COUNT 1

Declaratory Judgment

{Invalidity of U.S. Paient Ne. 6,087,956)

20.  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in fuil herein.

21. HELFERICH’s actions, conduct and the totality of the circumsiances outlined
above accusing ASUSTEK of infringing the *956 Patent have created in ASUSTEK an
objectively reascnable apprehension of HELFERICH filing suit against ASUSTEK alleging
infringement of claims 44 and 46 of the ‘956 Patent. Exhibit A, 91 4-5.

22, Each of the asserted claims of the ‘956 Patent is invalid for failing to satisfy one or
more of the conditions of patentability set forth in Title 35 of the Uniled States Code.

23, For at least these reasons, a substantial, continuing and actual controversy now
exisis between ASUSTEK and HELFERICH as to the validity of the asserted claims of the ‘956
Patent within the meaning of 28 U.S.C. § 2201,

COMPLAINT FOR DECLARATORY JUDGMENT 5 CASBE NG.
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24, Therefore, a judicial declaration of invalidity of the ‘956 Patent is necessary and
appropriate in order to resolve this controversy.
COUNT 11

Declaratoiv Judgment

{Non-Infringement of 1).8. Patent No. 6,087.956)

25.  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein.

26. HELFERICH’s actions, conduct and the totality of the circumstanr:cs outlined
above accusing ASUSTEK of infringing certain claims of the 956 Patent have created in
ASUSTEK an objectively Iea;sonable apprehension of HELFERICH filing suit against ASUSTEK
alleging infringement of claims 44 and 46 of the *936 Patent. Exhibit A, 1 4-5.

27.  None of ASUSTEK s products infringe the asserted claims of the ‘956 Patent,

28, For at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the infringement of the asseried claims of the
‘956 Patent within the meaning of 28 U.S8.C. § 2201.

29.  Therefore, a judicial declaration of non-infringement of the asserted claims of the
‘G506 .Patent is necessary and appropriate in order to resolve this controversy,

COUNT 11

Declaratory Judement

{Invalidity of U.S. Patent No. 6,233,430}

30.  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein,

31.  HELFERICH’s actions, conduct and the totality of the circumstances outlined
above accusing ASUSTEK of infringing the ‘430 Patent have created in ASUSTEK an
objectively reasonable apprehension of HELFERICH filing suit against ASUSTEK alleging
infringement of claims 19, 44, and 45 of the ‘430 Patent. Exhibit A, 1 4-5.

32.  Each of the asserted claims of the ‘430 Patent is invalid for failing 1o satisfy one or

more of the conditions of patentabilily set forth in Title 35 of the United States Code.

COMPLAINT FOR DECLARATORY JUDGMENT 6 CASE NG,
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33.  For at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the validity of the asserted claims of the ‘430
Patent within the meaning of 28 U.8.C. § 2201.

34, Therefore, a judicial declaration of invalidity of the asserted claims of the ‘430
Patent is necessary and appropriate in order to resolve this controversy.

COUNT IV
Declaratory Judgment
(Non-Infringement of U.S. Patent No, 6,233,430)

35.  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein.

36. HELFERICH’S actions, conduct and the totality of the circumstances outlined
above accusing ASUSTEK of infringing certain claims of the *430 Patent have created in
ASUSTEK an objectively reasonable apprehension of HELFERICH filing suit against ASUSTEK
alleging infringement of claims 19, 44, and 45 of the ‘430 Patent. Exhibit A, ] 4-5,

37.  None of ASUSTEK s products infringe the asserted claims of the ‘430 Patent.

38.  For at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the infringement qf the ésserted claims of the
‘430 Palent within the meaning of 28 U.S.C. § 2201,

39,  Therefore, a judicial declaration of non-infringement of the asserted claims of the
‘430 Patent is necessary and appropriate in order to resolve this controversy.

COUNT VY

Declaratory Judgment

(Invalidity of ULS. Patent No. 7,146,157}
40,  The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein.
41. HELFERICH’s actions, conduct and the totality of the circumstances outlined

above accusing ASUSTEK of infringing the *157 Patent have created in ASUSTEK an

COMPLAINT FCR DECLARATORY FUDGMENT 7 CASIE NQ.
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objectively reasonable apprehension of HELFERICH filing suit against ASUSTEK alleging
infringement of claims 2 and 3 of the “157 Patent. Lxhibit A, 4 4-5.

42, Each of the asserted claims of the ‘157 Patent is invalid for failing to satisfy one or
more of the conditions of patentability set forth in Title 35 of the United States Code,

43,  For at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the validity of the asserted claims of the ‘157
Patent within the meaning of 28 U.S.C, § 2201. '

44.  Therefore, a judicial declaration of invalidity of the asserted claims of the ©157
Patent is necessary and appropriate in order 1o resolve this controversy.

COUNT VI
Declaratory Judgment
(Non-Infringement of U.S, Patent No. 7,146,157)

45, The averments of paragraphs 1-19 are repeated and re-alleged as though set forth
in full herein.

46.  HELFERICH’s actions, conduct and the totality of the circumstances outlined
above accusing ASUSTEK of infringing certain claims of the 157 Patent have created in
ASUSTEK an objectively reasonable apprehension of HELFERICH filing suit against ASUSTEK
alleging infringement of claims 2 and 3 of the ‘157 Patent. Exhibit A, 4 4-5.

47.  None of ASUSTEK s products infringe the asserted claims of the ‘157 Patent.

48, Far at least these reasons, a substantial, continuing and actual controversy now
exists between ASUSTEK and HELFERICH as to the infringement of the asserted claims of the
‘157 Patent within the meaning of 28 U.S.C. § 2201.

49,  Therefore, a judicial declaration of non-infringement of the asserted claims of the
‘157 Patent is necessary and appropriate in order to resolve this controversy.

i
i
i
/
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