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AQ $20 (Rev, 2/99) - :; :
o ! REPORT ON THE
: i FILING OR DETERMINATION OF AN
Comustasioner ?‘:t;:’;“l;’c";"ofa?"e“‘”“ ! ACTION REGARDING A PATENT OR
! i TRADEMARK
In Compliance with 35 § 290 and/or 15 U.5.C. § ]il 16 you are herely advised that a court action has been
filed in the 1J.S. District Court Central District of Qg]ifoi'nia on b {allawing O patents or Bl Trademasks:
DOCKET g 14 ¢ |DATE FILED U.S. DISTRICT COURT b
CVD’?-@g?A-BC (ﬁf!..x) 12126107 Central District of Califomia, Western Division ¢
PLAJNTIFF I | DEFENDANT l‘
Amaru Entertainment, Inc., etal, X0 Jeans, Tnc., et &, \

PATENT OR DATE OF PATENT e
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMIPRK
il
12,548,736 510405 Amarn Entertaitment, Inc. \
: {
22,864,230 1420004 Aman Entertzinment, Inc.
32,859,602 4113/04 Ama?m Entertainment, Inc.
s i
i
5 i
:
]
in the abpve—entilled case, the following patenl(s)l have been included:
[DATE INCLUDED TNCLUDED BY |
[] Amendment [ Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT ; P
TRADEMARK NO. OR TRADEMARK ] HOLDER OF PATENT OR TRADEMARK
1 |
i
|2 “
3 i
!
|
4
]
5
1
In the above—-entitled case, the fallowing decismé. tezs been rendered or judpeinent issusd:
DECISIONAUDGEMENT [
|
|
[
j
CLERK (BY}DEPUTY CLERK DATE
T

Copy 1-—Upoa initiation of action, mail this cepy to Commissioneri

Copy 3—Ypon terminption of action, mail

Copy 2—Upea filing document adding pateni(s), mail this copy to Commissioner  Copy 4—Case file copy

this copy to Commbsaiener

BY FAX

i

1
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& AQ 120 (Rev. 3/64)
TO! Mail Btop 8
’ Director of the U.S. Patent and Trademark Qffice
P.O. Box 1450
Alexandria, VA 22313-1450

REPORT ONTHE
; FILING OR DETERMINATION OF AN
i ACTION REGARDING A PATENT OR
TRADEMARK

1

[J ratenits or

In Compliance with 35 U.3.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
X Trademarks:

filed in the U.S. District Court __Middle District of Florida, Tamhpa . on the following
DOCKET NO, DATE FILED U5 DISTRICT COURT
ROR-cv-2270-T-313TGW 111208 i Middie District of Florida - Tamps Division
PLAINTIFF DEFENDANT
THE PERFECT CIGAR, INC. { CIGARS INTERNATIONAL, INC.
i
PATENT OR DATE OF PATENT ‘ ,
TRADEMARE NO. OR TRADEMARK ’4 HOLDER OF FPATENT OR TRADEMARK
{
1 ‘b TIR AU ; SEE ATTACHED COMPLAINT
1
2 i
3 i
4 ;
E !

In the above—entitled case, the following patem(%)f tradernark(s) have been included:

1
Jd

{3 Crther Pleading

DATE INCLUDED INCLUDED BY :
1 Amendirent Ll Answer [ Cross Bill
PATENT OR DATE OF PATENT ;
TRADEMARK NO. OR TRADEMARK : HOLDER OF PATENT OR TRADEMARK
: /
2 i
3 ;I“
i
|
: ?
5 3‘
]
In the above—cutitled case, the fellowing dc:cision has beett rendered or judgement issued:
DECISION/JUDGEMENT {1
|
T
CLERK (BY) PEPUTY CLERK DATE
Sheryl L. Loesch ERIC CALDERON ELA1T/08
[

Copy 4—Case file copy

Copy 1—Upon initiation of action, mail this copy to Direct or Copy 3—Upon termination of action, mait this copy to Directer
Capy 2—Upon filing docoment udding pateni(s), muil this copy to Dirccior
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; FILE
UNITED STATES Dlé‘)TRiCT COURT
MIDDLE DISTRICT OF FLORIDA WHENGY 1T AKID: 4D
,dh iy

TAMPA DIVISION )
WORLE o T
TM%E%;LEEQJ& D

Filed 14/17/2008 Page 10f6

THE PERFECT CIGAR, INC.,,

Plaingiil,
! Case No.. -
S R A I B S R

R

V&,

CIGARS INTERNATIONAL, INC

Defendant. k
Py
]

CO’\*!P! AINT ANI} Df‘\letNI‘) FOR IURY TRIAL

COMES NOW, the piamtrt?and sues defendant and alleges

i .
PlaintifT i3 a corpm‘atlon incorporaled ander the laws of the

[
State of Florida having its ;)IlﬂCi{Sdl place of business in the State of Florida

«
\‘

and detendant is a corporation mcc-rpomtud under the laws of a State other

%
than the State of Florida havh}g its principal place of business in a State

; :
athet than the State of Florida. J'I he matter I controversy exceeds, exclusive

of interest and costs, the sum specified by 28 US.C §1332
1
The is an action for unfair competition and cancellation of

b

!
trademark registration arlsing under the Lanham Act, as hereinatier move
- ‘QJ
fully appears. fI

:

!
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3. Plaimiff resides in the YbOQ?City district of Tampa, Florida, and
is the manufacturer of hand-made J;.:.premium cigars of national and
international acclaim bearing the labrciii and trademark of “La Herencia de
Cuba.” The cigars are manufactured &i)y one of the world’s most respected
and foremost rorcedors, Roberto Rarrf%rez, who has been nationally featured
in such publications as U.S.A, Toda;. Mr. Ramirez and the Perfect Cigar
have been manufacturing cigars fmjf national and international distribution
under the trademark, “La I—Itf:rem:ia;"j de Cuba,” continuously in Ybor City
since at least 1997 The c:igal,g manufactured by the plaintiff’ is sold
nationwide as well as intemationallf-; to great public acclaim.

4. PlaintifPs trademark, “La Herencia de Cuba,” is a “famous™

mark.

5. Defendant is a corpdration that distributes cigars nationally and
{

internationally and beginning, én or about Aungust 2007, begen selling a
4‘.‘
cigar bearing the mark “La Herencia Cubana.” The defendant is associated

with mass-marketed, bundled qigars at a price point much different than the
j
plaintiff’s price point and qualifty.
b
b
6, Plaintiff has madp written request to defendant to acknowledge

|
and attribute its use of the plaintiff’s mark to plaintiff and to cease use of

plaintiff’s mark, because of dctual consumer confusion. Defendant refused,
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and has continued wholesale appmpnatmn of the plaintiff’s mark, despite
defendant’s knowledge that such use mfrmges on the plaintiff’s rights in its

trademark. Defendant continues to lise the plaintiff's mark in interstate

commerce in willful violation of the plaintifT’s statutory and common law

|
i

7.  In doing so, Defendant;seeks to trade off the good will and

rights.

worldwide recognition of the plaintiff’s mark as well as palm off their cigars
as cigars manufactured by the plain{iff. This conduct has resulted in actual

confusion in the relevant market and dilution of a famous mark.
i

8  Defendant's use in commerce of the plaintiff's mark is likely to

. . | . -
cause confusion, to cause mistake, or to deceive members of the public into
f

1
believing that the defendant’s cigars are actually manufactured by the

plaintiff. These aforementioned acts constitute trademark infringement and
i
]

unfair competition under the Lanham Act, including false designation of

origin, passing off, false advertis‘ﬁng in interstate commerce, and dilution of a
1
famous mark causing plaintiff j?lost sales as well as irreparable damage to

J

goodwill and reputation. !

‘

9. In October 20Q,§, defendant obtained federal trademark

registration of the mark, “LA fHERENCIA CUBANA" (L8, PTO Reg. No.
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3,518,244 (the “Trademark). A true and correct copy of the defendant’s
Trademark Registration is attached as El}(hlblt

10. It is apparent from th?‘; face of Defendant’s Trademark
Registration that defendant’s first tisc of the mark LA HERENCIA
CUBANA in commerce was on February 1, 2008, which postdates
plaintiff’s acquisition of natnonw:de common law rights o the nearly

i
identical mark by more than ten (10) years.

11.  This Court has the autvi:xority to order the cancellation of the
registration at issue in this case pur%uant to 15 US.C. §1119, which allows
the Court in “any action involv?ng a registered mark™ to “ovder the
cancellation of registrations, in wl{ole or in part, and otherwise rectify the
register with respect to the registragion of any party to the action.”

12, Inter alia, defendan;j] lacks rights to the claimed trademark
because plaintiff’s pre-existing cq‘inmon taw acquired rights to the mark are
nationwide in scope, as defendarét has a customer base that is inclusive of
every state in the United States.

13.  PlaintifT has suffe:r?ed actual harm by virtue of defendant’s
registration and is likely to beujj damaged by continued registration of the

mark “LA HERENCIA CUBANA,” U.S. Trademark Registration No.

3,518,244, and the inevitable ensuing confusion in the marketplace that the



i
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g
i
i

defendant’s registration causes. Such harm will continue unless and until

the registration is cancelled so that it is ;E:]ear that defendant has no exclusive

i

rights to the use of the Trademark.

"
b

WHEREFORE, plaintiff demands:

(

2)

(3)

That defendant's regij;,tmtion of the trademark “LA
HERENCIA CUBANA” ‘fjbe cancelled in ils entirety;
That defendant, his agen:is, and servants be enjeined during the
pendency of this action; and permanently from infringing said
trademark of plaintiff q,'in any manner, and from publishing,
selling, marketing or ot;herwise disposing of any cigars bearing
the label, “La Herencieﬁ; Cubana,”
That defendant be rcq;t;ﬁrcd to pay to plaintiff such damages as
plaintiff has sustai;led in conseguence of defendant’s
infringement of said gtrademark and said unfair trade practices
and competition and ;o account for
;

a. All gains, profits;;and advantages derived by defendant as a

consequence of tﬁefcndant’s acts of unfair competition in an

i
amount to be determined at trial pursuant to the provisions

of the Lanham Act, but not less than $75,000.00.
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:
¥

That, in view of defcndaqi’s willful misconduct, plaintiff be

(4) |
afforded the remedies set f(]gl‘fh in 15 U.S.C, §1117(a) and 1118,
including reasonable attorr;eys’ fees;

(5} That defendant pay to plai}mtiff the costs of this action; and
(6) That plaintiff have such ogher and further relief as is just.

DEMAND FOR JURY TRIAL

v

Pursuant to Rule 38, cherai Rules of Civil Procedure, Plaintiff

hereby demands trial by jury on all issues so triabl

¥58-0624
(813)258-4625 Facsimile
ATTORNEY FOR PLAINTIFF

! TRIAL COUNSEL
' mlauratof@austinlaurato.com




