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(Thomas Shaw, Managi ng Attorney).
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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Pr ocedural Posture

Oppedahl & Larson has filed an application to register
on the Principal Register the term "PATENTS. COM' as a service

mark for "on-line information services in the field of

" As indicated in the order issued in connection with this appeal on
March 11, 2005, Judge Qui nn has been designated to substitute for
Judge Cissel, who retired from Federal service after the oral hearing
in this case but before an opinion was drafted and did not participate
in the disposition or determ nation of any of the issues herein. See
In re Bose, 772 F.2d 866, 227 USPQ 1, 4 (Fed. Cr. 1985), aff'g 215
USPQ 1124, 1125 n.* (TTAB 1982), holding that (italics in original):
"[T]here was no error in substituting a board nenber without allow ng
reargunent. The statutory requirenment that a case be 'heard by three
board nenbers neans judicially heard, not physically heard."
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intell ectual property |aw provided via [an] interconnected
comput er network |inked by common protocols."’

Regi stration has been variously refused on a nunber of
grounds, including a final refusal, under Section 2(e)(1) of the
Trademark Act, 15 U.S.C. 81052(e)(1), on the basis that the term
"PATENTS. COM' is generic for applicant's services because it
designates a comerci al website which provides information about
patents. In addition, in the event that such termis not
generic, registration has been repeatedly refused, under Section
2(e)(1) of the statute, on the ground that the term "PATENTS. COM
is nerely descriptive of the subject matter of applicant's
services and that applicant's showing in support of its
alternative claim under Section 2(f) of the Trademark Act, 15
U S.C. 81052(f), that such term has acquired distinctiveness

t hrough use thereof in commerce is insufficient to overcone a

finding of mere descriptiveness.®? Registration has also been

' Ser. No. 75051843, filed on February 1, 1996, which as originally
filed sought registration of such mark on the basis of Section 1(a) of
the Trademark Act, 15 U.S.C 81051(a), by setting forth a date of
first use anywhere of July 1, 1995 and a date of first use in comrerce
of July 10, 1995. However, with the filing of applicant's second and
operative appeal brief (its initially filed brief will not otherw se
be consi dered since, as stated in the order issued herein on March 11,
2005, such brief pertains to a premature notice of appeal), applicant
filed a "SUBSTI TUTI ON OF BASIS" in which "applicant hereby substitutes
81(b) as a basis pursuant to MPEP [sic] section 806.03(c) and 37 CFR §
2.35." Subsequently, nonths after the oral hearing herein, applicant
subnitted an amendnent to allege use in which it clainms, as it did in
the application as originally filed, a date of first use anywhere of
July 1, 1995 and a date of first use in commerce of July 10, 1995.

> As set forth in the order issued herein on March 11, 2005, it is
again pointed out that while, as indicated in In re Capital Formation
Counsel ors, Inc., 219 USPQ 916, 917 (TTAB 1983) at n. 2, the

i nsufficiency of a showi ng pursuant to Section 2(f) is not itself a
statutory basis for a refusal of registration on the Principal
Register, the failure to make a sufficient showi ng of acquired

di stinctiveness precludes registration of a termwhich is otherw se
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finally refused, under Sections 1, 2, 3 and 45 of the Tradenmark
Act, 15 U. S.C. 881051, 1052, 1053 and 1127, on the basis that the
term "PATENTS. COM' fails to function as a service mark for
applicant's services because, as used on the specinens of record,
it would be perceived only as part of an Internet address for
applicant's website.

Applicant has appeal ed. Briefs have been filed and an
oral hearing was held.® Thereafter, however, it cane to the
attention of the Board that applicant, in a related case in which
it was seeking registration of the identical term "PATENTS. COM
as a trademark for "conmputer software for managi ng a dat abase of

records and for tracking the status of the records by neans of

barred by the "nmerely descriptive" prohibition of Section 2(e)(1).
However, in the case of a nerely descriptive termwhich is generic, no
showi ng of acquired distinctiveness would suffice for purposes of
registration on the Principal Register. See, e.q., H Mrvin Gnn
Corp. v. International Ass'n of Fire Chiefs, Inc., 728 F.2d 987, 228
USPQ 528, 530 (Fed. Cir. 1986) and authority cited therein ["A generic
term... can never be registered as a trademark because such termis
"merely descriptive' within the neaning of Section 2(e)(1) and is

i ncapabl e of acquiring de jure distinctiveness under Section 2(f).

The generic name of a thing is in fact the ultimte in
descriptiveness"]. Thus, applicant's claim in the alternative, of
acquired distinctiveness would not suffice to overcone a possible
finding that the term "PATENTS. COM' is generic for its services so as
to permit registration.

° Applicant, noting in particular the Examining Attorney's reliance in
his brief upon the Board's decisions in In re CyberFinancial.net, 65
UsP@d 1789 (TTAB 2002) and In re Martin Container, 65 USPQ@d 1058
(TTAB 2002), urges in its reply brief that "the issues under
consideration in this case are ripe at this tine for review by an en
banc panel of the Trademark Trial and [Appeal] Board ..., rather than
a sinple panel, so that the issue of the special and frequently
hostile treatnment afforded by the Trademark O fice to domai n- nane-
related trademark applications can be fully ... addressed."”

Applicant, as noted in the order issued herein on March 11, 2005, was
advi sed at the oral hearing that, to the extent it was requesting an
en banc hearing and/or decision in this appeal, such request had been
deni ed by Chief Adm nistrative Trademark Judge Sans and that the
deni al thereof would be so noted.
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the Internet, had taken an appeal to the United States Court of
Appeal s for the Federal Circuit of a decision, by another panel
of the Board, affirmng a final refusal to register such term as
merely descriptive of applicant's goods.® In view of the
potential bearing of the anticipated decision of the Federal
Circuit, the Board in effect suspended i ssuance of a decision on
the issues herein pending the final disposition of applicant's
appeal in the related case.’

Fol l ow ng the issuance of a final decision in the
appeal in applicant's related case,’ an order was issued on March
11, 2005 with respect to the prelimnary matters rai sed by
applicant's filing, with its second and operative appeal brief
(hereinafter "main brief"), of its "SUBSTITUTION OF BASI S" and
its subm ssion, several nonths after the oral hearing, of its
anmendnent to allege use. By such order, the Exam ning Attorney's

objection to the substitution of basis filed by applicant was

held to be untenabl e and, since such substitution otherw se

* Ser. No. 78061755, filed on May 3, 2001, which was filed based on an
all egation of a bona fide intent to use such termin conmerce.
Appl i cant subsequently filed an anmendnent to allege use, setting forth
a date of first use and first use in commerce of Decenber 9, 1999.

® Specifically, the Board held that the term "PATENTS. COM nerel y
descri bes applicant's conputer software which tracks the status of
patents and is available on the Internet." In re Oppedahl & Larson
LLP, slip op. at 4 (TTAB April 16, 2003).

® Plainly, both appeals involve the question of whether the term
"PATENTS. COM " which is obviously fornmed by conbining the word
"PATENTS" with the top | evel donain designation ".COM" is at a

m ni num nerely descriptive of the subject matter of applicant's goods
and servi ces.

"In re Oppedahl & Larson LLP, 373 F.3d 1171, 71 USPQd 1370 (Fed. Gr.
2004) .
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conplied with the applicable rules, the application accordingly
stood anended to one seeking registration solely on the basis of
an all eged bona fide intention to use.

Nonet hel ess, by its further anendnent to all ege use,
applicant desires to convert its application back to one which
seeks registration on the basis of use in commerce. The
acceptability of such amendnent, which is acconpanied by a third
speci men of use that differs fromeach of the other two specinens
previously submtted, obviously has a direct bearing on the
issues in this appeal. At a mninum whether the anendnent is
al l owed affects not only whether the refusal on the basis that
the term "PATENTS. COM' does not function as a service nmark is
still part of this appeal, but also whether, if so, such ground
remai ns viable. Consequently, the order issued on March 11, 2005
additionally provided that:

Accordingly, further disposition of this
appeal is hereby suspended and the
application is remanded to the Exam ni ng
Attorney for consideration of the anmendnent
to all ege use. See TBMP 8§1206. 01 (2d ed.
rev. 2004) [it not only is the case that
amendnent to allege use filed during the
pendency of an ex parte appeal to the Board
is tinely,” but "[i]f an applicant which has
filed a tinely appeal to the Board files an
amendnent to allege use, in the application
whi ch is the subject of the appeal, nore than
six nmonths after issuance of the appeal ed
action, the Board may, in its discretion,
suspend proceedings with respect to the
appeal and remand the application to the
exam ning attorney for consideration of the
anendnent to all ege use"].

an

| f the Exam ning Attorney determ nes
that the anendnent to allege use is
acceptable, and finds that the speci men which
acconpani es the anmendnent evi dences use of
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the term "PATENTS. COM' in such a manner that
it functions as a service mark for
applicant's services, the Exam ning Attorney
should so indicate in an Ofice action and
return the application file to the Board for
resunption of the appeal, at which point the
Board will resunme proceedi ngs herein and
issue a final decision with respect to the
remai ning i ssues before this panel. [If, on
t he ot her hand, the Exam ning Attorney finds
that the anendnent to allege use is
unaccept abl e and/ or that the specinen which
acconpani es such anmendnment fails to evidence
use of the term " PATENTS. COM' in such a
manner that it functions as a service mark
for applicant's services, then a new final
refusal should be issued with respect
thereto, and the Exam ning Attorney should
thereafter return the application file to the
Board for resunption of the appeal. Once the
Board resunes proceedi ngs herein, any
refusals or requirenents which are the

subj ect of the new final refusal wll be
treated as part of this appeal and the Board
will issue a schedule for supplenenta
briefing wwth respect thereto. Follow ng
recei pt of such supplenental briefs, the

Board will issue a final decision with
respect to the remaining i ssues before this
panel , including any issues raised by the new

final refusal

The Exam ning Attorney, upon rermand of the application,
i ssued an O fice action on March 17, 2005 which states, anong
ot her things, that (enphasis in original):

Applicant's amendnent to allege use is

accepted and nade part of the record.

Accordingly, the refusal to register under

Trademar k Act Sections 1, 2[, 3] and 45, on

the ground that applicant's speci nmen of

record fails to exhibit use of the mark as a

service mark, is wthdrawn.
While the March 17, 2005 Ofice action also states that "[t]his
application is returned to the Board for resunption of the appeal
on the remai ning i ssue, nanely, whether applicant's mark may be

regi stered on the Principal Register in accordance with Trademark
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Act Section 2(f)," it is pointed out that such issue, which the
Examini ng Attorney does not even argue in his brief,® is not the
sole issue remaining in this appeal. Rather, as previously

noted, this appeal includes the issue of whether the term
"PATENTS. COM' is generic for applicant's services in addition to
t he i ssues of whether such termis nerely descriptive of the
subject matter of applicant's services and, if so, whether
applicant's showing in support of its alternative claimthat such
term has acquired distinctiveness through use thereof in comrerce
is insufficient to overcone a finding of nmere descriptiveness.

Accordi ngly, and inasnmuch as the Exam ning Attorney has
accepted applicant's anmendnent to all ege use and t he adequacy of
t he acconpanyi ng speci nen of use, as evidenced by the w thdrawal
of the refusal that as used the term "PATENTS. COM' fails to
function as a service mark for applicant's services, this appeal
is resuned and will go forward on the issues of whether such term
is generic and, if not, whether it is nmerely descriptive of

applicant's services and, if so, has acquired distinctiveness.

1t is apparent, however, that despite the |lack of any argunent as to
the i ssues of acquired distinctiveness and nere descriptiveness, the
Exami ni ng Attorney does not adnit or otherw se concede that the term
"PATENTS. COM' is either suggestive or has been shown to have acquired
di stinctiveness. Instead, the Exami ning Attorney appears to take the
position that he need not address the sufficiency of applicant's

evi dentiary showi ng or the question of nere descriptiveness because,

as stated in his brief, "[i]f matter is generic, ... then the matter
is unregistrable and a claimof acquired distinctiveness nmay not
overconme a refusal to register.” Nonetheless, the better practice in

cases, such as the instant appeal, where an applicant is not only
contending that a termis not generic but is arguing, alternatively,
that even if such termwere to be considered to be nerely descriptive,
it neverthel ess has been shown to have acquired distinctiveness and
hence is registrable, the Exam ning Attorney should also brief any
alternative issues and not just address the question of genericness.
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CGeneri cness

We turn first to the issue of genericness. As set
forth by our principal reviewing court in H Marvin G nn Corp. V.
I nternational Association of Fire Chiefs, Inc., 728 F.2d 987, 228
USPQ 528, 530 (Fed. G r. 1986), "[a] generic termis the conmon
descriptive nane of a class of goods or services." Such case
al so states the following as the |legal test for whether a term
which is asserted to be a mark, including one which includes a
top |l evel domain indicator (e.g., ".COM), is considered to be
generic:

Determ ni ng whether a mark is generic
i nvol ves a two-step inquiry: First, what
is the genus of goods or services at issue?
Second, is the term sought to be registered
understood by the relevant public

primarily to refer to that genus of goods or

services?
Id. However, as our principal review ng court has al so pointed
out, a showi ng of the genericness of a mark requires "clear
evi dence" thereof. 1Inre Merrill Lynch, Pierce, Fenner & Smth,
Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Cir. 1987).

Mor eover, as such court noted in In re Anerican
Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832, 1837 (Fed. Cr
1999), not only is it the case that "[t]he correct |egal test™
for genericness "is set forth in Marvin Gnn," but such test "is
to be applied to a mark ... as a whole, for the whole nay be
greater than the sumof its parts,” and the test "requires
evi dence of 'the genus of goods or services at issue' and the

understanding by the [rel evant] general public that the mark

refers primarily to 'that genus of goods or services.'" In
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particular, as recently noted by our principal review ng court in
In re Steel building.com 415 F.3d 1293, 75 USPQ2d 1420, 1421
(Fed. Cir. 2005) (citations omtted):

An inquiry into the public's understandi ng of
a mark requires consideration of the mark as
a whole. Even if each of the constituent
words in a conbination mark is generic, the
conbi nation is not generic unless the entire
formul ati on does not add any neaning to the
ot herwi se generic marKk.

Wth respect to the first prong of the genericness
test, applicant and the Exam ning Attorney woul d appear to agree
that the category or class of services at issue herein concerns
the providing of |egal information about patents or intellectual
property through a website. Applicant, in this regard, asserts
inits main brief that:

Applicant wishes to register the mark
for "on-line information services in the
field of intellectual property |aw provided
via [an] interconnected conputer network
I i nked by common protocols.” In establishing
the [final] refusal to register, the
Exam ning Attorney states, "The term
" PATENTS' nerely describes a type or category
of information provided on the applicant's
web site and is therefore a generic termfor
such services." Accordingly, the genus of
services at issue here clearly relates to the
provi ding of information about patents or
intellectual property through a web site.

Whil e the Exam ning Attorney, in his brief, does not specifically
address the first prong of the genericness test, he nonethel ess
mai ntains that the term™"' PATENTS is conmmonly recogni zed as the
class or category of information provided on the applicant's web
site" and points out, in a footnote, that "the conmmobn usage of

the term ' PATENTS as a type or category of intellectual property
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is shown in dictionary definitions and LEXI S-NEXI S dat abase
excerpts and may be gl eaned fromthe applicant's speci nens and
numerous exhibits.” Nothing in such contentions is thus at odds
with his statenent in the final refusal, with which applicant
plainly agrees, that the category, class or genus of its "on-Iline
information services in the field of intellectual property |aw
provided via [an] interconnected conmputer network |inked by
common protocol s" is essentially the "providing of information
about patents or intellectual property through a web site.”

Al t hough, perhaps surprisingly, no correspondi ng
statenent specifically appears in the Exam ning Attorney's brief
with respect to his discussion of the genericness issue, the
record reflects that the above-quoted statenent fromthe final
refusal as to the first prong of the proper legal test for
genericness is accurate and confirns that a principal aspect of
applicant's services, as identified in the application, is indeed
the "providing of information about patents or intellectual
property through a web site.” For instance, the speci nens of use

originally filed with the application, which consist of three

copies of the Cctober 1995 issue of the Qopedahl & Larson News
newsl etter, report that the "O&L Patent Law Information Wrld
Wde Wb Site,” which has "http://ww. patents.coni as its

I nt ernet address, "contains hundreds of answers to frequently
asked questions about patents and other intellectual property.”
In the same vein, the footer in the three copies of a January 25,
1996 e-mail sent by Carl Oppedahl on the "Subject: Mentioned in

the trade ..." recites that "http://ww.patents.comis a web

10
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server with frequently asked questions and answers on patent |aw
and other intellectual property subjects.” Simlarly, a printout
of the "HotSites" page fromthe "InfoWwrld" website lists three
such sites for the "Wek of Novenber 3, 1997," incl uding:

Pat ents. com http://ww. patents. com

The law firm of Oppedahl & Larson offers the
Intell ectual Property Law Wb Server, a
conpendi um of patent, copyright, trademark,
and trade secret information. |Included are
overviews of legal issues regarding software
and Wb content.

Anot her printout, fromthe "Nolo Press" website, sets forth five
"Online Resources for Patents,” including (in addition to a
reference to the U S. Patent and Trademark O fice):

http://wwv. patents.conmi The patent law firm

of Oppedahl and Larson is a good place to
start when researching patent |aw

Accordingly, in determining the first prong of the test
for genericness, we find in light of the factual record that,
whil e the genus or category of applicant's services is defined by
the recitation thereof in the application as "on-line information
services in the field of intellectual property |aw provided via
[an] interconnected conputer network |inked by comon protocols,"”
such recitation nust be interpreted, in |ight of the actual use
bei ng made of the term "PATENTS. COM' by applicant, as principally
enconpassi ng the inextricably intertwi ned el enment of providing

| egal information about patents, as well as other kinds of

° Such reference reads as foll ows:

http://ww. uspto.gov The U S. Patent and Trademark Office is
the place to go for recent policy and statutory changes and
transcripts of hearings on various patent |aw issues.

11
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intellectual property, through a website. See, e.qg., Inre
St eel bui l di ng. com supra at 75 USPQ2d 1422 [recitation of
services interpreted in light of actual use being made of term
"STEELBUI LDI NG COM']; In re Reed El sevier Properties Inc., 77
UsP2d 1649, 1656 (TTAB 2005) [while the genus of services with
respect to term"LAWERS. COM' found to be "providing a web site
wi th a database of information covering the identified topics of
law, |egal news and | egal services,"” Board further found in view
of actual use of such termthat "a central and inextricably
intertw ned el ement of that genus is information about |awers
and information from|awers" (footnote omtted)]; and In re DN
Hol di ngs Ltd., 77 USPQ2d 1435, 1438 (TTAB 2005) [genus of
services for determ ning whether term "SPORTSBETTI NG COM' i s
generic includes wagering on sporting events and provision of
information regarding sports and betting, since even though
recitation of services in application excludes nonetary wageri ng,
evi dence of record shows that website through which services were
rendered offers sports betting services]. The focus of our
inquiry, therefore, is whether, under the second prong of the
test for genericness, the term "PATENTS. COM' is understood by the
rel evant public for applicant's services, as recited in the
application, primarily to refer to a category or class (i.e., a
genus) of providing information about patents, as well as other
kinds of intellectual property, through a website.

Applicant, inits main brief, argues that in analyzing
"whet her the term sought to be registered is understood by the

public to refer to the genus of services that involve the

12
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provi ding of information about patents or intellectual property
through a web site,” the Exam ning Attorney "has taken the view
that the mark may be dissected and that the four characters
'.COM may be ignored in this analysis.” Specifically, applicant
asserts that in refusing registration on the ground of
genericness, "the Exam ning Attorney only considered the term
PATENTS on the view that '.COM does not function as an indicator
of source." Applicant correctly points out, however, that as set
forth by the Federal Circuit in In re D al-A- Mittress Operating
Corp., 240 F.3d 1341, 1347, 57 USPQ2d 1807, 1811 (Fed. Cr. 2001)
(which quotes fromEstate of P.D. Beckwith, Inc. v. Commr of
Patents, 252 U.S. 538, 545-46 (1920)): "The comerci al
inpression of a trade-mark is derived fromit as a whole, not
fromits elenments separated and considered in detail."

Applicant, in light of the above, further contends in
its main brief that:

The mark to be anal yzed is and shoul d be
PATENTS. COM but even if one assunes for sake
of discussion that the mark is PATENTS, the
genericness conclusion is in error. 1In
either case, it is nearly inconceivable--and
the Exam ning Attorney presents no evidence
to the contrary--that the terns PATENTS or
PATENTS. COM are used by the general public to
descri be the providing of information about
patents or intellectual property on a web
site. For atermto be generic, the term
must be used to refer to a genus of goods or
services. For instance, the mark THERMOS
becane generic for vacuuminsul ated
containers .... In contrast, ... "patents”
is atermthat the public understands to be
associated with physical itens called
"Letters Patent." Accordingly, PATENTS or
PATENTS. COM is clearly not a generic termin
regard to Applicant's services.

13
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Moreover, as to the significance of the term"”.COM itself,
applicant insists that the Exam ning Attorney is under the

"m staken inpression ... that '.coml neans no nore nor no | ess
than that the owner [of a domain name with that term is 'a
commer ci al organi zation (business).'" Applicant argues that
there are "[myriad other domain names ending in '.com [which]
are owned by individuals who are not conmercial organizations and
who do not carry out any business in connection with the domain
names."” According to applicant, "[d]omain nanmes ending in '.com
are available on a first-cone first-served basis for anyone to
regi ster and the Exam ner has not provided (and cannot provide)
any evidence of any enforcenent nechanismthat would check to see
if a woul d-be owner of a '.com domain nanme is a conmerci al
entity or is a business."

Asserting, in addition, that unlike the situation in In
re Gould Paper Corp., 834 F.2d 1017, 5 USPQd 1110, 1112 (Fed.
Cir. 1987), in which the term"SCREENW PE" was held generic for a
"pre-noi stened, anti-static cloth for cleaning conputer and
tel evi sion screens” because "[w het her conpounded as 'screen
W pe' --two words--or 'screenw pe'--one word--either is ordinary
grammati cal construction,” in the case of "PATENTS.COM it is not
"'ordinary grammatical construction' to use 'patents coml as a
generic termfor '"on-line information services in the field of
intell ectual property |aw provided via [an] interconnected
conputer network |inked by comon protocols."" Applicant, in
this regard, observes that "the Exam ner has presented no

evidence that it is "ordinary gramuatical construction' to use

14
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"patents coml as a generic terni for such services. Applicant
al so notes that the Exami ning Attorney has failed to nmake of
record any third-party use of either the term "PATENTS. COM' or
the words "patents com"™ In fact, as to the term "PATENTS. COM "
applicant insists that "[s]uch a showi ng woul d be exceedi ngly
unlikely, given that at npst one entity nmay possess any
particul ar domai n nane."

The Exam ning Attorney, relying principally on In re
Cyber Fi nanci al . Net Inc., 65 USPQd 1789, 1792-94 (TTAB 2002)
[holding the term "BONDS. COM' is generic for "information and
el ectroni c comrerce services regarding financial products,

i ncl udi ng bonds, provided via the Internet”], and In re Martin
Cont ai ner, 65 USPQ@d 1058, 1060-62 (TTAB 2002) [finding the term
"CONTAI NER. COM' is generic for "retail services featuring netal
shi ppi ng contai ners” and "rental of netal shipping containers”],
argues on the other hand that the term "PATENTS. COM' is generic
for applicant's services. |In particular, he maintains in his

brief that (footnotes onmitted):™

® The Exami ning Attorney requests that, "[f]or clarity, ... the Board
take judicial notice of the dictionary entry for '.COM fromthe
conmputer dictionary at http://ww.techweb.com which is attached to
this brief." W decline to do so, even though it is settled that, in
general, the Board may properly take judicial notice of dictionary
definitions. See, e.qg., Hancock v. Anerican Steel & Wre Co. of New
Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953); University of
Notre Danme du Lac v. J. C. Gournmet Food Inports Co., Inc., 213 USPQ
594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr.
1983); and Marcal Paper MIls, Inc. v. Anerican Can Co., 212 USPQ 852,
860 n. 7 (TTAB 1981). Nonetheless, in the case, like herein, of on-
line dictionary evidence subnmitted for the first tinme with the
Exanmining Attorney's brief, the Board in In re Total Quality G oup
Inc., 51 USPQ2d 1474, 1476 (TTAB 1999), stated with respect thereto
that, "when Examining Attorneys intend to rely on Internet evidence
that otherwi se would nornally be subject to judicial notice (such as
dictionary definitions), such evidence nust be subnitted prior to
appeal ." In view thereof, the Exami ning Attorney's request that we

15
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Here, the ... mark at issue is no
different fromthose in Martin Container and
CyberFinancial--it is conprised of a generic
termalong with the top-1level domain
[("TLD")] ... indicator ".COM" The term
"PATENTS" is defined as "a grant nmade by a
governnent that confers upon the creator of
an invention the sole right to nake, use, and
sell that invention for a set period of
tinme." The Anmerican Heritage Dictionary of
t he English Language (3d. Ed. 1992)
(electronic version) .... As denonstrated in
the record, "PATENTS" is commonly recognized
as the class or category of information
provi ded on the applicant's web site and is
therefore generic for the services. A term
is generic if it reflects the class or
category of information featured in the
identified services, and, thus, the
applicant's argunent to the contrary is
w thout nmerit. See CyberFinancial [65
usP@d] at 1792.

The term".COM is a top-level domain
i ndi cator for comercial web sites operating
on the internet. See the dictionary evidence
attached to the COctober 3, 1996 office
action. It is well established that the top-
| evel domain ".COM has no source indicating
significance and serves no trademark or
service mark purpose. See CyberFi nanci al at
[ 65 USPQ2d] 1792; Martin Container at [65
USPQ2d] 1060; Brookfield Comrunications, Inc.
v. West Coast Entertainnent Corp., 174 F.3d
1036, 1055 (9th Gir. 1999); Northern Light
Technol ogy v. Northern Lights C ub, 97
F. Supp.2d 96, 110 (D. Mass. 2000) (TLD has
"l'ittle inportance” in distinguishing marks);
CCBN.com Inc. v. c-call.com Inc., 73
F. Supp.2d 106, 112 (D. Mass. 1999) (TLD has
"no trademark significance").

The conbination of the generic term
"PATENTS" and the top-level domain indicator
".COM' in the proposed mark does not create
any new neani ng ot her than the neani ng conmon
usage woul d ascribe to them The rel evant
public woul d i mredi ately understand that the
applicant provides a conmmercial web site

take judicial notice of an on-line dictionary definition of the term
".COM' is denied.
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featuring information in the class or

category noted in the mark, nanely, patents.

O hers woul d have a conpetitive need to use

the matter sought to be registered as part of

their own domain nanmes and marks for simlar

i nformati on services about patents. In

accordance with Martin Contai ner and

Cyber Fi nancial, therefore, the proposed mark

is generic for the identified services ....

As such, the proposed mark nmay not acquire

di stinctiveness under Section 2(f) of the

Trademark Act, and registration is properly

refused under Section 2(e)(1) ... of the

Trademar k Act.

I n support of his position, the Exam ning Attorney
asserts in a footnote to his brief that, as noted previously,
"t he common usage of the term ' PATENTS as a type or category of
intellectual property is shown in the dictionary definitions and
LEXI S- NEXI S dat abase excerpts and may be gl eaned fromthe
applicant's speci nens and nunerous exhibits." Al though no
particular definition or excerpt is specifically referred to,
there can be no real question that the term "PATENTS" is generic
Wth respect to the subject matter of applicant's | egal services
of providing informati on about patents, as well as other kinds of
intellectual property, through a website, since such termplainly
desi gnates a category or class of intellectual property |aw
i nformati on whi ch applicant nakes avail able. For instance, the

definition of the word "patent” from The Anerican Heritage

Dictionary of the English Language (3rd ed. 1992) is nore than

sufficient to show the genericness of the term "PATENTS" in
relation to applicant's services. Such definition (which is
actually the sole definition thereof in the record) lists the

word "patent” in relevant part as a noun signifying (as partially
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i ndi cated previously) "1. a. A grant nmade by a governnent that
confers upon the creator of an invention the sole right to make,
use, and sell that invention for a set period of tine. b.
Letters patent. c. An invention protected by such a grant" and
as an adjective neaning, inter alia, "1. a. Protected or
conferred by a patent or letters patent: a patent right. b. O,
relating to, or dealing in patents: patent |[aw "

Al so of record, as nentioned above, in support of the
Exam ning Attorney's position with respect to the significance of
the term".COM" is "the dictionary evidence attached to the
Oct ober 3, 1996 office action,”™ which consists in pertinent part

of the followng definition fromThe Internet Dictionary (1995)

at 54-55:

domain  The mai n subdivi sion of Internet
addresses, the last part of an Internet

address after the final dot. 1In the United
States, the standard donmains are as foll ows:
Domai n Meani ng
.com Commer ci al
. edu Educat i onal
. gov Gover nnent
.m Mlitary
.org Non- profit organi zation
. het Net wor k

Qutside the United States, the top-Ievel
domain is usually the country domain, such as
.ca for Canada, .de for Gernmany

(Deut schl and), .uk for the United Ki ngdom
and so on.

We judicially notice in the sane vein that, for instance, The

Anerican Heritage Dictionary of the English Language (4th ed.

2000) defines ".com' at 367 as "abbr. commercial organization (in

I nternet addresses),” while the Mcrosoft Conputer Dictionary

(4th ed. 2000) at 95 |li kew se defines such termin pertinent part
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as "1. In the Internet's Domain Nane System the top-I|evel domain
that identifies addresses operated by commercial organizations.
The domai n nanme .com appears as a suffix at the end of the
address. .... Conpare .edu, .gov, .ml, .net, .org." Mbreover
contrary to the argunent in its main brief, applicant inits
response to the initial office action conceded that:
Persons famliar with the worl dw de web

know that sites on the web are accessed

t hrough an address (called a URL) which may,

for exanple, have the format

htt p: // www. dormai nnanme. com where "cont

i ndicates that the domain is a commerci al

entity (as opposed to governnental, education

or other type) and domai nnanme is a uni que

identifier wwthin the .com donai ns.

It is settled that a termis generic if it nanes a
cl ass of the services or goods to which it is applied. See,
e.d., Inre Dal-A-Mattress Operating Corp., supra at 57 USPQd
1810, citing In re Merrill Lynch, Pierce, Fenner & Smth, Inc.,
supra at 4 USPQ2d 1142, and H. Marvin Gnn Corp. v. Internationa
Associ ation of Fire Chiefs, Inc., supra at 228 USPQ 530; Loglan
Institute Inc. v. Logical Language G oup Inc., 962 F.2d 1038, 22
USP@2d 1531, 1533 (Fed. Cir. 1992); and In re Northland Al um num
Products, Inc., 777 F.2d 1566, 227 USPQ 961, 964 (Fed. GCr
1985). Generic terns, however, are not |imted to use as nouns
designating a category, genus or type of product or service, but
may al so be used, for exanple, as adjectives. See, e.qg., Inre
Pennzoi|l Products Co., 20 USQP2d 1753, 1758-60 (TTAB 1991)
["MJLTI-VIS" held generic for "nmultiple viscosity notor oil"].

Moreover, in making a determ nation of genericness, evidence of

the rel evant public's understanding of a term my be obtained
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from any conpetent source, including newspapers, nmgazi nes,

di ctionaries, catalogs and other publications, as well as the
Internet. See, e.qg., In re Northland Al um num Products, Inc.,
supra at 227 USPQ 963; and In re Leatherman Tool Goup Inc., 32
USP2d 1443, 1449 (TTAB 1994).

Furthernore, in the case of a compound term our
principal reviemng court in In re American Fertility Society,
supra at 51 USPQR2d 1836, has pointed out that as set forth in In
re Gould Paper Corp., supra at 5 USPQ2d 1110, 1111-12, not only
does the test of whether a termis generic involve a
determ nation of its primary significance to the rel evant
pur chasi ng public, but the burden of proof of genericness, which
is on the US Patent and Trademark O fice ("USPTO'), is
satisfied by dictionary definitions show ng that separate words
joined to forma conmpound have a neaning identical to the neaning
common usage woul d ascribe to those words as a conpound. That
is, if the USPTO can prove that the public understands the
i ndividual terns to be generic for a genus of goods or services
and that the public al so understands the joining of the
i ndi vidual ternms into one conmpound word | ends no additi onal
nmeaning to the term then the USPTO has proven that the public
woul d understand the conmpound termto be generic in that it
refers primarily to the genus of goods or services described by
the individual ternms. In re Anerican Fertility Society, supra at
51 USPQ2d 1836. However, our principal review ng court went on
in such case to state that "Gould is limted, on its facts,

| anguage, and hol di ng, to conpound terns fornmed by the union of
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words" and that it is "legally erroneous” to apply the test
therein for genericness of such ternms "to phrases consisting of
multiple terms, which are not 'joined in any sense other than
appearing as a phrase.”™ In re Anerican Fertility Society, supra
at 51 USPQed 1837.

We are therefore faced, in determning the second prong
of the test for genericness, with the question of whether to
treat the designation "PATENTS. COM' as a conpound term for which
proof along the lines of that held sufficient in Gould may
suffice, or whether to analyze such designation instead as a
phrase, for which evidence of use thereof by the relevant public
to refer to a category, genus or class of services |like those
of fered by applicant would be necessary under Anmerican Fertility
Society. To us, it is the fornmer approach that is appropriate
for analyzing an Internet domai n nanme designation which is
conposed of a word, with an ordinary or commonly under st ood
di ctionary neaning, as the domain nanme together with a top-Ievel
domain ("TLD') indicator. See, e.g9., Inre Eddie Z's Blinds &
Drapery Inc., 74 USPQ2d 1037, 1041-42 (TTAB 2005); In re
Cyber Financial . Net Inc., supra at 65 USPQ2d 1794; and In re
Martin Container, supra at 65 USPQ2d 1061. Treating a
conmbi nati on such as "PATENTS. COM' as a conpound termrather than
as if it were the phrase "PATENTS COM' is preferable since, due
(presumably) to the technical requirenments of Internet domain

1

name addresses,' in our experience there can be no space

11

For instance, as noted in In re DNl Holdings Ltd., supra at 1440-41:
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separating any of the individual terns which conprise an |Internet
address. Hence, because there could not ever be any third-party
use of phrases such as, for exanple, "drugstore com’ for on-line
drugstore services, "bank com for web-based conmercial bank
services or "supermarket coni for on-line retail supernmarket
services, a strict application of Arerican Fertility Society
rather than Gould plainly | eads to the anomal ous result that such
unquestionably generic terns as "drugstore,” "bank"™ or
"supermarket,"” when coupled with the top | evel donmain nane
".com" could never be considered generic terns for the providing
by a commercial entity, via the Internet, of, respectively,
drugstore, comercial bank or retail supermarket services.

Public policy, including the unfettered use of the English

| anguage, demands, however, in our view that in the context of
the Internet, such terns as "DRUGSTORE. COM " "BANK. COM' or

" SUPERVARKET. COM' shoul d be treated as generic, just as the words
"drugstore,” "bank"™ or "supermarket" are generic for the
correspondi ng brick and nortar enterprises. To do otherw se, and
thus "[t]o allow trademark [or service mark] protection for
generic ternms, i.e., nanes which describe the genus of goods [or
servi ces] being sold, even when these have becone identified with

a first user, would grant the owner of the mark a nonopoly, since

As to domai n nanes, presumably international protocols
define a limted range of printable characters for second
| evel domain nanmes, including that they cannot contain
spaces. W observe that, generally, adjacent words are
sinmply run together in domain names (or at the very | east,
any spaces occurring naturally in normal English |anguage
text nust be replaced with a hyphen or simlarly-approved
characters [(e.g., an underscore: )].
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a conpetitor could not describe his goods [or services] as what
they are.” 1Inre Merrill Lynch, Pierce, Fenner, & Smth, Inc.,
supra at 4 USPQRd 1142.

Accordingly, turning to the critical inquiry of
whet her, under the second prong of the test for genericness, the
conmpound term "PATENTS. COM' i s understood by the public for
applicant's services to refer primarily to a category or class
(i.e., a genus) of providing |legal information about patents, as
wel | as other kinds of intellectual property, through a website,
we find that the Exam ning Attorney has shown by clear evidence
that such is indeed the case. Cbviously, the relevant public for
applicant's services enconpasses anyone interested in obtaining
| egal information about patents, whether such a personis, to
cite a few exanples, a new inventor or |ayman entrepreneur, an
engi neer or scientific researcher, or a patent agent or attorney.
The dictionary definitions of "patents"” and ".cont are sufficient
to denonstrate that, when such terns are conbined to formthe
desi gnation "PATENTS. COM " they have a nmeaning in conbination
which, to the relevant public for applicant's services, is
identical to the meani ng which conmon usage by nmenbers of such
public would ascribe to those words as a conpound.

Specifically, the relevant public clearly understands
the individual ternms "patents"” and ".cont to be generic for,
respectively, a class or category of (i) intellectual property
relating to or dealing in governnental grants, known as letters
patents, that confer upon inventors the sole right to nmake, use,

and sell their inventions for a set period of tinme and (ii) a
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top-level domain identifier of, in Internet addresses, any
conmer ci al organi zation or (as admtted by applicant) other
commercial entity. Because the term"patents” is the generic
name for a class or category of intellectual property which
constitutes, in significant part, the subject matter of its |egal
services of providing information about patents and ot her Kkinds
of intellectual property |aw through a website, such termis

I i kewi se a generic nanme for those informational services as well.
See, e.qg., In re Candy Bouquet International Inc., 73 USPQd
1883, 1888 (TTAB 2004) ["[i]nasnmuch as applicant is seeking to
register a service mark ..., an additional principle applicable
to our genericness determnation in this case is that a term
which is generic for a particular class of goods is also deened
to be generic for the services of selling those goods"]; In re

Cyber Fi nanci al . Net Inc., supra at 65 USPQd 1790-92;" and In re

 Along the same line, the Board in particular noted therein that:

The Board has held in the past that a termwhich is the
generic nane of a particular category of goods is |ikew se
generic for any services which are directed to ... that
class of goods. See: Inre AlLa Vieille Russie Inc., 60
USP@d 1895 (TTAB 2001) [ RUSSI ANART generic for particul ar
field or type of art and al so for deal ership services
directed to that field]; In re Log Cabin Hones Ltd., 52
USP@@d 1206 (TTAB 1999) [because LOG CABIN HOVES is generic
for a particular type of building, it is also generic for
architectural design services directed to that type of
building, and for retail outlets featuring kits for
construction of that type of building]; Inre Wb

Communi cati ons, 49 USPQ2d 1478 (TTAB 1998) [because VEB
COMMUNI CATIONS is generic for publication and conmmuni cation
via the Wrld Wde Wb, it is also generic for consulting
services directed to assisting custonmers in setting up their
own Web sites for such publication and comrunication); and
In re Harcourt Brace Jovanovich, Inc., 222 USPQ 820 (TTAB
1984) [ LAW & BUSI NESS i ncapabl e of di stingui shing
applicant’s services of arranging and conducting senminars in
the field of business |aw.
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Martin Container, supra at 65 USPQ2d 1060. Simlarly, because
the top-level domain indicator ".com is a generic designation
for an Internet address or website run or sponsored by a
commerci al organi zation or entity, as opposed to, for instance,

t he governnent (".gov"), the mlitary (."ml|"), an educati onal
institution (".edu") or a non-profit organization (".org"), the
use thereof in connection with the applicant's services of
providing information about the | aw of patents and ot her kinds of
intellectual property through a website generically signifies
that such | egal services are provided by a commercial entity or
business. See, e.g., In re CyberFinancial.Net Inc., supra at 65
UsP@@d 1792 ["[s]inply put, the TLD '.com' as shown by the ..
evi dence, signifies to the public that the ... donmain nane

3

constitutes a commercial entity"];"” and In re Martin Contai ner,
supra at 65 USPQ2d 1060 [term ".com " "to the average custoner
., would inmediately indicate a commercial web site on the
Internet"].
In view thereof, joining the terns "patents"” and ".cont

to formthe designation "PATENTS. COM' results in a conmpound term

In re CyberFinancial.Net Inc., supra at 65 USPQ2d 1791.

® The Board, inter alia, noted therein that, as to such evidence:

The term".conf is defined in the follow ng ways: "a donmain
type used for Internet locations that are part of a

busi ness or conmercial enterprise"[--]CNET dossary (1998);
"abbreviati on of commercial organization (in Internet
addresses)"[--]The American Heritage Dictionary of the English
Language (4th ed. 2000); and "Internet abbreviation for
conmpany: used to show that an Internet address belongs to a
conmpany or business"[--] Canbridge Dictionaries Online (2001).

In re CyberFinancial.Net Inc., supra at 65 USPQ2d 1791.
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which, to the relevant public for applicant's services of
providing | egal information about patents, as well as other kinds
of intellectual property, through a website, primarily signifies
a comercial website which provides |egal information about
patents. See, e.d., In re Reed Elsevier Properties Inc., supra
at 77 USPQ2d 1656 ["rel evant public, including both | awers and
non-| awyers, when they consider LAWERS. COMin conjunction with
t he class of involved services [which includes providing a
website with a database of information covering the topics of
| aw, | egal news and | egal services], would readily understand the
termto identify a conmercial web site providing access to and
i nformati on about | awers"]; CyberFinancial.Net Inc., supra at 65
UsPQ@d 1794 ["finding that the designation BONDS. COM as a whol e
is no less generic than its constituents”™ with respect to
information and el ectroni c conmerce services regardi ng financial
products, including bonds, provided by way of the Internet]; and
In re Martin Container, supra at 65 USPQ2d 1060 ["to the average
consuner seeking to buy or rent containers, 'CONTAI NER. COM woul d
i mredi ately indicate a comercial web site on the Internet which
provi des contai ners"].

The rel evant public for applicant's | egal services,
furthernore, would clearly understand that the joining of the
i ndi vidual ternms "patents” and ".cont into the conpound term
"PATENTS. COM' | ends no additional neaning to such termas a
whole. Wiile we are cogni zant that our principal review ng court

inln re Steel building.com supra at 75 USPQRd 1423, found that
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t he conposite term "STEELBU LDI NG COM'" was not generic because,
"[i]n this unusual case, the addition of the TLD i ndi cator
expanded the neaning of the mark to include goods and services

n 14

beyond the nere sale of steel buil dings, we fail to find any
evi dence on this record that the conmpound term " PATENTS. COM'

anal ogously presents such exceptional circunstances. To be sure,
i n understandi ng such termas neaning primarily a comerci al
website which provides information about patent |aw, some nenbers
of the relevant public would think of a website which provides

i nformati on about obtaining patents, that is, how to patent

i nventions, while other nmenbers, for exanple, would view the term
"PATENTS. COM' as a website which provides information about
particul ar patents which have issued and/or the status of pending
patent applications. Still others, no doubt, would understand
such termprimarily as signifying a comercial website which
provi des essentially any type of information concerning patents,

i ncluding both of the kinds of information nentioned above. Any
of these understandi ngs, however, would be generic inasmuch as,
unlike the situation in Steel building.com in each instance the

subject matter of applicant's comrercial website is still the

" The court, in this regard, further insisted with respect to "the
effect of attaching the term'.COM to ' STEELBUI LDING " that:

Specifically, the TLD expanded the mark to include internet
services that include "building" or designing steel
structures on the web site and then cal cul ati ng an
appropriate price before ordering the unique structure. The
record, therefore, does not contain evidence sufficient to
support the board's finding that "STEELBU LDI NG COM' is
generic for applicant's services.

Inre In re Steel building.com supra at 75 USPQd 1423.
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same--informati on about patents. See, e.d., In re Reed El sevier
Properties Inc., supra at 77 USPQRd 1656 ["the |ikelihood that
sonme nenbers of the relevant public would think of a web site
provi ding online access to | awers while others mght think of a
web site providing online information about | awers does not
render LAWERS. COM non-generic. Either understanding of the term
woul d be generic and the fact that a termmay have two generic
meani ngs when consi dered in connection with a particular class of
services does not nean it is not generic" (enphasis in original)]
and cases cited therein.

We concede that the record contains no exanpl es of
third-party use of either the designation "patents.conm or the

n 15

phrase "patents com nor has the Exam ning Attorney nmade of
record any instances of third-party use, in connection with
commercially provided on-line information services concerning

patents, of Internet domain nane addresses which incorporate the

15

However, as previously noted in this opinion, evidence thereof
sinmply is not likely to exist in the context of the Internet due to
the technical requirenment that there can be no space in the elenents
conprising a domain nane. Thus, as applicant adnmits inits main
brief:

In re Gould offers the Exam ner one other way to

justify a genericness refusal, nanely to "show ... that the
public uses it to identify goods [or services] of other
producers as well." Such a showi ng woul d be exceedingly

unlikely, given that at nost one entity nay possess any
particul ar domain name. Wre sone other entity to offer
"on-line information services in the field of intellectual
property |law provided via [an] interconnected conputer
network |inked by comobn protocol s" using the expression
PATENTS. COM ( perhaps in sone way unrelated to a domai n nane,
such as in the text of a web page), that entity would only
serve to popul arize the web site at which applicant offers
the identified services. In any event the Exam ner has nade
no such show ng.
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expression "patents.com (such as, hypothetically speaking,

"www. f reei nf or mat i onabout pat ents. com "™ "ww. i nt ernet - patents. cont
or "www. |l aw firm name_patents.conf). Such is not necessary,
however, in order to for us to find that the primary significance
of the term "PATENTS. COM' to the relevant public for applicant's
services is as a reference to a category or class (i.e., a genus)
of providing |legal information about patents, as well as other
kinds of intellectual property, through a conmercial website.
Nonet hel ess, in addition to our finding of genericness, we wll
now deci de the remaining issues in this appeal (notw thstanding

t he absence of any briefing thereof by the Exam ning Attorney)™
in the interest of rendering a conplete opinion on all of the

i ssues present ed.

Mere Descri ptiveness

Consi dering next, therefore, the issue of whether the
term "PATENTS. COM' is nerely descriptive of the subject matter of
its services, applicant argues anong other things that, for
techni cal reasons, any Internet domain name is inherently
di stinctive and thus cannot be nerely descriptive. Specifically,
applicant asserts in its main brief that "[e]very nenber of the
public is well aware that only one entity is capable of owning

any particular Internet domain nanme" (enphasis in original).

" As indicated earlier, the failure of the Exam ning Attorney to bri ef
the remaining issues in this appeal, due to his insistence that the
term "PATENTS. COM' is generic and that, as such, it cannot acquire

di stinctiveness, is not a concession of the renaining issues herein.
However, to reiterate, the better practice would have been for the
Exanmining Attorney to have briefed the alternative issues and not to
rely solely upon an ultimate finding that the term "PATENTS. COM' is
generi c.
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Appl i cant consequently contends that "[i]n this context, anyone
who sees ' PATENTS. COM (or any other particul ar donmai n nane)
knows, therefore, that PATENTS. COM can be associated with only
one entity, and that it cannot possibly be associated with nore
than one entity. As such it is automatically distinctive."
Applicant al so points out that:

In this context it should be noted that
t he Exam ner has not cited even a single use
of the term PATENTS. COMin a descriptive
sense, for exanple[,] by neans of a Nexis
conputer search. It should also be noted
that the Exam ner has not cited even a single
use of the term PATENTS.COM referring to
goods or services of anyone other than the
appl i cant.

As set forth in In re Oppedahl & Larson LLP, supra at
71 USPQRd 1371-72, a recent case in which (as pointed out
earlier) our principal reviewing court in applicant's comnpanion
application” affirmed the Board's decision holding that the term
"PATENTS. COM' is nerely descriptive of "conmputer software for
managi ng a database of records and for tracking the status of the
records by neans of the Internet":

A mark is nerely descriptive if it
"consist[s] nerely of words descriptive of
the qualities, ingredients or characteristics
of " the goods or services related to the
mark. Estate of P.D. Beckwith, Inc. v.
Conmmir of Patents, 252 U. S. 538, 543 (1920).
Thus, a mark is nmerely descriptive if it
i mredi ately conveys know edge of a quality or
characteristic of the product. Dial-A-
Mattress, 240 F.3d at 1346[, 57 USPQRd at
1812]. A mark may be merely descriptive even
if it does not describe the "full scope and
extent" of the applicant’s goods or services.
|d. Descriptive marks can qualify for

' See footnote 4.
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regi stration on the Principal Register if
they acquire secondary neaning, i.e.,

di stinctiveness. See 15 U . S.C. 8§ 1052(f)
(2000); Two Pesos, Inc. v. Taco Cabana, Inc.,
505 U. S. 763, 769[, 23 USPQd 1081, 1083-84]
(1992).

In Dial-A-Mattress, this court did not
say, however, that the Board cannot ascertain
t he nmeani ng of each of the words or
conponents that nmake up the entire mark. 1In
considering a mark as a whole, the Board may
wei gh the individual conponents of the mark
to determne the overall inpression or the
descriptiveness of the mark and its various
conponents. Inre Nat’'l Data Corp., 753 F.2d
1056, 1058[, 224 USPQ 749, 751] (Fed. G
1985). Thus, the [US] PTO may properly
consi der the neaning of "patents" and the
meani ng of ".com' with respect to the goods
[or services] identified in the application.
However, if those two portions individually
are nmerely descriptive of an aspect of
appel l ant’ s goods [or services], the [US] PTO
nmust al so determ ne whether the mark as a
whol e, i.e., the conbination of the
i ndi vi dual parts, conveys any distinctive
source-identifying inpression contrary to the
descriptiveness of the individual parts. 1d.

In particular, as to the Board's finding of nere
descriptiveness, our principal reviewng court further indicated
and held that:

In this case, the Board concl uded t hat
".cont conveys to the public that the mark is
owned or used by a commercial entity or
busi ness. To support that conclusion, the
Board cites various dictionary definitions
indicating that ".com is an abbreviation for
"conpany” used in Internet addresses.
Appel | ant argues that donmain nanme registries
no | onger enforce the use of particular TLDs
based on the type of entity seeking to
regi ster the domain nanme, i.e., ".coni for
conpani es and ".org" for non-profit
organi zations. Regardless of the current
state of Internet governance, the Board is
correct that the overall inpression of ".cont
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conveys to consuners the inpression of a
conpany or commercial entity on the Internet.
"Any conmpetent source suffices to show the
rel evant purchasi ng public’s understandi ng of
a contested term including ... dictionary
definitions." Dial-A Mattress, 240 F. 3d at
1345[, 57 USPQ2d at 1810]. Accordingly,
substanti al evidence supports the Board’'s
conclusion that ".conf indicates a commerci al
entity. Moreover, ... as qualified above,
that i npression bears no trademark
significance. The dictionary definitions in
the record also establish that ".conl conveys
the use of the Internet in association with
the mark. Appellant’s identification of
goods includes the use of the Internet.
Accordingly, ".cont is descriptive of this
feature of the goods listed in the
application. Substantial record evidence

al so supports the Board s finding that
"patents” is descriptive of a feature of the
appel l ant’ s goods. Appellant’s website shows
that it offers software to track, inter alia,
patent applications and issued patents using
the Internet. Tracking patents falls within
the scope of the goods identified in the
application, i.e., "tracking records."” Thus,
the term"patents" describes a feature of the
goods of fered.

The Board al so concl uded that the
conbi nation of "patents" and ".conm' does not
render the mark as a whol e distinctive and
registrable. The Board reached this
concl usi on based on its application of the
[ Goodyear's I ndia Rubber d ove Manufacturing
Co. v.] CGoodyear [Rubber Co., 128 U S. 598,
602-03 (1988)] analysis, i.e., finding that
".com' holds no source-indicating
significance just as [is the case with the
ternmi "Corp." An analysis of the commerci al
i npression of the mark as a whole as required
under the analysis stated above still yields
the sane result on this record.

Appel I ant’ s goods i ncl ude patent
tracking software by neans of the Internet.
The term patents.com nerely descri bes patent-
rel ated goods in connection with the
Internet. The two terns conbi ned do not
create a different inpression. Rather, the
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addition of ".conm to the term "patents"” only
strengt hens the descriptiveness of the mark
in light of the designation of goods in the
application. "Patents" al one describes one
feature of the goods--that of tracking patent
applications and issued patents. Adding
".com' to the mark adds a further description
of the Internet feature of the identified
goods. Thus, appellant’s argunent to
consider the mark as a whole only strengthens
t he descriptiveness finding.

Id. at 71 USPQ2d 1373-74.

Moreover, as to applicant's argunent, also raised
herein, that a domain name such as "PATENTS. COM' cannot be nerely
descriptive because it is inherently distinctive, our principal
review ng court specifically pointed out and found with respect
thereto that:

Appel I ant asserts that domai n nanes are

i nherently distinctive because they can only
be associated with one entity or source at a
time. The sinple fact that domai n nanmes can
only be owned by one entity does not of
itself make themdistinctive or source
identifying. Telephone nunbers and street
addresses are al so uni que, but they do not by
t hensel ves convey to the public the source of
speci fic goods or services. Thus, this court
declines to adopt a per se rule that would
extend trademark protection to all Internet
domai n names regardl ess of their use.
Trademark | aw requires evaluation of a
proposed nmark to ascertain the conmerci al

i npression conveyed in light of the goods or
services associated with the mark, not a
sinpl e check for ownership of an Internet
addr ess.

When exam ni ng domai n nane marks, the
[ US] PTO nust eval uate the comrerci a
i npression of the mark as a whol e, including
the TLD indicator. The addition of a TLD
such as ".conf or ".org" to an otherw se
unregi strable mark will typically not add any
source-identifying significance, simlar to
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the analysis of "Corp." and "Inc." in

Goodyear’s [India] Rubber [d ove]

Manufacturing Co., 128 U S. at 602. This,

however, is not a bright-line, per se rule.

I n exceptional circunstances, a TLD may

render an otherw se descriptive term

sufficiently distinctive for trademark

registration. 1In this case, the mark

patents.com as a whole, is nerely

descriptive of appellant’s goods. The

decision of the Board is affirned.

ld. at 71 USPQd 1374.

In light of the above, and based on the dictionary
definitions and other evidence before us, it is apparent that the
term "PATENTS. COM' is nerely descriptive of applicant's "on-Iline
information services in the field of intellectual property |aw
provi ded via [an] interconnected conputer network |inked by
common protocols.” Plainly, patents are one of the principa
subjects of applicant's Internet-based intellectual property |aw
i nformation services as evidenced by, for instance, the third
speci nen of use, which applicant submitted with its amendnent to
al | ege use. Anmpong ot her things, such specinen, which consists of
a screen-print of applicant's "Wl cone to the patents.com
Intell ectual Property Law Web Server" webpage (italics in
original), states that "Oppedahl & Larson LLP is a law firm
of fering patent, copyright, trademark, trade secret, and ot her
intell ectual property services"; recites that "This Wb server is
intended to provide information about intellectual property and
about the firnf'; and contains a link entitled "General

informati on about patents” as the first in a listing of four

i nks, which also include those denom nated "General infornmation

about copyrights," "General information about trademarks" and
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"General information about trade secrets.” Cearly, as was

anal ogously the case in Oppedahl, the term "PATENTS. COM' nerely
describes patent-related | egal services in connection with the
Internet. Specifically, to the relevant public for applicant's
services, including laynen interested in obtaining information
about patents, such as general information about patent | aw,
conbining the ternms "PATENTS" and ".COM into the conmpound term
"PATENTS. COM' results in a designation which would only signify a
commercial website which provides |egal information about
patents. 1d. at 71 USPQ2d 1374.

The conbi nation, noreover, of the terns "PATENTS' and
".COM' to formthe conmpound term "PATENTS. COM' does not create a
di fferent connotation which is suggestive or otherw se source-
indicative. Rather, the addition of ".COM to the word "PATENTS"
serves to strengthen the nere descriptiveness of the term
"PATENTS. COM' in light of applicant's services as recited in its
application. The word "PATENTS" al one nerely describes one
significant feature of such |legal services--that of comrercially
providing informati on on the subject of patents. Adding ".COM
thereto nerely adds a further description of the Internet or web-
based feature of applicant's services. Thus, as was found in
Oppedahl, considering the term "PATENTS. COM' "as a whole only
strengthens the descriptiveness finding." [Id. at 71 USPQd 1374.
Li kewi se, as indicated in the even nore recent case of Inre
St eel bui | di ng. com supra at 75 USPQ2d 1423-24, our principal
review ng court, in upholding the Board's finding of nere

descriptiveness with respect to the term " STEELBU LDl NG COM' for
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inter alia, conputerized on-line retail services in the field of
pre-engi neered netal buildings and roofing systens,™ held that:

The Board al so consi dered how the TLD

i ndi cator may have affected descriptiveness.
The Board correctly observed that adding
".COM' to "STEELBU LDI NG' "sinply neans that
services ... are perforned in an on-line or
'e-commerce' environnent." .... Indeed, the
TLD i ndi cator describes a significant feature
of applicant's services, nanely, the Internet
conmer ce connection. Thus, the record
sustains the Board's determ nation that
applicant's mark is "merely descriptive" for
the on-line services specified in the
appl i cation.

Furthernore, we fail to see anything in the evidentiary
record herein which presents such exceptional circunstances that
t he conbi ned term "PATENTS. COM " when used in connection with
applicant's services, wuld not be considered nerely descriptive
because the conbination of the ternms "PATENTS" and ".COM results

in a whole greater than the sumof its parts. |In particular, as

18

In particular, the court found anong other things that:

The Board al so consi dered whet her the mark
STEELBUI LDI NG. COM was, if not generic, then at |east nerely
descriptive. The applicant’s web site lists as its first

feature: "Design your steel building with our advanced
interactive system" (Enphasis added). One of applicant’s
advertisenments includes the followi ng sentence: "E-Comrerce

website offers instant pricing and on-line sal es of steel
bui l dings, mini storage systens, building accessories,

conponent parts and all-steel hones." (Enphases added).
Based on this evidence and nore in the record, this court
concurs in the statenent of the Board: "[w]e, frankly, are

at a loss to understand that if the retail sale of stee
buildings is not the primary feature of applicant’s
services, what is. However, whether steel buildings are the
"primary feature' of applicant’s services is not

determ native, because they are at |east a significant
feature of applicant’s services." Steelbuilding.com 2003
WL 23350100, at *9. For descriptiveness, the record shows
that a consumer woul d recogni ze the conpound word
"STEELBUI LDI NG' as conveying the sane inpression, at |east
for trademark purposes, as the phrase "steel buildings."
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noted in this regard by our principal reviewing court inlnre
St eel bui l di ng. com supra at 75 USPQd 1422:

Only in rare instances will the addition
of a TLD indicator to a [nerely] descriptive
termoperate to create a distinctive mark.
Oppedahl, 373 F.3d at 1175[, 71 USPQd at
1373]. In those rare instances, a termthat
is not distinctive by itself may acquire sone
addi tional nmeaning fromthe addition of a
TLD, such as ".com" ".net," etc. See id. at
1175-76[, 71 USPQ2d at 1373-74.] |In those
unusual circunstances, the addition of the
TLD can show Internet-rel ated
di stinctiveness, intimating sone "I nternet
feature" of the item See id. at 1178[, 71
USPQ2d at 1374.] Because the evaluation of a
mar k proposed for registration requires
consideration of the mark as a whole, the
di stinctiveness derived froma connection to
the Internet, as indicated by the TLD
indicator, is a part of the calculus for
registration

Here, however, as expl ai ned above, the addition of the TLD
i ndicator ".COM to the word "PATENTS' to formthe term
"PATENTS. COM' adds nothing nore than nerely describing the
I nternet or web-based feature of applicant's commercially
provided | egal information services on the subject of patents.
See In re Oppedahl & Larson LLP, supra at 71 USPQ2d 1374.
Finally, as to applicant's contention that the
Exam ning Attorney has failed to submt any evidence of third-
party use of the term "PATENTS. COM' in a descriptive manner,
suffice it to say that it is well settled that the fact that
applicant may be the first and/or sole user of a nerely
descriptive termdoes not entitle it to registration thereof

where, as here, the other evidence of record denonstrates that

the termprojects only a nerely descriptive significance in the
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context of applicant's services. See, e.g., In re National
Shooti ng Sports Foundation, Inc., 219 USPQ 1018, 1020 (TTAB
1983); and In re Mark A Gould, MD., 173 USPQ 243, 245 (TTAB
1972).

Acqui red Di stinctiveness

This brings us to consideration of the sufficiency of
applicant's alternative claimthat the term "PATENTS. COM' has
acquired distinctiveness through use thereof in comerce.
Applicant argues in its main brief that it has submtted
sufficient evidence of acquired distinctiveness, including an
"uncontroverted" declaration by Carl Oppedahl, dated July 10,
2000, which in relevant part attests that "[t] he mark PATENTS. COM
has becone distinctive of the goods (or services) through the
applicant's substantially exclusive and conti nuous use in
commerce for at least the five years imediately before the date
of this statenent.” Applicant, while nmaintaining that such
decl aration per se is sufficient to denonstrate acquired
di stinctiveness, also asserts that "the record shows thousands of
i nstances of uses by third parties of PATENTS.COMto refer
specifically to goods or services of the applicant” and insists
that "[n]Jothing in the present record controverts the nyriad
objective indicia of distinctiveness shown in these subm ssions.”
I n consequence of all the evidence which it has furnished,
applicant urges that it "has provi ded extensive evidence of
public recognition of PATENTS. COM as a source of services that

relate to the providing of information about intellectual

property."
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In support of its position, applicant has submtted, in
addition to the above-noted declaration of Carl QOppedahl,™ the
decl arations, with exhibits, of Marina T. Larson, dated April 3,
1997, and Stanley D. Ference |11, dated Decenber 23, 1997. M.
Larson's declaration, inter alia, attests that she is a general
partner in applicant; that as shown by the statistics page
attached as Exhibit A, which shows "the nunber of visitors to the
patents.comweb site since February 1996," such site "has had
nore than 44,000 [visitors] in just over a year, or an average of
nore than 100 visitors per day"; that "[n]Jost of these visitors
ei ther typed the nanme 'patents.com or highlighted a selection in
a web page,"” which "highlighting generally results in the nanme of
the web site ... being displayed on the web browser being
enpl oyed”; that "the patents.comweb site has been cited by over
300 other web sites, including web sites maintained by the U S.
House of Representatives, and the US Patent and Trademark O fice
(before it stopped nentioning any law firmwen [sic] sites"; that

"[p]rintouts of several web pages which refer to the patents.com

 The record al so contains an earlier declaration fromM. Qppedahl
which applicant briefly nentions in its main brief. Specifically,
such declaration recites that "[a]Jttached is a page show ng the
results of a search on Altavista which" he "personally perforned

t oday, August 27, 1998"; that he "searched for web sites satisfying
the condition: ww. patents.com and not host: patents.coni; that
"[t]his condition finds web pages that link to the patents.com web
site"; that "[o]n nbst of these pages, the link occurred because
sonmeone nade the individual decision to create the link," that is,
"the link is not the result of sone automated process but is the
consci ous act of the webmaster for the particul ar page"; and that
"[t]his is objectively neasurabl e proof of the secondary neaning
associated with the mark." None of the exanples of such links, we
observe, evidence any use of the term "PATENTS. COM' itself, however.
At best, such evidence may only show recognition of ww. patents.com as
a website address and does not show recognition of "PATENTS. COM' as a
service mark.
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web site are attached as Exhibit B"; that a "list of web sites
which now cite or in the past (the web is fluid and changes
frequently) have cited the patents.comweb site is attached as
Exhibit C'; that the "patents.comweb site has been referred to
i n magazi nes and newspaper articles as a source of information
about intellectual property law'; and that copies "of sone of

t hese references are attached as Exhibit D."

Ms. Larson also avers in her declaration that, as shown
by Exhibit E, the "patents.comweb site has been used as source
material in eleven college courses relating to intellectua
property and web |aw'; that such site "has been cited in USENET
postings and in e-mail as a source of information on a variety of
topics relating to intellectual property |aw'; that copies of
"[s]onme of these comrunications are attached as Exhibit F"; that
as shown in the copies of an acconpanying e-nmail submtted as a
substitute speci nen, such e-mail "contained a footer directing
recipients of the e-mail to patents.com as a source of
i nformati on about intellectual property”; that footers "of this
type are automatically appended to outgoing e-mail nessages”; and
that "[t]his footer was in use and bei ng appended to outgoi ng e-
mai | messages prior to the filing of the present application.

We observe, however, that with only one exception, none
of the exhibits evidences use of "patents.com"” nuch | ess the use
of such termin the manner of a service mark. Instead, with
respect to certain links, they either consist of other words,

e.g., "Oppedahl & Larson" or "Intellectual Property Law Wb Site

created by the good people at the Oppedahl & Larson patent |aw
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firm" wth an acconpanyi ng hand-witten notation such as, for

i nstance, "points to patents.com"™ or they sinply show use
thereof in a way which woul d be perceived as nothing nore than
applicant's domain nane address or |ocation on the Internet where
applicant's website appears, that is, as "http://ww. patents. cont
or "www. patents.com"” See, e.qg., In re Eilberg, 49 USPQd 1955,
1957 (TTAB 1998) [term "WWV EI LBERG COM' fails to function as a
service mark for |egal services because, as used on |etterhead
stationery, "the asserted mark identifies applicant's Internet
domai n name, by use of which one can access applicant's Wb
site,"” that is, it "merely indicates the |location on the Internet
where applicant's Wb site appears”]. The single exceptionis a

reference to "Patents.com by Oppedahl & Larson,” which appears on

a webpage provided by "Conputer Tutor, Inc. of Fort Collins[,]
Col orado” under the notation "Links to additional trademark
information:" along with several other references, including

"U.S. Patent & Tradenmark O fice (USPTO ," "CGeneral |nformation

about Web Law by Oppedahl & Larson," "Tradenarks & Busi ness

Goodwi I I by Franklin Pierce Law Center GOOD I NFO " and "Avoi di ng

Trademark Infringenent by Franklin Pierce Law Center EXCELLENT!"
(emphasis in original). Furthernore, as to the avernent that
"the nunber of visitors to the patents.comweb site since
February 1996" has anmounted to "nore than 44,000 in just over a
year, or an average of nore than 100 visitors per day," we note
that tellingly there is not a single exanple of the manner, if

any, in which the term"PATENTS. COM' was featured or otherw se
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di spl ayed on any webpages at applicant's website during such
peri od.

The declaration of M. Ference recites, in rel evant
part, that he is "a partner of the law firm of Cppedahl &
Larson”; that "[a]ttached as Exhibit Ais a copy of the Infowrld
HotSites listing for the week of Novenber 3, 1997, which includes
Applicant's patents.comweb site"; that such exhibit al so
includes "a copy of the HotSites Archive, which is a collection
of over 500 sites described as pertinent to Infowrld readers”
and which shows that "[t]he patents.comsite is the only site
listed for providing legal information"; that "[a]ttached as
Exhibit B is a copy of the homepage of the National Council of
Intell ectual Property Associations,” which "organization |ists
four private web sites for obtaining information on intellectual
property |aw, one of which is Applicant's patents.comweb site";
that "[a]Jttached as Exhibit Cis a printout of the intellectual
property online resources page fromthe Nolo Press web site";
that "[f]ive web sites are listed, two of which are maintai ned by
private law firms,"” of which "[o]ne of these web sites is
Applicant's patents.comweb site”; that "[a]ttached as Exhibit D
is a printout of the intellectual property firms indexed by the
yahoo.com I nternet search engine"; that such printout "lists over
190 law firms, the listings for only 11 of which indicate the web
site provides any information above and beyond information
concerning the firn; and that "[o]ne of these 11 web sites is

Applicant's patents.comweb site.”
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M. Ference further states in his declaration that
"Network Solutions, Inc. is the domain nane registrar for the
. COM dormai n anong ot hers"”; that, on information and belief, "as
of Novenber 1997 the size of Network Solution's registration
dat abase was approxi mately 1,300,000"; that "[a]ttached as
Exhibit Eis a copy of a statistics page show ng the nunber of
visitors to the patents.comweb site since February 1996, as of
August 27, 1997"; that such page "shows that during the preceding
two week period Applicant's patents.comweb site had over 12,000
hits"; that "[a]ttached as Exhibit F is a copy of a statistics
page show ng the nunmber of visitors to the patents.comweb site
since February 1996, as of Decenber 22, 1997"; and that such page
"shows that during the preceding two week period Applicant's
patents.com web site had over 51,700 hits."

Wiile we note that the printout of the "HotSites" page
fromthe "I nfoWwrld" website (reproduced in relevant part
previously in this opinion) does indeed evidence use of the term

"Patents.com” as a link to applicant's "http://ww. patents. conf

website, in the manner of a service mark, the "HotSites Archive"
to which M. Ference refers does not contain a separate |listing
of law firns or websites providing |l egal information. |nstead,

its listings are broken down under the five separate categories

of "Major Conputer Vendors," "Software Conpanies," "Hardware

Conmpani es, " "Networ ki ng Conpani es” and "Technol ogy and the

Internet,” of which none would seemlikely to |ist providers of
| egal information. As to the reference to applicant's website in

t he honepage of the National Council of Intellectual Property
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Associ ati ons, we observe that such page does not refer to the
term"patents.cont in a service mark manner but instead uses
applicant's Internet domain nane address as part of the follow ng

statenment: "Oppedahl and Larson, Yorktown Heights, NY - Ceneral

P info. (E. Cabic); www patents.com” W |ikewi se note that the
Nol o Press printout does not evidence use of "patents.conm in the
manner of a service mark; instead, it utilizes applicant's

I nternet domai n nane address as part of the foll ow ng statenent:

"http://ww. patents.com’ The patent |aw firm of Oppedahl and
Larson is a good place to start when researching patent |aw "
The yahoo.com Internet search engine printout, we notice, does
not contain any reference to either "patents.com or applicant's

| nternet domain nane address; rather, it sinply sets forth the

followi ng statenent: "Qopedahl & Larson Patent Law Firm -
answers to frequently asked patent questions.”

Moreover, with respect to the sworn allegations that
the nunber of visitors to the patents.comweb site during the two
weeks prior to August 27, 1997 was recorded as anounting to "over
12,000 hits" and that the nunmber of such visitors during the two
weeks prior to Decenber 22, 1997 was recorded as growing to "over
51,700 hits, we observe that notably there is not even one
exanple of the way, if any, in which the term"PATENTS. COM' was
featured or otherw se displayed on any webpages at applicant's
website during such periods. The sole instance, on this record,
in which the term"PATENTS. COM' is in fact used in the manner of
a service mark for applicant's services of providing information

on patents and other types of intellectual property is, we note,
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the third speci nen of use (described previously in this opinion
in connection with the discussion of nmere descriptiveness), which
applicant submtted with the amendnent to all ege use which it
filed on June 28, 2004.

As pointed out by our principal reviewing court in In
re Steel building.com supra at 75 USPQd 1424, in upholding the
Board's finding that acquired distinctiveness had not been shown
with respect to the nerely descriptive term"STEELBU LDI NG COM

[ T he Board consi dered whet her the mark
had acquired distinctiveness, or secondary
meani ng. I n determ ning whet her secondary
meani ng has been acquired, the Board may
exam ne copyi ng, advertising expenditures,
sal es success, length and exclusivity of use,
unsolicited nedia coverage, and consumner
studies (linking the nane to a source).
Ccena Ltd. v. Colunbia Tel ecomms G oup, 900
F.2d 1546, 1551, 14 USPQ@d 1401, 1406] (Fed.
Cir. 1990). On this list, no single factor
is determ native. A show ng of secondary
nmeani ng need not consider each of these
el ements. Rather, the determ nation exam nes
all of the circunstances involving the use of
the mark. See Thonpson Med. Co., Inc. v.
Pfizer Inc., 753 F.2d 208, 217[, 225 USPQ
124, 132] (Fed. [sic; 2d] Gr. 1985).
Finally, the applicant’s burden of show ng
acquired distinctiveness increases with the
| evel of descriptiveness; a nore descriptive
termrequires nore evidence of secondary
meaning. In re Bongrain Intern. (Am) Corp.
894 F.2d 1316, 1317[, 13 UsSP@d 1727, 1729]
(Fed. GCir. 1990) ("the greater the degree of
descriptiveness the termhas, the heavier the
burden to prove it has attained secondary
meani ng") .

In particular, after agreeing with the Board's finding therein
that a survey "did not show sufficient reliability to constitute
sufficient evidence of acquired distinctiveness" (since anong

ot her things, as indicated by the Board, "occasionally, people
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may recognize applicant's termas a trademark but much of this
evi dence may be attributable to domain nane recognition”), the
court further noted and held that:

The Board consi dered ot her evidence as wel |,

but none of that evidence established the

proposed mark's distinctiveness. The

proposed mark is highly descriptive.

Therefore, applicant had the burden to show a

concomtantly high | evel of secondary

nmeani ng. The Board correctly determ ned

that, on this record, "applicant's evidence
falls far short of its burden.”

By the sane token, applicant's evidence herein falls
far short of its burden of denonstrating acquired distinctiveness
with respect to the term "PATENTS. COM " which we find to be
hi ghly descriptive of applicant's services of providing
i nformati on about patents and other intellectual property |aw
topics via a conmercial website. Gven that "the greater the
degree of descriptiveness the termhas, the heavier the burden to
prove it has attai ned secondary neaning,"” Yanaha I|nternational
Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001,
1008 (Fed. Cir. 1988), applicant's nere claimof five years
substantially exclusive and conti nuous use of the term
"PATENTS. COM' alone is plainly insufficient as proof of acquired
di stinctiveness. See TMEP Section 1212.05(a) (4th ed. 2005)
["[i]f the mark is highly descriptive ... of the ... services
nanmed in the application, the statenent of five years' use al one
will be deened insufficient to establish acquired
di stinctiveness"], citing inter alia In re Kal nbach Publishing

Co., 14 USPQ2d 1490, 1492 (TTAB 1989) and Inre Gay Inc., 3
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USP@2d 1558, 1559 (TTAB 1987). Buttressing our conclusion in
this regard is the fact that neither of the specinens of use

whi ch applicant submtted during the five-year tinme period
covered by the Oppedahl declaration of substantially exclusive
and continuous use denonstrates use of the term "PATENTS. COM' in
t he manner of a service mark; instead (as nmentioned previously),
such termis used solely as part of the Internet donmain nane
address for applicant's comercial patent and other intellectual
property |aw website, nanely, "http://ww.patents.com"?*

In fact, except for two instances, none of the third-
party pronotional references to applicant's services utilizes the
term "PATENTS. COM' in the manner of a service mark. O those two
i nstances, noreover, there is nothing in the record to indicate
how ext ensi ve such uses have been and hence, no way to gauge
their inpact, if any, on the relevant public for applicant's
services. Specifically, while the previously noted reference to

"Patents.com by Oppedahl & Larson,” which appears on a webpage

provi ded by "Conmputer Tutor, Inc. of Fort Collins[,] Col orado”
under the notation "Links to additional tradenmark information:,"

as well as the previously nmentioned "HotSites" page fromthe

? As recogni zed, however, by the Board in In re Eilberg, supra:

This is not to say that, if used appropriately, the
asserted mark or portions thereof may not be tradenarks or
service marks. For example, if applicant's law firm name
were, say, EILBERG COM and were presented prom nently on
applicant's | etterheads and busi ness cards as the nane under
whi ch applicant was rendering its |egal services, then the
mark may well be registrable. However, this is not the case
bef ore us.

Li kewi se, except for the few instances noted above, the sane is true
herein with respect to the term "PATENTS. COM
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"I nfoWwdrl d* website, which utilizes the term"Patents. conl' as a

link to applicant's "http://ww. patents.conl’ website, use the
term"Patents.cont in the manner of a service mark, there is no

i ndi cation as how frequently such |inks have been visited or even
how | ong they have existed (if in fact they did exist for nore
than a short period of time). As M. Larson parenthetically but
significantly admts in her declaration, "the web is fluid and
changes frequently."

Furthernore, with respect to applicant's evidence
concerning the nunber of hits or visits to its website and the
various third-party websites that link to applicant's website,
suffice it to say that aside fromthe deficiencies previously
noted therein, such evidence, |like sales figures, is on this
record at best only an indication of the popularity of
applicant's Internet-based intellectual property |aw services
anong those seeking information about patents and does not serve
to establish that the term "PATENTS. COM' has acquired
di stinctiveness. That is, absent evidence showi ng that such term
is used in the manner of a service mark, website traffic data and
third-party linkage figures are nore indicative of the rel evant
public's interest in locating informati on about patents and ot her
intell ectual property |aw subjects than a denonstration that the
hi ghly descriptive term "PATENTS. COM' has i ndeed cone to be
regarded as a brand or source identifier for informational
services of the kind provided by applicant through its comerci al

website. Here, the sole evidence furnished by applicant of its
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use of such termin a service mark manner is the third specinen
of use, which it submtted with its anmendnent to all ege use on
June 28, 2004, but there is absolutely no evidence as to how | ong
t he term "PATENTS. COM' has been so used nor is there any evidence
that applicant has advertised or otherw se pronoted its services.
Applicant, therefore, has failed to provide sufficient proof that
the highly descriptive term"PATENTS. COM' has acquired

di stinctiveness. See, e.qg., In re Steelbuilding.com supra at 75
UsSPQed 1424.

Decision: The refusals to register are affirned.
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