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Opinion by Valters, Adm nistrative Trademark Judge:

Thi s case concerns an application by the Sam ck Misic
Corporation on the Principal Register for the mark
Dl G PLAYER for “acoustic and el ectronic pianos and

el ectroni c nusical keyboards.”?

Fol | ow ng publication of
the mark for opposition and i ssuance of the notice of
al l owance, on January 1, 1997, applicant submtted a

St at enent of Use acconpani ed by speci mens consi sting of an

1 Application No. 75/063,066, filed February 26, 1996, based on an
all egation of a bona fide intention to use the mark in conmerce in
connection with the identified goods.
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advertisenent. Follow ng the Exam ning Attorney’s refusa
to register on the ground that the specinens did not
evi dence use of the mark on the goods, applicant submtted
verified substitute specinens consisting of conputer
di skettes with the mark appearing on a | abel thereon.

The Exam ning Attorney has issued a final requirenent
for the subm ssion of speci nens show ng use of the mark on
or in connection with the goods.

Applicant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not hel d.

W begin with a prelimnary procedural matter. In the
final paragraph of its appeal brief, applicant requested
that, if the Board finds its specinens inadequat e,
applicant be given time to furni sh adequate speci nens or
anend the declaration acconpanying the specinens. Inits
order of June 18, 1999, the Board denied this request and
i nformed applicant that any request for remand at this
poi nt nmust be supported by a show ng of good cause or the
consent of the Exam ning Attorney. Applicant then waited
until the submi ssion of its reply brief of August 30, 1999,
to submt a request for remand along with the verified
statement of an officer attesting to the use of the

originally submtted specinen as a display associated with
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the goods at trade shows since at |east as early as January
1999. “[Rlemand in an ex parte appeal is a matter of
discretion with the Board, and the Board may refuse to
remand for consideration of an amendment filed nore than
six nonths after the date of the action from which the

appeal was taken .. Trademark Trial and Appeal Board
Manual of Procedure (TBWMP), Section 1205. Applicant has
been on notice since April 15, 1998, the date of the first
refusal based on the insufficiency of the specinens
submtted with applicant’s Statenment of Use, that the
speci nens have been considered to be advertisenments by the
Exam ning Attorney. It is not, as applicant argues, the
Exam ning Attorney’s responsibility to guess whet her these
materials, which on their face are clearly advertisenents,
have al so been used as displays associated with the goods.
I nstead of correcting what applicant now asserts is the
Exam ning Attorney’ s m sunderstandi ng of the original

speci nens, applicant said nothing at the tine and nerely
subm tted substitute specinmens. Applicant has not
establ i shed good cause for remand at this tine. Thus, its

request for remand is denied and the declaration submtted

with its reply brief has not been consi dered.
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We now turn to the i ssue before us, whether the
substitute specinmens subnmtted by the applicant on August
10, 1998, are acceptabl e speci mens of tradenmark use.?

The specinmens are conputer diskettes bearing |abels

upon which the mark appears as foll ows:

Applicant explains in its brief that the specinens are
“copi es of denp di sks shipped with the Digiplayer pianos ..
The denop di sks denonstrate the operation of the pianos and

are tantanmount to an instruction manual.” Applicant

21nits brief, applicant continues to argue that the originally

subm tted specinens are acceptable. In view of our finding above that
we will not consider the declaration submtted with applicant’s reply
brief, we conclude that the specinmens originally submitted are clearly
nmerely advertisenments. Although the goods are pictured in the
advertisenent, the mark does not appear on the goods, rather it appears
in the advertising copy. As such, these advertisenents are not
accept abl e speci nens of trademark use of DI G PLAYER on the identified
goods. We consider the text of the advertisenments in our opinion
infra, nerely for the informati on conveyed therein about the nature of
t he goods.
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contends that the deno disks “are an integral part of the
product being sold, as would be an instruction manual.”

The advertisenent submtted wth the Statenent of Use
refers to applicant’s piano as “a | eading edge digital
pi ano”; that it “possesses all the general M DI voices
needed to reproduce the rhythm and acconpani nent prograns”;
that it is “[c]apable of playing alnost all currently
avail abl e piano software”; and that “[a] full 8 Meg Cenera
M DI Sound Engi ne by E-Mu, 16 bit Sanpling, 32 note
pol yphony, 8-track Standard M DI File Sequencer and a
cust om made rhyt hm acconpani nent section are all neatly
tucked away in your choice of five different cabinet
finishes.” W take judicial notice of the definition of a
MD file® as follows:

Musi cal Instrument Digital Interface file. A set

of instructions for a conputer or synthesizer to

play a certain nusical conposition. The MD

file does not include actual sounds, but

informati on on how to nmake the sounds. The MD

i nstructions include the notes played, |ength of

notes, instrunents, volune, rhythm etc.

Sections 1(a)(1)(C and 1(d)(1) of the Trademark Act,
15 U.S.C 1051(a)(1)(O and (d)(1), require the subm ssion

in an application of specinens of the mark “as used.”

Trademark Rule 2.56, 37 CFR 2.56, requires the subm ssion

3 Conputer Currents High-Tech Dictionary (1999); subnmitted by the
Exam ning Attorney with her brief.
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of “specinens of the trademark as used on or in connection
with the goods in conmerce.” As applicant notes, the
Board, in Inre Utraflight Inc., 221 USPQ 903 (1984), made
it clear that if printed matter included with goods
functions as an integral part of the goods, such as a
manual for assenbling a kit for the product, placenent of
the mark on that printed matter constitutes use on the
goods. Mbreover, the Board concluded, in In re Brown
Jordan Co., 219 USPQ 375 (1983), that it is not necessary
t hat purchasers see the mark for the goods before they

pur chase the goods.

Fromthe information on the advertisenment and
applicant’s explanation, it is clear that applicant’s goods
require software to operate; and that the software
contai ned on the deno di sk specinen is used to denonstrate
the operation of the goods and is shipped with the goods.
Clearly, these denp disks are an integral part of the goods
t hensel ves and, therefore, they constitute acceptable
speci nens of trademark use. It is an imuaterial difference
that the specinens are software rather than printed

manual s.
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Deci sion: The refusal on the ground that the
speci nens are unacceptabl e evidence of trademark use is

rever sed.

P. T. Hairston

C. E. Wlters

G F. Rogers
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board



