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Wwn T. Oh, Trademark Exam ning Attorney, Law Ofice 104.
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Judges.

Qpi ni on by Hanak, Adm nistrative Trademark Judge:

| NNOVATI VE MARBLE & TILE, INC. (applicant) seeks to
register in typed drawi ng form SI GNATURE STONE for “fl at
pi eces of marble and granite to cover floors.” The intent-
to-use application was filed on June 12, 1996. In the
first Ofice Action, the Exam ning Attorney expl ai ned that
the word STONE in applicant’s nmark was descriptive of
applicant’s goods, and hence nust be disclained. In
response, applicant disclainmed exclusive rights to the use

of the word STONE.
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Citing Section 2(d) of the Trademark Act, the
Exam ning Attorney has refused registration on the basis
that applicant’s mark SI GNATURE STONE, as applied to
applicant’s goods, is likely to cause confusion with the
mar k SI GNATURE TI LE, previously registered in typed draw ng
formfor “ceramc tile.” Registration No. 757, 145.

When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed opening briefs. Applicant also filed a
reply brief, which this Board has considered. Applicant
did not request a hearing.

In any likelihood of confusion analysis, tw key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“The fundanmental inquiry mandated
by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”).

Considering first the nmarks, they both begin with the
arbitrary word SIGNATURE. |ndeed, the word SI GNATURE i s
the only arbitrary portion of applicant’s mark and
registrant’s mark. We have al ready expl ai ned that

applicant has disclained exclusive rights to the
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descriptive word STONE. In simlar fashion, registrant
di sclaimed the exclusive rights to the descriptive word
TI LE.

W are fully aware that “the basic principle in
determ ni ng confusion between marks is that marks nust be
conpared in their entireties and nust be considered in
connection with a particular goods or services for which

they are used.” In re National Data Corp., 753 F.2d 1056,

224 USPQ 749, 750 (Fed. Cir. 1985). However, the foregoing
principle is set forth with the caveat that “in
articulating reasons for reaching a conclusion on the issue
of confusion, there is nothing inproper in stating that,

for rational reasons, nore or |ess weight has been given to

a particular feature of a mark.” National Data, 224 USPQ

at 751. It is well known that “one conmmonly accepted
rationale for giving less weight to a portion of a mark” is
if that portion “is descriptive or generic with respect to

the invol ved goods.” National Data, 224 USPQ at 751.

In view of the foregoing, it is our determ nation that
the word SI GNATURE is the dom nant portion of both marks.
Not only is it the only arbitrary portion of both marks,
but in addition, it is the first word of both marks and the
| ongest word of both marks. Mreover, both the application

and the cited registration depict the marks in typed
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drawing form Because both marks are depicted in typed
drawing form “this means that [the] application [and
registration are] not limted to the mark[s] depicted in

any special forn{s].” Phillips Petroleum Co. v. C. J. Wbb,

Inc. 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971).

Accordingly, in deciding the issue of likelihood of
confusion, we are obligated “to visualize what other forns

the mark[s] m ght appear in.” Phillips Petroleum 170 USPQ

at 36.

One reasonabl e manner of presenting applicant’s mark
woul d be to have the arbitrary word SI GNATURE appear on one
line in larger lettering, and the descriptive word STONE
appear on a second line in smaller lettering. Likew se,
one reasonabl e manner of presenting the registered mark
woul d be to depict the arbitrary word SI GNATURE on one |ine
in larger lettering, and the descriptive word TILE in
smaller lettering on a second line. Wen so depicted, the
mar ks woul d be extrenely simlar.

Consi dering next the goods, applicant’s goods are fl at
pi eces of marble and granite to cover floors. Cbviously,
registrant’s goods (ceramc tile) could |ikew se cover
floors. In other words, both applicant’s product and
registrant’s product serve the sanme purpose. An ordinary

honeowner, in need of covering his bathroomor kitchen
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floor, could easily go to a building supply house and be
confronted with various floor covering options including
marble, granite and ceramc tile. |If said ordinary
honmeowner were to see the mark S| GNATURE STONE on mar bl e
and granite and see the mark SI GNATURE TILE on ceramc
tile, we are of the very firmbelief that said ordinary
honeowner woul d believe that all three products emanated
froma comon source. This ordinary homeowner would, in
our judgnent, view the descriptive words STONE and TI LE not
as source indicators, but rather as words which sinply
naned the different type of floor coverings. Indeed, we
believe that the marks are so simlar that even a
pr of essi onal buil der woul d assune that both marks indicated
that the products enmanated froma common source, and that
the words STONE and TILE nerely indicated the particul ar
type of product.

Finally, we take note of the fact that the Exam ning
Attorney has properly made of record five third-party
regi strations which cover ceramc tile, on the one hand,
and marbl e and/or granite on the other hand. While it is
true that such third-party registrations do not prove that
the marks registered are in actual use, they neverthel ess
“have sone probative value to the extent that they may

serve to suggest that such goods or services are of the
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type which nay emanate froma single source.” In re Micky

Duck Restaurant Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988),

aff’d as not citable precedent 88-1444 (Fed. Cir. Novenber

14, 1988). In any event, we would have reached the sane
result that there exists a |likelihood of confusion

regardl ess of the presence or absence of these third-party
registrations in the record.

Decision: The refusal to register is affirmed.



