THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT

OF THE TTAB Mai | ed:
9/ 9/ 03

Paper No. 28
RFC

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Rosen Product Devel opnent
Serial No. 75/152, 131

David P. Cooper of Kolish, Hartwell, D ckinson, MCormck &
Heuser for Rosen Product Devel opnent.
Carol yn Pendel ton Catal do, Trademark Exam ning Attorney,
Law O fice 103 (M chael Ham | ton, Managi ng Attorney).
Before Cissel, Seeherman and Drost, Administrative
Trademar k Judges.
Qpi nion by C ssel, Admnistrative Trademark Judge:

On August 19, 1998, applicant filed the above-
referenced application to register the mark “ULTRASLI M
LINE" on the Principal Register for “nonitor nounting
devices and visors,” in Cass 9. The application was based
on applicant’s claimthat it had used the mark in comrerce
in connection with these goods since February 20, 1996.

Fol | owi ng a nunber of exchanges between the Exam ning

Attorney and applicant, the drawi ng was anended to show t he
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mark as “ULTRA SLIMLINE,” and the identification-of-goods
cl ause was anended to identify the goods as “conputer
accessories, nanely, hardware systens for nmounting with
monitors,” in Cass 9.1

This application is now before the Board on appeal.
Two issues are presented for our resolution: (1) the
Exam ning Attorney’s final requirenment for a disclainer
under Section 6(a) of the Lanham Act, of the term“SLI M
LINE,” which the Exam ning Attorney has held to be nerely
descriptive of the goods identified in this application, as
anended; and (2) the final requirenent for an anmendnent to
the identification-of-goods clause to specify the conponent
parts of the “systens” referred to in the anended
identification of goods.

Section 6(a) of the Lanham Act provides that an
applicant nmay be required to disclaiman unregistrable
conponent of a mark which is otherw se registerable. The
Exam ning Attorney contends that the termin question,
“SLIMLINE,” is unregistrable under Section 2(e)(1l) of the

Lanham Act because it is nmerely descriptive of the products

L' On April 24, 2002, the application was remanded to the
Examining Attorney for clarification of the wording applicant

i ntended to adopt by an earlier anmendnent. After applicant
specifically adopted the | anguage shown above, the Exam ning
Attorney continued and made final the requirenent for anmendnent
to the identification-of-goods clause.
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W th which applicant uses the mark it seeks to register.
The test for determ ning whether a termis nerely
descriptive within the neaning of the Act is well settl ed.

A termis unregistrable under Section 2(e)(1) if it
describes an ingredient, quality, characteristic, function,
feature, purpose or use of the relevant goods. 1In re
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In
re Bed & Breakfast Registry, 791 F.2d 157, 229 USPQ 818
(Fed. Gr. 1986); In re MetPath Inc., 223 USPQ 88 (TTAB
1984); In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).
The evidence of record clearly establishes that the
term“SLIMLINE" is coomonly used to describe sl eek,
sl ender or stream ined products or conponents of products
in many different industries, including the conputer
industry. Submtted with the Ofice Actions of March 22,
1999 and July 24, 2001 were a nunber of excerpts from
publ i shed articles retrieved fromthe Nexis database. The
termin question is used in these excerpts in a descriptive
context in connection with conputer-rel ated goods,
i ncluding nonitors, and rel ated hi gh-technol ogy products
such as audi o conponents and ot her el ectroni c devi ces.
Typi cal exanples include the follow ng: “Qther new Ofice
in the Sky products include an 18-inch slimline LCD

nonitor.”; “12.1-inch, customdesigned, slimline video
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nmonitors..”; and “The CML 151XWis a slimline |ightweight
nonitor that offers a high-resolution liquid crystal

di splay...” Qher excerpts show use of “slimline” in
connection with other electronic or conputer-rel ated
products in apparent reference to the sane feature or
characteristic, that is, their narrow configuration.

This evidence clearly denonstrates that “SLIMLINE" is
used to describe a significant, desirable characteristic of
conputer nmonitors. As such, the termwould be
unregi strabl e under Section 2(e)(1) of the Act in
connection wth conputer nonitors. Wen this termis used
in connection with hardware for nmounting slimline
nonitors, the termis |ikew se unregi strable because it
identifies a significant characteristic or feature of these
products, nanely, either that the nounting hardware is
itself slimor narrow, or that the hardware is designed to
accomodate slimline conputer nonitors. |In fact, the
speci nen submtted with the application shows both that the
nonitor applicant sells is less than an inch thick (“CQur
| i ghtest and thinnest entertainnent LCD.”), and that the
nount i ng hardware designed to attach it to the interior of
aircraft is of a “conpact design,” which is only slightly
thicker. “SLIMLINE" is therefore nerely descriptive of a

significant characteristic or feature of the nounting
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hardware as well as the nonitors with which the hardware is
used. In viewof this fact, the requirenent for a
disclaimer of this unregistrable termis appropriate.

Appl i cant makes several unpersuasive argunents to the
contrary. One is that the termis only suggestive of a
characteristic of nonitors and hardware for nmounting with
nonitors because it takes a multi-step reasoning process to
understand what the term neans in connection with these
products. Applicant has not, however, explained what this
process is. As noted above, the evidence supports the
conclusion that the ordinary neaning of the term
i medi ately and forthwith conveys significant information
about a feature or characteristic of the products with
which it is used, nanely that they are slimor narrowy
confi gured.

Applicant argues that the Court’s decision in the case
of Inre Automatic Radio Mg. Co., 404 F.2d 1391, 160 USPQ
233 (CCPA 1969) supports registrability of applicant’s mark
in the instant case without the required disclainmer, but we
find that the decision in that case does not require
reversal of the requirenent for a disclainmer in the case at
hand. In that case the Court reversed the refusal to
regi ster because the record did not contain evidence that

the termin question was used descriptively in connection
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with the specific goods identified in the application. In
the instant case, however, as noted above, not only do we
have evidence that “SLIMLINE" is used to describe a
feature or characteristic of a variety of different high-
t echnol ogy products, but the record shows that conputer
nmoni tors thensel ves have been described as “slimline,” and
that the hardware applicant sells for nmounting sl ender
nmonitors in aircraft |ikew se features this narrow
configuration.

Applicant’s argunment that the disclainmer requirenent
i's inproper because the term“slimline” has not been shown
to be in use in connection with hardware for nounting
monitors in vehicles is also not well taken. As noted
above, even if the hardware were not itself “slimline,”
the termwould still be unregistrable for the hardware
because a significant feature or characteristic of it is
that it is used to mount “slimline” nonitors.
Additionally, applicant’s argunment that the application
shoul d be approved for publication w thout the required
di scl ai mer because doubt exists as to whether “SLIMLINE
is nerely descriptive of the goods specified in the
application, as anended, is also wthout nerit. The
evidence is clear that the requirenent for a disclainer is

proper because the termis unregistrable under Section
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2(e)(1) of the Act. W have no doubts regarding this
concl usi on.

The second issue on appeal is the propriety of the
Exam ning Attorney’s requirenment for further anmendnent to
the identification-of-goods clause to specify the conponent
parts of the “systens” identified in the existing |anguage
in the application. Section 1 of the Act requires an
applicant to state the goods in connection with which the
mark is used. The Ofice has consistently held that this
must be done with a degree of specificity and particularity
whi ch all ows for proper exam nation of the application and
provides the public with fair notice of the extent of the
rights being claimed by the applicant.

In the instant case, the Exam ning Attorney has
requi red applicant to specify what is intended to be
included by the indefinite term“systens.” She has
suggested that applicant adopt the follow ng | anguage:
“conput er accessories, nanely, hardware systens conprised
of [IDENTIFY maj or conponent parts] for nounting with
nonitors.” W agree with the Exami ning Attorney that the
term“systens” is indefinite, and that the conponents of
applicant’s nounting hardware systens should be specified.
Accordingly, the requirenent for anmendnent to the

i dentification-of-goods clause is affirned.
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DECI SION: The requirenent for applicant to anmend the
application to specify the conponents of its hardware
systens is affirnmed, as is the requirenent to disclaimthe

nerely descriptive term*®“SLIMLINE. "



