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Opinion by Sims, Admnistrative Trademark Judge:

Harry V. Lehmann (applicant) has appeal ed fromthe
final refusal of the Trademark Exam ning Attorney to
regi ster on the Principal Register the mark PHRASESCAN f or
“conputerized online retail ordering services in the field

of books, publications, excerpted text, and non-textual
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i mges.”! Applicant and the Exanining Attorney have
subm tted briefs but no oral hearing was requested.

The Exam ning Attorney has refused registration under
Section 2(e)(1) of the Act, 15 USC 81052(e)(1), arguing
that applicant’s mark PHRASESCAN is nerely descriptive of
his services.

Bef ore di scussing the respective argunents of
applicant and the Exami ning Attorney, it will be helpful to
briefly discuss the nature of applicant’s services.
According to applicant, a customer accessing applicant’s
Wb site is presented with a list of materials, such as
books, by title and author. |If a particular book title is
selected, one is led to applicant’s summary of the book.
Certain words and phrases used by applicant in that sumrmary
are hyperlinked to certain passages in the book itself-—
that is to say, if one clicks on a particular word or
phrase, that |eads the custoner to the rel evant passage
fromthe book. A custonmer does not type in a word or
phrase into the search feature of applicant’s Wb site.

Rat her, the selection of a word or phrase in a particul ar

summary | eads one to a particul ar passage fromthe book.

1 Application Serial No. 75/222,870, filed January 8, 1997, based upon
applicant’s allegation of a bona fide intention to use the mark in
conmmer ce
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The Exami ning Attorney argues that the conbination of
the nerely descriptive words “PHRASE” and “SCAN’ does not
create a new and different term which has an incongruous
meani ng in connection with applicant’s services. Rather,

t he Exam ning Attorney argues that when one uses
applicant’s services, scanning of phrases occurs, either by
the user or by applicant. The Exam ning Attorney contends
that applicant’s services offer the custonmer the ability to
scan a book summary through a hyperlinked phrase. Because
scanning refers to the sequential searching of a file for
specific content (according to a dictionary definition of
record), and because a user is directed to certain passages
in a piece of text by nmeans of phrases which are scanned
and/ or pre-scanned to facilitate the review of textual
material, the asserted mark nmerely describes applicant’s
services, according to the Examning Attorney. |In other
wor ds, inasnuch as “phrase” refers to a small nunber of

wor ds and because the term“scan” refers to the sequenti al
review that occurs or has occurred as a result of using
applicant’s services, the Exam ning Attorney argues that
applicant’s mark is nmerely descriptive of his services.

The Exam ning Attorney has submtted a nunber of excerpted
stories retrieved fromthe Internet and fromthe Nexis

dat abase to denonstrate that the scanning of phrases is a
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common function of conputer search systens. Sone of these
excerpts are set forth bel ow

.Wth a conmputer program of his own
design, he scanned lists of phrases
showi ng the sanme patterns of letters..
The Advocate (Baton Rouge), Decenber 1,
2000

Mai |l Site can scan all of the usual
headers..but can al so scan the nessage
body for words and phrases...

Net wor K Worl d, Novenber 27, 2000

“M MeEsweeper’s word and phrase scanner
means busi nesses can apply Lexi cal
Scanni ng technology to their own
needs..”

| nfornati on Security, Cctober 1998

A software programthat, after the
user enters a key word or phrase, scans
the I nternet and suggests rel evant
Websites to explore...

Medi cal Marketing & Medi a, Novenber
1997

.Sinply put, a search engine is a
little programthat takes input froma
user, such as keywords or phrases, and
scans a bi g database of web page
descriptions for ternms matching the

i nput ...

News & Record, Septenber 15, 1997

| tried two portabl e handheld
scanners..Each is about the size of a
husky hi ghlighter [sic] pen. They scan
in words or phrases and then attenpt to
translate theminto a foreign |anguage...
Conput erwor | d, Novenber 29, 1999

Sonme of this software bl ocks nessages
fromflowng in or out of a conmpany’s
e-mail systemif they contain any of a
predefined |ist of objectionable words
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or phrases. Oher prograns scan e- nai
headers...
New York Law Journal , August 23, 1999

.There is software that scans docunents
for keywords. SRA s product, though,
scans for specific phrases and cont ext
used by the securities industry.

| nvestor’s Business Daily, Septenber
17, 1998

The biotech firm for instance, nay
scan for the phrase “DNA sequencing” in
resunes of candi dates applying for a
research associate or scientist
position...

The Tines Union (Al bany, NY), July 1,
1998

Applicant, on the other hand, argues that applicant’s
services do not involve the scanning of phrases. While the
mar k PHRASESCAN nmay i mredi ately indicate the scanning of a
database file to | ocate a phrase, applicant argues that
this is not how his services work. Applicant contends that
his mark does not imediately inform potential custoners
that they may | ocate a particul ar passage in the book by
hyperlinks fromwords or phrases used in applicant’s
summary. Nor does applicant “scan” the database for a
particular word or phrase fromthe book sunmmary sel ected by
the custoner. The fact that certain words or phrases used
by applicant in his summary will be hyperlinked to pre-

sel ected passages in the work does not nean that the text
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is scanned to find pre-sel ected phrases, applicant
mai ntains. Applicant further expl ains:

[ Words not necessarily appearing in
the text of the work are hyperlinked to
passages...n the text which do not
necessarily include the words of the
hyperlink. It will thus be common for
a phrase |ike “the nmoonlight wal k” as
used in a custom zed summary to be
hyperlinked to a passage which states
“When the coupl e reached the beach, the
noon appeared from behind the cl ouds
and silouetteed [sic] the old weck.

As the couple continued their strol

al ong the beach.” As so used, the mark
may be suggestive of a scan of the work
for the rel ated passage. However, it
cannot be descriptive since the work is
not scanned, a fortiori is not scanned
for a particular phrase used in the

wor K.

Further, applicant argues that none of the articles
submtted by the Examining Attorney relate to conputerized
online retail ordering services.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the neaning
of Section 2(e)(1), if it forthwith conveys infornmation
concerning any significant ingredient, quality,
characteristic, feature, function, purpose, subject natter
or use of the goods or services. See, for exanple, Inre
Gyul ay, 820 F.2d 1216, 3 USPQ@d 1009 (Fed. Gir. 1987); and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,

217-18 (CCPA 1978). It is not necessary that a term
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describe all of the properties or functions of the goods or
services in order for it to be considered to be nerely
descriptive. Rather, it is sufficient if the term
describes a significant attribute or idea about them

Mor eover, whether a termis nerely descriptive is

determ ned not in the abstract but in relation to the goods
or services for which registration is sought, the context
inwhich it is being used or is intended to be used on or
in connection with those goods or services and the possible
significance that the termwuld have to the average

pur chaser of the goods or services because of the manner of
such use. In re Bright-Crest, Ltd., 204 USPQ 591, 593
(TTAB 1979). Thus, "[w hether consuners coul d guess what
the product [or service] is fromconsideration of the nmark
alone is not the test." In re Anerican Geetings Corp.,
226 USPQ 365, 366 (TTAB 1985).

Upon careful consideration of this record and the
argunments of the attorneys, we conclude that the Exam ning
Attorney has not carried his burden of denonstrating that
applicant’s mark is nerely descriptive of his services. It
is clear that applicant’s book ordering and ot her services
entail the review of a book summary conposed by applicant
with certain words or phrases in that summary being

hyperlinked to actual text in the book. First, we do not
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believe that the user of applicant’s services can be said
to scan phrases of applicant’s book sumrari es or passages.
A user is nerely reading a book summary and sel ecting a
word or phrase in order to be led to the actual book
passage. Nor, as explained by applicant, does it appear

t hat applicant’s services involve a search engi ne scanning
for phrases in a search for certain information in a
conput er database. Applicant’s services involve nerely the
sel ection by the potential custonmer of a word or phrase in
applicant’s book summary, after which the custoner is |ed
to the pertinent book passage. The use of applicant’s
servi ces does not offer one the ability to scan a dat abase
for a particular phrase. On this record, the asserted mark
does not, therefore, nerely describe the nature or function
of applicant’s conputer ordering services.

Wiile we conclude that this record is not sufficient
to support a holding that applicant’s mark is nerely
descriptive of his services, when applicant subnits
speci mens of use with his statenent of use, if the
Exam ni ng Attorney believes, upon review of that material,
that applicant’s mark is indeed nerely descriptive of his
services, the Examning Attorney is not precluded from
again refusing registration on this ground, if appropriate.

Deci sion: The refusal of registration is reversed.



