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(M chael Ham Iton, Managi ng Attorney).

Bef ore Ci ssel, Hohein and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Si mul ation Techni ques, Inc. has filed an application to
register the term"SI MTEST" for "conputer software, nanely,
software that provides control capabilities for |aboratory
simul ation test equipnent in the nature of road sinulators."’

Regi stration has been finally refused under Section
2(e) (1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the
ground that, when used in connection with applicant's goods, the
term"SIMIEST" is nerely descriptive of them Registration also

has been finally refused under Section 2(d) of the Trademark Act,

‘' Ser. No. 75/271,392, filed on April 8, 1997, which alleges a date of
first use, both anywhere and in comerce, of My 20, 1995.
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15 U. S. C. 81052(d), on the ground that applicant's mark, when
applied to its goods, so resenbles the mark "ClI MTEST," which is
regi stered for "conputer software for use in the electronic
manuf acturing market and used as a control systemto ensure that
aut onotive test equi pment properly perfornms its functions,"? as
to be likely to cause confusion, or m stake or to deceive.

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal on the
ground of nere descriptiveness, but reverse the refusal on the
ground of I|ikelihood of confusion.

| nasnuch as the strength of a mark has a bearing upon
whether it is likely to cause confusion with another mark, we
turn first to the refusal on the ground of nere descriptiveness.
It is well settled that a termis considered to be nerely
descriptive of goods or services, within the neaning of Section
2(e)(1) of the Trademark Act, if it forthwith conveys information
concerning any significant ingredient, quality, characteristic,
feature, function, purpose, subject matter or use of the goods or
services. See, e.d., Inre Gulay, 820 F.2d 1216, 3 USPQ2d 1009
(Fed. Cir. 1987) and In re Abcor Devel opnent Corp., 588 F.2d 811,
200 USPQ 215, 217-18 (CCPA 1978). It is not necessary that a
term describe all of the properties or functions of the goods or
services in order for it to be considered to be nerely
descriptive thereof; rather, it is sufficient if the term

describes a significant attribute or idea about them Moreover,

z Reg. No. 2,221,179, issued on February 2, 1999, which sets forth a
date of first use, both anywhere and in commerce, of March 10, 1992.



Ser. No. 75/271,392

whether a termis nerely descriptive is determned not in the
abstract but in relation to the goods or services for which
registration is sought, the context in which it is being used or
is intended to be used on or in connection with those goods or
services and the possible significance that the term woul d have
to the average purchaser of the goods or services because of the
manner of such use. See In re Bright-Crest, Ltd., 204 USPQ 591,
593 (TTAB 1979). Thus, "[w hether consuners coul d guess what the
product [or service] is fromconsideration of the mark alone is
not the test.”" In re American Geetings Corp., 226 USPQ 365, 366
(TTAB 1985).

Applicant, citing an attached excerpt from Random House

Webster's Unabridged Dictionary (2d ed. 2001) which shows no

listing for the term"sintest” and defines "sim" as neaning only
"1. simlar. 2. simle,"? argues inits brief that the term

"SI MTEST" "is a coined word that does not have any neani ng, and,
therefore, cannot be descriptive of anything." Relying on an

unpubl i shed case, * applicant additionally contends that:

* Al though the submission thereof is technically untinely under
Tradenmark Rule 2.142(d), we have considered such evi dence inasnuch as
it is settled that the Board may properly take judicial notice of
dictionary definitions. See, e.q., Hancock v. Anerican Steel & Wre
Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953);

Uni versity of Notre Danme du Lac v. J. C. Gournet Food I|nports Co.,
Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983); and Marcal Paper MIIs, Inc. v. American Can
Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).

‘ Specifically, applicant cites to In re On Technol ogy Corp., 41 USPQd
1475 (TTAB 1996), a case in which the Board found the mark

"AUDI TTRACK" to be suggestive, rather than nerely descriptive, of
computer software for nonitoring activity on a conputer network
because the conbination of the words "audit" and "track" created an
anbi guity which required custonmers to pause and reflect upon the
significance of the conbined termas used in connection with such
goods. However, as indicated in the "Editor's Note" thereto, the
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Applicant's mark is ... a word conbi nation
that is not readily recogni zabl e as
describing a particular characteristic of
Applicant's goods and ... does not convey any
i mredi at e and unanbi guous neani ng. The

Exam ning Attorney sets forth many exanpl es
of "simulation test" software found in a
Lexi s- Nexi s conputeri zed dat abase search

None of the articles set forth show s]
Applicant's mark SI MTEST. Applicant does not
argue that there may be ot her conputer
progranms that run sinmulation tests in various
capacities. However, Applicant does not see
any evidence that the term"sinulation" or
any derivation of the termis interchangeabl e
with "sin. The Random House Dictionary
shows that the term"sini' neans 1) simlar
and 2) simle. No reference in the articles
is mde to the term"sini' or the word
conbination "sintest" with reference to
software testing products. Applicant's mark
is not a known phrase that is used to
describe Applicant's goods. Applicant's
custoners would need to pause and reflect on
the significance of the conbi ned designation
of "simest" to understand that the nature of
the goods is testing software that actually
sinmul ates the products or designs in order to
conduct tests on such products.

The Exam ning Attorney, on the other hand, asserts that
the term"SIMIEST is nerely descriptive ... because it identifies
the purpose of the applicant's conputer software, specifically,

provid[ing] control capabilities for |aboratory sinmulation test

equi pnent in the nature of road sinulators” (underlining in
original). Although the Exam ning Attorney contends, in
particular, that "dictionary definitions acconpanying [the] July
5, 2000 ... office action establish that SIMis [a] recognized,
short formof the term'sinulation' while the term TEST is

defined [according to The Anerican Heritage Dictionary of the

English Language (3rd ed. 1992)] as 'a procedure for critical

Board in that case stated: "This disposition is not citable as

4
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evaluation,'"” it is noted that, as to the fornmer, there are no
"dictionary definitions" of the term"SIM" Instead, the record
actual ly contains an excerpt from"Acronym Finder," avail abl e at

http://ww. Acr onynFi nder.com which indicates that a "search for

simreturned 100 definitions,”™ including those listing such term
as an acronym neaning "Sinulation” and "Si mul ator/ Si mul ati on" as

well as "Screen Inmage Multinedia," "Selected |Item Managenent, "
"Sensor Input/Interface Mdule,” and "Signal Interface Mdule"
anong ot hers.

The Exam ning Attorney maintains, furthernore, that
excerpts fromvarious articles obtained through searches of the
term nology "sinmulation test” in the "NEXIS' database "firnmy
establish that ... software prograns are comonly used to perform

"sinmul ation tests. Al t hough erroneously asserting that "[i]n
its own brief, the applicant provides that its software 'is used
to actually test products that have conpl eted the manufacturing
process'" when, in fact, such statement by applicant is in
reference to registrant's goods, the Exam ning Attorney is
accurate in observing that applicant points out in its brief that
the product simulation testing with which its goods are used "is
conducted via a road sinulator, 'that replicates the dynamc

response ... of a nechanical assenbly. The Exam ni ng Attorney
thus insists that "[t]hrough its own words, the applicant
establishes that the purpose of its software is to facilitate

"sinmul ati on tests.

precedent of the T.T.AB."
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Wth respect to applicant's argunents that the term
"SI MTEST" is not nerely descriptive because it is a coined term
used exclusively by applicant and that such termhas multiple
meani ngs, the Exam ning Attorney correctly notes that:

[T]he fact that a termis not found in
the dictionary is not controlling on the
question of registrability. In re Gould
Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110
(Fed. Cir. 1987); Inre Oleans Wnes, Ltd.,
196 USPQ 516 (TTAB 1977). The fact that an
applicant may be the first and only user of a

nerely descriptive ... designation does not
justify registration if the termis nerely
descriptive. In re National Shooting Sports

Foundation, Inc., 219 USOQ 1018 (TTAB 1983).
.. The exan1n|ng attorney nust consi der

descrlptlveness inrelation to the rel evant

goods or services. The fact that a term may

have different meanings in another context is

not controlling on the question of

descriptiveness. In re Bright-Crest, Ltd.,

204 USPQ 591 (TTAB 1979). TMEP 8§1209. 03(e).

Finally, as to applicant's contention that when the
terms "sim' and "test" are joined to formthe designation
"SI MTEST, " the conbination is not readily recogni zabl e as
describing a particular aspect of applicant's goods and does not
convey any i nmmedi ate and unanbi guous neani ng, the Exam ning
Attorney concedes that "a mark, which contains descriptive terns,
may be registrable if the conposite creates a unitary mark with a

separate, nondescriptive neaning." Citing, inter alia, Inre

Qui k-Print Copy Shop, Inc., 616 F.2d 523, 205 USPQ 505 ( CCPA
1980), the Exam ning Attorney argues, however, that "conbining
two descriptive terns is insufficient to acconplish that goa

unl ess the conbination is such as to create a new and different
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commercial inpression fromthat which is engendered by the
separate conponents.” According to the Exam ning Attorney:

In the instant application, the applicant has

conbi ned two descriptive terns to formits

mar k. However, the conbination does not

result in any incongruity. Rather, applicant

has conbi ned the descriptive terns for their

descriptive neaning. This assertion is

supported by the applicant's usage of the

specific wording "simulation tests" in its

identification of goods. The resultant mark,

SI MTEST, describes goods used to facilitate

"sinmulation tests" and[,] therefore,

identifies a quality, characteristic,

function, feature and purpose of the

identified goods.

W agree with the Exam ning Attorney that, when
considered inits entirety, the term"SI MTEST" is nerely
descriptive of applicant's "conputer software, nanely, software
that provides control capabilities for |aboratory sinulation test
equi pnent in the nature of road sinmulators.” Wile the "Acronym
Finder" listings made of record reflect other possible
connotations for the term"SIM" it is the neaning thereof as
"simul ation" which would nost imediately conme to mnd to
custoners for and users of applicant's conputer software for
providing control capabilities for |aboratory simulation test
equi pnent in the nature of road sinulators. Specifically, while
not nentioned by the Exam ning Attorney, the excerpts of record

fromapplicant's website (http://ww.sinmul ati ontechni ques. com

indicate that its goods (and services) "are focused in the areas
of Sinulation Testing, NVH Refinenent and Dynam ¢ Anal ysis and
Measurenment Systens" and that its "Sinmulation Testing" products,
in particular, include "Sinmulation Control Software." Such

website, furthernore, refers to applicant's "SI MTEST Mul ti axi s
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Simul ation Control Software" and states, anong ot her things, that
"SI MTEST brings robust nultiaxis sinulation control capabilities
to the PC' and "provides a process-oriented interface that nakes
creating simulator drive files a snap." Applicant's website
additionally clains, with respect to its "SI MITEST" goods, that
"[s]ince inventing global simulation (a.k.a. non-square matrix
control) in 1990, we have continued to advance the state of the
art for nultiaxis simulation control."

That sinulation tests or testing, including that
utilized in connection with road simulators, is comonly
conducted through use of conputer software is evidenced by a
nunber of excerpts which are of record from searches of the
"NEXI S" dat abase. Anobng the nost pertinent thereof are the
foll ow ng (enphasis added):

"Conputer sinulation tests, such as this

bending test ..., reduce the need for

physical tests .... By sinulating this

bending test early in the product devel opnent

cycle, the need to build a nold and nake

prototype parts is mnimzed to just a final
check ...." -- ABI/INFORM July 2001;

"A nunber of higher-Ievel design
products will generate source code that can
then be conpiled and linked into an
application used for sinulation tests." --
ASAP, Cctober 30, 2000;

"Researchers ... unveiled a new
eart hquake sinulation test they say is the
nost advanced in the country." -- San

Franci sco Chronicle, May 5, 2000;

"Real -world sinulation tests are
conducted 24-hours per day and incl ude engi ne
mechani cal devel opnent; engine, transm ssion,
and total powertrain durability testing;
engi ne performance dynanoneter testing;
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catal yst aging tests; and di esel engine
tests." -- ASAP, April 1, 2000;

"Conventional simulation test techniques
requi re new road response data to be acquired
for each new vehicle test. Effective road
profile control ..., which is avail able
within MIS Renote Paraneter Control (RPC
software, reduces the need for prototype
instrunentation ....

* Sinulation testing -- Since effective
road profiles are independent of nbst common
vehi cl e nodifications, they can be used
repeatedly to devel op road sinulation tests.
By equipping a road sinulator with SWFT
sensing systens, effective road profiles can
be cal cul ated and used directly as the RPC
test control paraneters.

* Modeling and anal ysis -- Just as
effective road profiles make | aboratory
simul ati on nore accurate." -- ASAP, March 1,

2000;

"From sprinkl er heads and cell phones to
dog food cans and off-shore oil rigs, Bill
Jones, director of the expert solutions group
at MSC Software Corp., has run conputer
sinmulation tests on just about every type of
product there is." -- Design News, February
21, 2000; and

"The sane SW FT wheel transducer that is
used to collect data on the road can be
nmounted directly in the wheel adapters of the
MI'S nodel 329 road simulator and used to
devel op the sinulation test, according to the
conpany." -- ABI/INFORM February 2000.

By way of further evidence, although not referred to in
the Exam ning Attorney's brief, a copy of applicant's "SI MIEST
Simul ation Testing Software User's @uide,"” which is al so of
record, states under the section entitled "Overview' that "[t]his
section of the SIMIEST User's Cui de provides an overview of the
sinmul ation testing procedure and descri bes how SI MIEST i s

designed to provide w despread sinulation capabilities.™
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Moreover, we take judicial notice that, for instance, The Random

House College Dictionary (rev. ed. 1982) sets forth the term

"sinm as a noun neaning "[i]informal 1. Sinmulation. 2.
Simulator.” W additionally observe that the record contains a

definition from The Random House Di ctionary of the English

Language (3rd ed. 1992) which lists the word "test" as a noun
signifying "1. A procedure for critical evaluation; a neans of
determ ning the presence, quality or truth of sonmething; a trial

In view of all of the above, it is clear that to
pur chasers such as product devel opnent engi neers, including those
designing new parts for vehicles, the term"SI MTEST" conveys
forthwith, w thout speculation or conjecture, that applicant's
conput er prograns provide simulation test control capabilities
for | aboratory equi pnent in the nature of road simnulators.
Plainly, there is nothing in the conbination of the term"sint
and the word "test” to formthe term"SI MTEST" which is
i ncongruous, anbi guous or otherwi se "not readily recogni zabl e" as
contended by applicant. The constituent elenents of the term
"SI MTEST, " i nstead, have a neaning in conbination which is
i mredi ately apparent and identical to that of their separate
connot ati ons.

Adm ttedly, it is possible for individually descriptive
words to be conbined to forma valid, registrable nmark which, as
a whole, is not nerely descriptive. However, as stated by the
Board in, for exanple, In re Medical D sposables Co., 25 USPQRd
1801, 1804 (TTAB 1992), in order for such to be the case:

10
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[ T] he nere act of conbining does not in

itself render the resulting conposite a

regi strable trademark. Rather, it nust be

shown that in conbination the descriptiveness

of the individual words has been di m nished,

[ such] that the conbination creates a termso

i ncongruous or unusual as to possess no

definitive meaning or significance other than

that of an identifying mark for the goods.

See In re Cal span Technol ogy Products, Inc.,

197 USPQ 647 (TTAB 1977).
In this instance, we concur with the Exam ning Attorney that
applicant has sinply conbined the descriptive terns "sint and
"test" and that the merely descriptive significance of the
conposite term "SI MTEST" is just as readily apparent to custoners
for applicant's products as if applicant were seeking to register
the two-term designation "SIM TEST" as its mark. Nothing in the
conposite term "SI MTEST" is so incongruous or unusual as to
possess no definitive neaning or significance other than that of
an identifying mark for applicant's goods, nor does such term
ot herwi se possess a new neaning different fromits constituent
terms. Moreover, nothing in such term when used in connection
with applicant's goods, requires the exercise of imagination,
cogitation or nental processing or necessitates the gathering of
further information in order for the nerely descriptive
significance thereof to be imedi ately apparent. Plainly, to
custoners for applicant's conputer software, such term conveys
forthwith that a purpose, function or use thereof is to provide
sinmulation testing through the control capabilities it offers for
| aboratory simulation test equi pnent in the nature of road
simulators. The term"SIMIEST" is accordingly nerely descriptive

of applicant's goods within the neaning of the statute. See,

11
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e.g., Surgicenters of America, Inc. v. Medical Dental Surgeries,
Co., 202 USPQ 401, 406-09 (9th G r. 1978) [term " SURG CENTER"
hel d not registrable for services of providing facilities for
doctors to perform operations on patients].

Turning to the remaining ground of refusal in this
case, it is pointed out that the determ nation under Section 2(d)
is based on an analysis of all of the facts in evidence which are
relevant to the factors bearing on the issue of whether there is
a likelihood of confusion. Inre E 1. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). However, as
i ndicated in Federated Foods, Inc. v. Fort Howard Paper Co., 544
F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any likelihood of
confusion analysis, two key considerations are the simlarity of
the goods and the sinmlarity of the marks.”®

In the present case, applicant maintains that "[w]hile
the marks are simlar, no confusion is likely to occur when the
mar ks are used in connection with their respective goods"” because
such goods "are not simlar, flowin different channels of trade,
and are sold to sophisticated purchasers.” In particular,
applicant asserts with respect to its "SIMEST" conputer software
t hat:

This software provides control capabilities

for | aboratory test equipnent in the nature

of road sinmulators. The software is used in

a product devel opnent environnent to create

an input signal for a servo-hydraulic test

machi ne (road sinmulator) that replicates the
dynam c response (exanple: acceleration,

® The court, in particular, pointed out that: "The fundanmental inquiry
mandat ed by 82(d) goes to the cunmulative effect of differences in the
essential characteristics of the goods and differences in the marks."

12
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strain, etc.) of a nechanical assenbly
(exanpl e: autonotive suspension).

By contrast, as to registrant's "Cl MTEST" conputer software,

appl i cant contends that:

This software is used in electronic

manuf acturing as a control systemto ensure
[that] the autonptive test equipnent properly
performs its functions. The software is used
in a manufacturing environnment to assist the
execution of pass-fail tests on electronic
parts (electronic control units for engines
and transm ssions) as they cone out of
producti on. This software is used to ..

test products that have conpleted the
manuf act uri ng process.

Appl i cant argues, in view thereof, that "while both

goods are software and ... are used in connection with testing
and the autonotive market, the goods are still very different”
because:

The goods in the cited registration are for
use in electronic manufacturing as a control
systemto ensure that the autonotive test
equi pnent properly perfornms its function.

The software is run to nake sure that the
test equi pnment that perforns electronic tests
on new y manufactured equi pnent i s working
correctly. Applicant's software is not used
to run test equipnent or to nmake sure that
[that] equi pnent is running properly.
Applicant's software is also not used to test
any manufactured equi pnent. Applicant's
software is used in the pre-production phase
of designing products. Applicant's software
performnms hypothetical tests on products that
do not yet exist in an effort to test
possi bl e new products. [Registrant's]
software ... does nothing to refine vehicle
desi gn on pre-nmanufactured goods. Wile both
goods are conputer software and do rel ate
[to] autonptive testing, the two are
conpletely different, performconpletely
different functions, and do not conpete.

Furthernore, in light of such differences, applicant

insists that the respective goods are sold in different channels

13
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of trade to different purchasers. Specifically, applicant urges
in this regard that:

Applicant's goods are used in the design
and devel opnent phase to create input signals
for dynamic testing of mechani cal assenblies
using road simul ation equi pnent. The cited
mark is used in the manufacturing phase as a
custom zed test for performng electronic
tests on electronic conponents. Applicant's
product and the product in the cited
registration will not travel in the sane
trade channel s because the two products
realistically never cross paths. The
application and depl oynent environnents are
conpletely separate. The purchasers of
Applicant's product are those purchasing
products in the product devel opnent
environnent. This is a research and product
devel opnent area that purchases dynam c
anal ysis and sinmul ation control products and
services for purposes of testing and
devel opi ng new products. The purchasers of
the goods in the cited registration are very
different. These purchasers are purchasing
software that hel ps test actual equi pnent
t hat has been manufactured and is being
tested for quality, or sonme other performance
measure. Since the testing software perforns
conpletely different functions and is
mar keted to different fields of manufacturing
(product research and devel opnment and the
post manufacturing area), no confusion is
likely to occur

Finally, applicant argues that, even in the unlikely
event that the sane purchaser would be confronted with both
mar ks, the purchaser's sophistication and high degree of care
utilized in procuring the respective goods woul d preclude any
| i keli hood of confusion. According to applicant:

Due to the expensive and conpl ex nature of

product devel opnent, the engi neers and

desi gners who purchase Applicant's goods are

going to be sophisticated in nature and use a

hi gh degree of care when purchasi ng products

that involve such devel opnent. Due to the

expense and i nportance of product
devel opnment, the purchase of Applicant's

14
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goods is a careful transaction. The

purchasers of the goods in the cited

registration are also highly sophisticated

due to the technical and expensive nature of

custom zing the cited goods to test the

purchaser's specific manufactured product or

feature of [such] product. In both cases,

t he products involve technical and expensive

consequences, and will be treated with a

hi gher degree of care.

The Exam ning Attorney, on the other hand, is of the
view that "the applicant's goods and the registrant's goods are
closely related.” Among other things, the Exam ning Attorney
contends that even if applicant's assertions concerning
differences in the nature of the respective goods are correct,
"the registrant's identification of goods does not Iimt its use
to 'pre-manufactured [autonptive] goods' and the applicant's
identification of goods does not Iimt its use for 'possible new
[autonotive] products' only." However, while properly noting
that it is well settled that the issue of |ikelihood of confusion
bet ween marks nust be determ ned on the basis of the goods or
services as they are identified in the application and cited
regi stration, and that, in the absence of any express limtation
therein, it is presuned that the cited registration enconpasses
all goods of the type described, that they nove in all nornal
channel s of trade and that they are available to all potential
custoners, the sole explanation offered by the Exam ning Attorney
as to why there is a |likelihood of confusion from contenporaneous
use of the marks at issue is the assertion that the respective
goods "are both conputer software prograns used to test
autonotive goods." In view thereof, and given the often stated

principle that the fact that purchasers are sophisticated or

15
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know edgeable in a particular field does not necessarily nean
that they are sophisticated or know edgeable in the field of
trademar ks or i nmmune from source confusion, the Exam ning
Attorney concludes that confusion is likely from contenporaneous
use of the "highly simlar" marks "SI MIEST" and " Cl MITEST. "
Contrary to the Exam ning Attorney's conclusion that
"the record shows that the goods represented by the narks are
closely related,” there is nothing in the record which
denonstrates a commonal ity of individual, as opposed to
institutional, purchasers with respect to applicant's and
registrant's conputer software products.® Specifically, while
there appear to be overl apping custoners, such as vehicle
manuf acturers as well as suppliers of electronic parts for
vehi cl es, including original equipnent and specialty after-market
manuf acturers, there is no show ng that the sane individuals

woul d buy and/or use both applicant's and registrant's software.

® As noted, for exanple, by our principal reviewi ng court in Electronic
Design & Sales Inc. v. Electronic Data Systens Corp., 954 F.2d 713, 21
UsPQ2d 1388, 1391 (Fed. Cir. 1992), it is error to deny registration
sinmply because applicant nmarkets and sells its goods in one or nore of
the sanme fields, such as the autonotive industry, as those utilized by
regi strant w thout also determ ning who are the rel evant purchasers in
i nstances of common custoners. That is, the mere purchase of both
applicant's and registrant's software by sane institutions does not,

of itself, establish simlarity of trade channels or overlap of
custoners; instead, any likelihood of confusion nust be shown to exi st
not in a purchasing institution but in a shared custoner or purchaser.
Thus, our principal review ng court has cautioned in this regard that:

"W are not concerned with mere theoretical possibilities
of confusion, deception, or mstake or with de mnims
situations but with the practicalities of the conmercial
world, with which the trademark | aws deal ."

Id., quoting fromWtco Chem cal Co. v. Witfield Chem cal Co., 418

F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g, 153 USPQ 412
(TTAB 1967).

16
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Applicant's goods, as identified, are limted to providing
control capabilities for |aboratory sinulation test equipnment in
the nature of road sinulators and, as such, would be sold to
and/or utilized by product devel opnent engi neers, including those
who design new parts for vehicles. Registrant's goods, as
identified, are by contrast restricted to the electronic

manuf acturi ng market and woul d be purchased and/ or used by
quality control personnel as a control systemto ensure that
autonotive test equi pnent properly perforns its functions.

Stated sonmewhat differently, applicant's goods are used during
the process of designing new vehicle parts by providing control
capabilities for laboratory sinmulation test equi pnent such as
road sinulators, while registrant's goods are utilized in the
actual manufacture or production of electronic parts for vehicles
as an adjunct to the quality control thereof as determ ned by
autonotive test equipnent. Thus, as a practical nmatter, the
respective goods would not typically be bought and/or utilized by
the sanme individuals, even if such products were to be sold to
the sanme vehicle manufacturers or those which produce el ectronic
parts for vehicles.

Moreover, as is obvious fromthe very nature of the
goods at issue, applicant's and registrant's software woul d be
purchased and used by highly trained and technically skilled
i ndi vidual s who woul d know their specific product design and
testing needs. Consequently, custoners and users of such
software woul d be know edgeabl e and sophi sti cat ed purchasers who

woul d exercise a high degree of deliberation in their product
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sel ections, thereby significantly decreasing any |ikelihood of
conf usi on.

Finally, with respect to the marks thenselves, it is
plain that although they are phonetically identical, they are not
visual ly the sanme inasnmuch as registrant's "Cl MTEST" nmark begi ns
with the letter "C' while applicant's "SI MTEST" mark starts with
the letter "S." Such marks are thus distinguishable in terns of
their overall appearances. As to the strength of the respective
mar ks, that is, the scope of protection to which they are
entitled, it is readily apparent that registrant's "Cl MIEST" mark
is highly suggestive of the control systemits software provides
Wi th respect to sinulator testing of autonotive electronic parts,
whil e applicant's "SIMEST" mark, as previously explained, is
merely descriptive of the sinmulation testing control capabilities
its software provides for |aboratory equi pnment in the nature of
road sinulators. The marks at issue, due to the respective
suggestiveness and descriptiveness inherent therein, are
accordingly weak marks neriting only a limted anbit of
protection. In consequence thereof, applicant's "SI MTEST" mark
and registrant's "ClI MTEST" mark are considered to be sufficiently
di stingui shable to preclude a |ikelihood of confusion, especially
inlight of the additional differences in the purpose, function
and uses of the goods at issue and the high degree of
sophi stication and technical expertise to be found anong
custoners for and users of such goods.

Deci sion: The refusal under Section 2(e)(1) is

affirmed, but the refusal under Section 2(d) is reversed.
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