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Sunki st Gowers, Inc. filed, on April 21, 1997, an
application to register the mark THE ULTI MATE DI ET DRI NK on
the Principal Register for “fresh fruit” in Internationa
Class 31. Applicant based its application on Section 1(b)
of the Trademark Act, asserting a bona fide intention to

use the mark in commerce. The mark was published for

opposi tion on Novenber 25, 1997, and as no opposition was
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filed, the Ofice issued a notice of allowance on February
17, 1998. Followi ng the grant of several extensions of
time to file a statenent of use, applicant filed its
statenment of use on August 3, 2000, claimng dates of first
use and first use in comrerce of Septenber 1997.

The Exam ning Attorney required a new specinen, citing
Trademark Rule 2.56 and contending that the speci nens of
record are unacceptabl e because they fail to show use of
the mark on or in connection with “fresh fruit.” In
response, applicant argued that the photograph of a point-
of - purchase display, as well as the hangtag/coupon
subm tted as speci nens each clearly depict the goods and
the mark and are sufficient to show use in connection with
the identified goods, as required by Trademark Rul e
2.56(a). Applicant further argued that nerely because the
speci nens show that the mark is also used in association
with a brand of spring water does not disqualify the
speci nens as supporting applicant’s use of the mark for
“fresh fruit.”

In the Final Ofice action, the Exam ning Attorney
again required that applicant submt a speci men show ng use
of the mark on or in connection with the identified goods
under Trademark Rule 2.56. She expl ained, “the proposed

mark is clearly used in connection with the applicant’s
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| emrons used with the Msty Muntain spring water to nake
| enron water. |t does not show valid trademark use for the
| emons standing alone.” (Enphasis in original)(Final
Ofice action, p. 1.)

Appl i cant has appeal ed, and briefs have been fil ed.
Applicant did not request an oral hearing.

As expl ai ned above, the specinens subnmtted by
applicant are a photograph of a point-of-purchase display,
and a hangt ag/ coupon, photocopi es of which are reproduced

bel ow (in reduced form:
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The sol e issue before the Board is whether either of
the two specinens submitted with applicant’s statenent of
use is an acceptabl e speci men of use of the mark THE
ULTI MATE DI ET DRINK for the goods set forth in the
application, “fresh fruit.”?

Trademark Rule 2.56(a) reads as foll ows:

An application under section 1(a) of the

Act, an anendnent to all ege use under 8§2.76,

and a statenent of use under 82.88 nust each

i ncl ude one speci nen showi ng the nmark as

used on or in connection with the goods, or

in the sale or advertising of the services
i n comrerce.

! To be clear for the record, neither the issue of whether this

sl ogan, THE ULTI MATE DI ET DRI NK, functions as a trademark, nor
the issue of whether applicant, Sunkist Gowers, Inc., is the
sol e owner of the mark, is before the Board. The only basis for
refusal the Examining Attorney has chosen to articulate, citing
Trademark Rule 2.56, is her requirenment for a substitute specinen
on the ground that both speci nens are i nadequate to show use of
the mark in connection with the identified goods.
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Appl i cant contends that both speci nens submtted with
its statenent of use conply with the rule in that they each
show use in connection with the goods.

The Exam ning Attorney contends that the specinens are
unaccept abl e because neither specinen shows use of the mark
for applicant’s goods standing al one; that consuners are
likely to perceive the mark as referring to the drink which
results fromconbining applicant’s | enons with anot her
party’s spring water; that the mark is “nore of a marketing
slogan for this arrangenent [a joint pronotion with the
owner of M sty Mountain spring water], rather than being a
trademark for applicant’s goods” (brief, unnunbered p. 3);
and that the mark THE ULTI MATE DIET DRINK is used only to
pronote the use of the two goods together to create a soft
drink, but there is no speci nen showi ng use of the mark for
| enons st andi ng al one.

As expl ai ned previously, the Exam ning Attorney
acknow edged that the speci nens show the mark used in
connection with applicant’s goods “fresh fruit” (nore
specifically, |enpons), but she rejects the specinens
because they do not show use only for |l enons. W find no

statutory citation, case |aw’ or other authority to support

2 The Examining Attorney cited the case of In re Packaged Ice
Inc., 50 USPQ2d 1361 (TTAB 1999). However, that case involved a
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such a requirenent for specinens. The specinens submtted
by applicant nmeet the criteria set forth in Trademark Rul e
2.56(a). See also, TMEP 88904.04 and 904.06 (Third edition
2002). Applicant’s point-of-sale display, as well as its
hangt ag/ coupon, are both associated directly with
applicant’s goods “fresh fruit,” albeit the mark THE
ULTI MATE DI ET DRINK is apparently al so associated with
M sty Mountain spring water. Further, on the specinens,
the mark is promnently displayed and is associated with or
related to applicant’s goods; the specinmens are designed to
catch the attention of purchasers; and the purchasing
public wll associate the mark with applicant’s goods (even
if there is also an association with the other naned
entity’ s spring water).

Decision: The refusal to register based on a

requi renent for an acceptable specinmen is reversed.

statutory refusal to register the mark under Sections 2 and 45 of
the Trademark Act on the ground that the matter did not function
as a mark.



