2/'9/ 01 THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT
OF THE T.T.A.B. Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Castle BancG oup, Inc.

Serial Nos. 75/279,939, 75/301, 727 and 75/ 301, 730

16
DEB
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Jenni fer Stiver Chicoski, Trademark Exam ni ng Attorney,
Law O fice 115 (Thomas VI cek, Managi ng Attorney).

Before Bucher, Bottorff and Holtzman, Adm nistrative
Trademar k Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Applicant filed three applications seeking
registration of three different marks for services
described as follows:

“Retail, comercial and trust
banki ng servi ces, nanely savings
account services, checking
CASTLE BANK account services, certificates of
deposit, electronic funds
transfer, electronic debit
transactions and automated teller
services,” inInt. Cass 36, []

with the word “Bank” discl ai ned?

! Serial No. 75/279,939 filed on April 23, 1997, in which
applicant asserts a bona fide intention to use the mark in
comer ce.
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“Fi nanci al pl anni ng servi ces;
consuner |ending services in the

field of auto | oans and unsecured
CASTLE FI NANCE consuner | oans; and financi al
managenent services,” in
International d ass 36,

with the word “F[Jnance”
di scl ai ned?

and,

“Retail, comercial and trust
CASTLE BANCGROUP banki ng servi ces, nanely savings
account services, checking
account services, certificates of
deposit, electronic funds
transfer, electronic debit
transactions and automated teller
servi ces; financial planning
services; and financi al
managenent services,” in
International C ass 36,

with the word “BafcG oup”
di scl ai ned?

The Trademark Exam ning Attorney has refused
regi stration under Trademark Act Section 2(d), 15 U S. C
8§1052(d), citing Registration No. 1,758,732, which is for
the mark CASTLE MORTGAGE CORPORATI ON and design, as shown

bel ow,

2 Serial No. 75/301,727 filed on June 2, 1997. The
application is based upon first use of the mark during Cctober
1994 and first use in comerce during July 1995,

3 Serial No. 75/301,730 filed on June 2, 1997. The
application is based upon asserted dates of first use and first
use in commerce in Novenber 1994.
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CASTLE MORTGAGE

CORFORATION

for services recited as “nortgage brokerage services,” as
a bar to registration of applicant’s mslrks.l’:|

When the refusals were each nade final, applicant
filed separate appeals on each. At the request of the
Trademar k Exam ni ng Attorney, these three appeals have
been consolidated for purposes of this decision.

Applicant and the Trademark Exam ning Attorney have filed
main briefs in each case, and applicant has filed a reply
brief in each application. Applicant did not request an

oral hearing. W affirmthe refusals to register.

Qur determ nation under Section 2(d) is based upon an
analysis of all of the probative facts in evidence that
are relevant to the factors bearing on the issue of
| i kel i hood of confusion. See Inre E |I. du Pont

de Nemoburs and Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA

1973). Upon careful consideration of the evidence of

record pertaining to these factors, we find as foll ows.

4 Reg. No. 1,758,732 issued March 16, 1993; 88 affidavit
accepted and 815 affidavit received.
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Turning first to a consideration of the registrant’s
and applicant’s respective services, we find that
applicant’ s banki ng services, financial services,
financi al planning services and financi al nmanagenent
services, are closely related to the services recited in
the cited registration, “nortgage brokerage services.”
Applicant argues that consumers know the difference
bet ween nortgage corporations and full-service banks, and
that these differences are sufficient to elimnate any
I i kel i hood of source confusion.

The Board di sagrees. Neither the nortgage services
in the cited registration nor the rel ated banki ng and
financial services in these three applications contain any
[imtations as to channels of trade or classes of
custoners. Therefore, we nust presune that they are
marketed in all normal trade channels and to all normnal
cl asses of custoners for such services. See In re El baum
211 USPQ 639 (TTAB 1981). In fact, as noted by the
Trademar k Exam ni ng Attorney, one of applicant’s own

federal trademark registrations clainms use of its tower

ranparts design on this full array of services.EI This is

° Reg. No. 2,141, 144 covers retail, comrercial and trust
banki ng servi ces; nortgage banking services; nortgage |ending
servi ces; nortgage brokerage services; financial services,
nanely, financial planning services, insurance brokerage
services, financial portfolio managenment services, financing
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consistent with dozens of third-party registrations where
the sane entity offers full-service banking and nort gage
services. Hence, while the respective services of
applicant and registrant as recited are distinct, they are
nonet hel ess closely related, and in nany cases wll be
offered by a single entity. Hence, this fact weighs
agai nst applicant in our |ikelihood of confusion analysis.

As to the du Pont factor focusing on the conditions
under which and buyers to whom sal es are made, while we
agree with applicant that consunmers nay well exercise a
greater degree of care in selecting financial services
than is the case with routine consuner itens, we al so
agree with the Trademark Exam ni ng Attorney that
purchasers of financial and nortgage services are not
necessarily deened to be “sophisticated.”

We turn next to the issue of whether applicant’s
mar ks, CASTLE BANK, CASTLE FI NANCE and CASTLE BANCGROUP,
and the cited registered mark, CASTLE MORTGAGE CORPORATI ON
and design, when viewed in their entireties, are simlar
in terns of appearance, sound, connotation and conmerci al
i npression. The test is not whether the marks can be

di stingui shed when subjected to a side-by-side conpari son,

servi ces, financial nanagenent services, providing financial
i nformati on by el ectronic nmeans (enphasis supplied).
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but rather whether the marks are sufficiently simlar in
terms of their overall commercial inpressions that
confusion as to the source of the services offered under
the respective marks is likely to result. The focus is on
the recoll ection of the average purchaser, who nornally
retains a general rather than a specific inpression of

trademarks. See Sealed Air Corp. v. Scott Paper Co., 190

USPQ 106 (TTAB 1975).

As applicant argues, the marks at issue nust be
considered in their entireties. However, it is well
settled that one feature of a mark may be nore significant
than another, and it is not inproper to give nore weight
to this dom nant feature in determning the comerci al

impression created by the mark. See In re National Data

Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985).

In this case, we find that the dom nant feature of
all three of applicant’s narks as well as the registered
mark is the word CASTLE, an arbitrary termas applied to
registrant’s and applicant’s respective services. The
other wording in the marks, i.e., BANK, FINANCE, BANCGROUP
and MORTGAGE CORPORATI ON, conprises generic matter that
has been di scl ai med by applicant and registrant,
respectively. These generic designations contribute very

little to the comrercial inpression created by each of
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these marks. Accordingly, any dissimlarity in the marks
that mght result fromtheir use of different generic
wording is greatly outwei ghed by the marks’ basic
simlarity, i.e., their shared use of the arbitrary term
CASTLE.

In short, when we consider the marks in their
entireties, we find themto be simlar rather than
dissimlar. This simlarity of the marks weighs in favor
of a finding of Iikelihood of confusion in this case.

Applicant argues that the word CASTLE is a weak and
diluted termin the financial services field, and that
consuners accordingly are accustonmed to di stinguishing
anong CASTLE marks. Although “the nunber and nature of
simlar marks in use on simlar goods” is one of the
du Pont |ikelihood of confusion factors to be considered
when evidence pertaining thereto is of record, there is no
such evidence of record in this case, and hence we give no
weight to this factor in our likelihood of confusion

analysis in this case.EI

6 In its responses to the initial Ofice actions refusing

registration in each of the three files, applicant recited a
list of third parties who allegedly provide financial services
in cormmerce under trade names containing the word CASTLE
argui ng that such registrati ons were evidence of the weakness of
the word CASTLE in this field. |[If applicant intended to assert
and rely on the existence of third party uses of CASTLE marks in
connection with financial services, it was incunbent upon
applicant to properly and tinely nmake evi dence of such third
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As to the du Pont factor dealing with the | ength of
time during and conditions under which there has been
concurrent use w thout evidence of actual confusion,
applicant points to six years of coexistence w thout any
actual confusion. However, we have no evidence that the
mar ks CASTLE BANK, CASTLE FI NANCE and CASTLE BANCGROUP, on
the one hand, and the cited registered mark, CASTLE
MORTGAGE CORPORATI ON and design, on the other hand, have
ever been used contenporaneously in the same geographi cal
area. As to whether there has been sufficient opportunity
for confusion to occur, in addition to the geographi cal
di vi de between Al abama and Illinois, the record contains
no indication of the | evel of sales or advertising by
applicant. Yet the absence of any instances of actual
confusion is a neaningful factor only where the record
indicates that, for a significant period of time, an
applicant's sales and advertising activities have been so
appreci abl e and continuous that, if confusion were |likely
to happen, any actual incidents thereof would be expected

to have occurred and woul d have cone to the attenti on of

party uses of record. However, as noted by the Tradenark

Exami ning Attorney, the purported existence of these conmon | aw
and trade name uses of the word CASTLE in connection with
financial services has not been properly nmade of record, and we
t herefore have given them no evidentiary consideration

what soever. See In re Duofold, Inc., 184 USPQ 638 (TTAB 1974).
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one or both of these trademark owners. Simlarly, we have
no information concerning the nature and extent of
registrant’s use, and thus we cannot tell whether there
has been sufficient opportunity for confusion to occur as
we have not had opportunity to hear fromthe registrant on
this point.EI Al'l of these factors materially reduce the
probative value of applicant’s argunent on the matter of
actual confusion. Therefore, applicant’s claimthat no

i nstances of actual confusion have been brought to
applicant’s attention is not indicative of an absence of a

i kel i hood of confusion. See Gllette Canada |Inc. v.

Ranir Corp., 23 USPQd 1768, 1774 (TTAB 1992). In any

event, we are mndful of the fact that the test under
Section 2(d) of the Act is |ikelihood of confusion, not
act ual confusi on.

In summary, we find that applicant’s services are
closely related to the services identified in the cited

registration, and that they accordingly are presuned to be

! Applicant notes that registrant has been aware of
applicant’s use of its CASTLE marks “and has expressed no
reservation or conplaint.” (applicant’s reply brief, p. 3).

However, if applicant had obtained and subnmitted to the Ofice a
credi bl e consent agreenent between applicant and registrant — a
si gned agreenent consenting to applicant’s use and registration
of its marks and containing detail ed reasons why no |ikelihood
of confusion exists and/or arrangenents undertaken by the
parties to avoid confusion of the public, that certainly would
have been relevant to a bal anced review of the du Pont factors
by the Trademark Exami ning Attorney and/or by this Board.
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marketed in the sane trade channels and to the sane

cl asses of custoners. W further find that applicant’s
mar ks and the registered mark are sufficiently simlar
that, when used in connection with the closely rel ated
financial and nortgage services involved in this case,
source confusion is likely to result. Specifically,
custoners and prospective custoners are likely to

m st akenly assunme the existence of a source connection
bet ween banki ng services offered under the mark CASTLE
BANK, consuner |ending services offered under the mark
CASTLE FI NANCE, and an array of banking and financi al
services of fered under CASTLE BANCGROUP, on the one hand,
and nortgage brokerage services offered under the mark
CASTLE MORTGAGE CORPORATI ON and design, on the other hand.
We concl ude that the Trademark Examining Attorney’s
Section 2(d) refusal was appropriate as to each of

applicant’s three marks.

Decision: The refusals to register are affirned.
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