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Opinion by Bottorff, Adm nistrative Trademark Judge:
Appl i cant seeks registration on the Principal Register

of the mark E-OPTION, in typed form for “stock brokerage

services in securities, including the buying and selling of

nl

stocks, options and nutual funds. Regi strati on has been

finally refused on the ground that applicant’s mark is

! Serial No. 75/329,304, filed July 23, 1997. The application is
based on intent-to-use, under Trademark Act Section 1(b).
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nerely descriptive of the recited services. See Trademark
Act Section 2(e)(1), 15 U. S. C. 81052(e)(1).

Appl i cant has appeal ed the final refusal. Applicant
and the Trademark Exami ning Attorney filed main briefs on
appeal, and applicant filed a reply brief. An oral hearing
was held at which applicant’s counsel and the Trademark
Exam ning Attorney were present. After careful
consideration of the evidence of record and the argunents
presented by applicant and the Tradenmar k Exam ni ng
Attorney, we reverse the refusal to register.

Atermis nerely descriptive of goods or services,
wi thin the neaning of Trademark Act Section 2(e)(1), if it
forthwith conveys an i nmedi ate i dea of an ingredient,
gquality, characteristic, feature, function, purpose or use
of the goods or services. See, e.g., Inre Gulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. G r. 1987), and In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). A termneed not imredi ately convey an idea of each
and every specific feature of the applicant's goods or
services in order to be considered nerely descriptive; it
i s enough that the term describes one significant
attribute, function or property of the goods or services.
Inre HUDD.L.E, 216 USPQ 358 (TTAB 1982); In re

MBAssoci ates, 180 USPQ 338 (TTAB 1973). \Wether a termis
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nerely descriptive is determned not in the abstract, but
inrelation to the goods or services for which registration
i's sought, the context in which it is being used on or in
connection with those goods or services, and the possible
significance that the termwould have to the average
pur chaser of the goods or services because of the manner of
its use. Inre Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB
1979).

The Trademark Exam ni ng Attorney has presented
evi dence showing that the prefix “E-” is commonly
understood to be an abbreviated formof the prefix
“Electronic-.” “Wien you see a technol ogical termthat
starts with the letter ‘e’ and a hyphen, it nost likely is
an e-comerce-driven term And nine tines out of ten, the
‘e’ means electronic.” (USA Today, July 8, 1998.) *“[T]he
‘e-dash’ prefix may be attached to anything that has noved
frompaper to its electronic alternative, such as e-nail

e-cash, etc. (Freedman, Al an, The Conputer d ossary, 131

(8'" ed. 1998).) Applicant indeed has acknow edged that the
“E-” inits mark is intended to suggest “electronic,” and
that E- OPTI ON “suggests an ‘ E- Conmerce’ mark.”
(Applicant’s Brief at 6.)

The evidence of record al so establishes that an

“option” is “a security that represents the right to buy or
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sell a specified amount of an underlying security stock,
bond, futures contract, etc. at a specified price with a

specified tine.”?

W |ikew se take judicial notice that
“option” is defined as “a contract that provides the right,
but not the obligation, to buy or sell a specific anount of

a specific security within a predetermned tinme period.”

R J. Shook, Wall Street Dictionary 314 (The Career Press

1999). Applicant does not dispute that the “options” to
which its recitation of services refers are financia
instrunments of the type identified in the foregoing
definitions. Applicant also has acknow edged that its
recited brokerage services will include the buying and
selling of options by electronic neans, i.e., the
el ectronic tradi ng of options.
Based on these facts, the Trademark Exam ning Attorney
argues t hat
t he average user who seeks to purchase stock
options via a global comunication information
network or sonme other electronic neans and
encounters the mark “E-OPTION’ in the
mar ket pl ace, woul d perceive the applicant’s
mark as the apt descriptive nane of the service
of providing options electronically. That is,
the mark ‘E-OPTION wused in relation to the

buyi ng and selling of stock options woul d
I mredi ately convey to the purchaser the

2 Invest-O-Rama [online] dossary, printout attached to the
Trademark Exam ning Attorney’ s June 7, 1999 office action denying
applicant’s request for reconsideration.
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information that applicant sells or buys
options via electronic neans.
(Brief, at 6.)°3

Applicant, in turn, argues that E-OPTION is not nerely
descriptive of the recited services. Applicant notes that
there is no evidence in the record that the term E- OPTI ON
has been used by others, descriptively or otherw se, and
that the Ofice in the past has regi stered nunerous “E-"
prefix marks on the Principal Register, presumably because
such marks were deened to be inherently distinctive.
Applicant contends that the “E-" prefix in its mark does
not i mrediately inform purchasers that applicant’s
br oker age services may be rendered el ectronically, because
“E-" could be viewed as an abbreviation for a nultitude of
wor ds ot her than “electronic.”

Applicant also argues that its mark is not nerely
descriptive because the presence of the word “option” in
the mark creates a double entendre, as applied to
applicant’s services. Applicant contends that, in its E-

OPTI ON mark, the word “option” mght refer to the financial

® Although the Trademark Examining Attorney, in the quoted
excerpt fromhis brief, asserts that EEOPTION is the “apt
descriptive name” for applicant’s services, we note that the

i ssue raised by the Trademark Exam ning Attorney’s refusal in
this case is whether applicant’s mark is “nerely descriptive” of
the recited services.
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securities known as “options,” but it also refers to the
fact that applicant offers its custoners the “option” of
utilizing applicant’s brokerage services either by
conventional nmeans, i.e., by in-person visits or by
t el ephone, or by electronic neans, i.e., via the Internet
or other online method. That is, the mark conveys the
doubl e neani ng that applicant’s custoners who wish to trade
in “options” (or other types of financial instrunents) have
the “option” of trading conventionally or electronically.
We agree with the Tradenmark Exam ning Attorney’s
contention that applicant’s mark E-OPTION i mredi ately
infornms custonmers that applicant’s services are offered or
rendered electronically (the prefix “E-") and that they
i nvolve the trading of financial securities known as
options (the word OPTION). To this extent, and to the
extent that applicant’s services involve electronic option
trading, E-OPTION has a nerely descriptive significance.
Applicant’s argunents to the contrary are not persuasive.
However, we also agree with applicant’s contention
that E-OPTI ON has an additional nmeaning which is not nerely
descriptive of applicant’s services. The word “option,” in
addition to the specific neaning it has in connection with
applicant’s services (as the nane of a species of financial

security in which applicant deals), also has a nore
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general i zed neani ng whi ch suggests the concept of “choice.”
Li kewi se, E-COPTION suggests that applicant’s custoners are
free to choose to trade by conventional neans (by tel ephone
or in-person contacts) or to trade by el ectronic neans.
Significantly, we note that applicant’s custoner need not
even be trading in options to exercise his or her E-OPTION,
or electronic option; the custonmer who trades only in
stocks, nutual funds or other types of securities is free
to exercise his or her “electronic option” when utilizing
applicant’ s services.

I n connection with applicant’s services, this second
meani ng of E- OPTI ON woul d be understood by custoners, but
only after they had undertaken a nulti-stage reasoning
process. That is, the purchaser nust recogni ze that
“option” has a general neaning (“choice”) in addition to
its specific meaning in the financial securities field,
that applicant renders its services via both electronic and
conventional neans, and that the custoner has the option of
choosing either of those neans in his or her dealings with
applicant. The necessity of this nulti-stage reasoning
process nmakes applicant’s mark suggestive rather than
merely descriptive.

In summary, we find that applicant’s mark E- OPTI ON

when viewed in connection with applicant’s services, has
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two neani ngs, one of which is suggestive rather than nerely
descriptive of applicant’s services. In view thereof, we
find that the mark is not nerely descriptive of the
services. See Henry Siegel Co. v. M&R International Mg.
Co., 4 USPQ2d 1154 (TTAB 1987); In re Conputer Business
Systens Group, 229 USPQ 859 (TTAB 1985); and No Nonsense
Fashi ons, Inc. v. Consolidated Foods Corp., 226 USPQ 502
(TTAB 1985). Any doubt as to this conclusion nust be
resolved in applicant’s favor. In re Atavio, 25 USPQd
1363 (TTAB 1992).

Decision: The refusal to register is reversed.

R L. Sims

R F. Ci ssel

C M Bottorff

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board



