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Opi nion by Bottorff, Adm nistrative Trademark Judge:
Applicant has filed an application seeking

registration on the Principal Register of the nmark PARTS

MASTER ULTRA, in typed form for goods identified in the

application, as anended, as “autonobil e brake parts,

YInits reply brief, applicant asserts that its name was changed
on January 1, 2000 to Aftermarket Auto Parts Alliance, Inc.
However, it does not appear fromthe Ofice’ s autonated

assi gnnent records that any nane change, assignment or ot her
transfer docunment has been recorded. Accordingly, the Board
shall continue to refer to applicant by the nanme set forth in the
original application papers, i.e., Auto Value Associates, |nc.
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nanmel y, disc brake pads.”?

The specinens submtted with the
original application papers consisted of packaging for the

goods, upon which the follow ng design is depicted:

2 Serial No. 75/338,335, filed August 8, 1997. Applicant has

di scl ai nred PARTS apart fromthe mark as shown. The application
is based on use in comerce under Trademark Act Section 1(a), 15
U S. C. 81051(a), and June 30, 1995 is alleged as the date of
first use of the mark anywhere and first use of the mark in
conmerce. In the application, applicant has clainmed ownership of
five registrations of the mark PARTS MASTER ( PARTS di scl ai ned),
in typed form for various autonotive parts and accessori es.
Applicant al so clai med ownership of Registration No. 2,044, 097,

i ssued March 11, 1997, of the typed mark PARTS MASTER ULTRA
(PARTS di scl ai med), the same mark involved in the present
application, for “spark plug wire and cable.” Additionally, in
its request for reconsideration in this case, applicant asserted
ownershi p of Registration No. 2,201,241, issued Novenber 3, 1998,
of the same PARTS MASTER ULTRA ( PARTS di scl ai ned) mark for
“autonobil e batteries.” Finally, the Board notes that

Regi stration No. 2,308,596 was issued to applicant on January 18,
2000. The mark depicted in that registration is the conposite
design and word mark appearing on the original specinmens of
record in this case, as depicted in the main text of this opinion
at page 2. Color is not clained as a feature of this registered
mark, and applicant has disclai med PARTS and THE ULTI MATE
REPLACEMENT PARTS apart fromthe mark as shown. The goods
identified in the registration are “spark plug wire and cable.”
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On the speci nens, the pennant or banner background el enent
of the design is yellowwth red borders, and the three
parallel rectangles are blue with white borders. The words
PARTS MASTER& and THE ULTI MATE REPLACEMENT PARTS are in
white on the bl ue background of the rectangles, and the
triangle to the left of the word PARTS is in yellow The
word ULTRA is in red.

The Trademark Exami ning Attorney refused registration
under Trademark Rule 2.51(a)(1), 37 CF. R 82.51(a)(1), on
the ground that the drawing of the mark was not a
substantially exact representation of the mark used on the
goods, as evidenced by the specinens. |n response,
applicant argued that its original specinens of use are
sufficient under Trademark Rule 2.51(a)(1), but also
eventually submtted, in the alternative, two different
brochures as substitute speci nens pursuant to TrademarKk
Rule 2.59(a). The Trademark Exam ni ng Attorney, however,
mai nt ai ned her rejection of the original specinens, and
al so rejected each of applicant’s proffered substitute
speci mens on the ground that they are nerely adverti sing

brochures which do not suffice, under Trademark Rule 2.56,
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as acceptabl e speci nens of trademark use of the mark on the
i dentified goods.?3

When the refusal to register was nmade final, applicant
filed this appeal. Applicant and the Trademark Exam ni ng
Attorney have filed main briefs, and applicant has filed a
reply brief. No oral hearing was requested. W affirmthe
refusal to register

We turn first to the Trademark Exam ning Attorney’s
rejection of the original specinens. In support thereof,
she contends that those specinens do not evidence use of
PARTS MASTER ULTRA as a single, unitary mark as depicted on
applicant’s drawi ng. Rather, she argues, these specinens
show use of two separate marks, i.e., PARTS MASTER, and
ULTRA. She argues that the designations PARTS MASTER and
ULTRA, as they appear on the specinens, would be not be
perceived as a single, unitary mark because they are
physically separated by space and by the wordi ng THE

ULTI MATE REPLACEMENT PARTS, and because they appear on the

®lnitially, the Trademark Examining Attorney al so rejected the
substitute speci mens because they were not supported by a

decl aration establishing that they were in use in commerce as of
the application filing date. Applicant filed such a declaration
along with its main appeal brief, and the Board remanded the
application to the Trademark Exam ning Attorney for consideration
thereof. The Trademark Exam ning Attorney then accepted the

decl aration, but maintained her rejection of the substitute

speci nens on the ground that they are nerely adverti sing
materi al s.
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specinens in two different type styles, in tw different
colors, and in two different sizes. Citing In re Jordan
| ndustries, Inc., 210 USPQ 158 (TTAB 1980) and In re Aud
NSU Auto Union AG, 197 USPQ 649 (TTAB 1977), the Trademark
Exam ni ng Attorney contends that applicant is inpermssibly
attenpting to register two different marks in a single
application, i.e., a house mark, PARTS MASTER, and a
product mark, ULTRA.

Applicant, by contrast, argues that its origina
speci nens evi dence use of PARTS MASTER ULTRA as a unitary
conposite mark. Applicant notes that both PARTS MASTER and
ULTRA appear within the borders of the overall banner
design, and that they are nuch |arger and nore prom nent
than the other wording appearing therein, i.e., THE
ULTI MATE REPLACEMENT PARTS. Applicant contends that
because PARTS MASTER and ULTRA are so much | arger than that
ot her wordi ng, and because they are symretrically placed
above and bel ow that other wording, the three words would
be perceived together as the conponents of a single,
unitary mark, i.e., PARTS MASTER ULTRA. Finally, applicant
argues that it never uses the term ULTRA al one, but rather
al ways in conjunction with PARTS MASTER, and accordingly

that it is seeking to register one mark, not two.
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We have carefully considered applicant’s argunents,
but we agree with the Trademark Exam ning Attorney’s
contention that PARTS MASTER and ULTRA, as they appear on
t hese speci nens, do not conprise a single, unitary mark,
but rather woul d be perceived as tw separate narks.

First, we note that when determ ning whether the conposite
sought to be registered projects a single, unitary
comerci al inpression, “[e]verything depends on the
specinens.” In re Audi NSU Auto Union AG supra, 197 USPQ
at 650. Therefore, we accord no weight to applicant’s
assertion that it never uses ULTRA al one, but always in
conjunction with PARTS MASTER % The issue is whether the
speci nens of record establish use of PARTS MASTER ULTRA as
a unitary mark.

This is not a case in which the two conmponents at
i ssue appear immedi ately and conti guously above and bel ow
each other within the sane background field. Conpare,
e.g., New England Fish Conpany v. The Hervin Conpany, 179
USPQ 743 (TTAB 1973) (speci nens depi cted BLUE MOUNTAIN (in
one typestyle) positioned directly above KITTY OS (in a

very different typestyle), both designations within a blue

“ Additionally, we note that even if applicant mght never use
ULTRA alone as a mark, it is clear fromthe record that it uses
PARTS MASTER al one as a house mark. See, e.g., applicant’s
“Exhibit B” substitute specinen, infra, and applicant’s various
regi strations of the mark PARTS MASTER, supra at footnote 2.
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rectangul ar design; mark held to be unitary). Rather, in
this case, the word ULTRA is separated fromthe words PARTS
MASTER by the intervening words THE ULTI MATE REPLACEMENT
PARTS. Moreover, although ULTRA and PARTS MASTER are both
Wi thin the borders of the overall yellow banner design
el enent, ULTRA (in red lettering) is conspicuously excluded
fromthe | arge blue rectangle (nmade up of three paralle
bl ue rectangl es) within which the words PARTS MASTER and
THE ULTI MATE REPLACEMENT PARTS appear in white lettering.

I ndeed, if any two of the conponents of the design
create a single, unitary comrercial inpression, it is not
t he conponents PARTS MASTER and ULTRA, but rather the
conponents PARTS MASTER and THE ULTI MATE REPLACEMENT PARTS,
both of which appear in white lettering within the |arger
conposite blue rectangle. The manner in which THE ULTI MATE
REPLACEMENT PARTS is displayed in the design in conjunction
w th PARTS MASTER nakes it unlikely that purchasers woul d
conmbi ne PARTS MASTER with ULTRA into a single, unitary
mark. See In re Jordan Industries, Inc., supra (as
presented on specinens, JIF-LOK nore likely to be perceived
as part of the phrase JIF-LOK M RACLE FASTENER t han as part
of a mark sought to be registered, i.e., JORDAN JIF-LCK;

hel d, JORDAN JI F-LOK two nmarks, not a unitary nmark).
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Normal Iy, the nere fact that PARTS MASTER and ULTRA
appear on the specinens in different type styles, in
different colors, and in different sizes would not
necessarily preclude a finding that the two designations
together conprise a single, unitary mark. See New Engl and
Fi sh Conmpany, supra. |In this case, however, those basic
di stinctions between PARTS MASTER and ULTRA, when conbi ned
with the presence of the intervening words THE ULTI MATE
REPLACEMENT PARTS and the fact that ULTRA, al one anong al
of the words appearing in the mark, is not included within
the blue rectangle, |lead us to conclude that ULTRA and
PARTS MASTER woul d be perceived as two separate narks,
rat her than as conponents of a single unitary mark.

In addition to its argunents based on the specinens
t hensel ves, applicant al so argues, essentially, that the
Trademar k Exam ning Attorney should be estopped to reject
applicant’s original specinens in this case. Mre
specifically, applicant contends that it owns two prior
registrations of the typed formmark at issue here, PARTS
MASTER ULTRA, for goods which are closely related to the

goods identified in the present application;® that the

> See supra at footnote 2. The first such registration is

Regi stration No. 2,044,097, issued March 11, 1997, of the typed
form mark PARTS MASTER ULTRA (PARTS disclainmed) for “spark plug
wire and cable.” Applicant asserts inits briefs that the goods
identified in the present application, “autonobile brake parts,
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speci nens submtted by applicant with each of the
applications which led to those registrations were
essentially identical to the original specinens applicant
submtted with the present application, insofar as the
manner in which the mark was di spl ayed; that the Ofice,
acting through two different Trademark Exam ning Attorneys,
accepted those specinens in the other two applications as
accept abl e evidence of applicant’s use of the mark PARTS
MASTER ULTRA; that, notw thstanding the general rule that a
Trademar k Exam ning Attorney is not bound by the decisions
of prior Trademark Exam ning Attorneys in other
applications, the Trademark Exam ning Attorney’ s rejection
of the essentially identical original specinmens in the
present case constitutes an inperm ssible collateral attack
on the validity of applicant’s prior registrations which,
pursuant to (or by extension of) Trademark Rul e
2.106(b)(2)(ii), should only be allowed to be raised by way
of a petition to cancel those prior registrations; and
that, under the doctrine set forth in Park ‘N Fly, Inc. v.

Dol lar Park and Fly, Inc., 105 S. C. 658, 224 USPQ 327

nanely, disc brake pads,” originally were included in the
application which matured into this registration but were del eted
by anmendnent during prosecution. The second registration cited
by applicant is Registration No. 2,201,241, issued Novenber 3,
1998, of the typed form mark PARTS MASTER ULTRA ( PARTS

di scl ained) for “autonobile batteries.”
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(1985) and In re The American Sail Training Association,
230 USPQ 879 (TTAB 1986), applicant’s ownership of those
registrations, and the Ofice’'s acceptance of applicant’s
speci mens in those cases, precludes the Ofice from
rejecting the essentially identical specinens submtted by
applicant in this case.

Applicant’s argunents are w thout |egal basis or
merit. It is well-settled that, in an ex parte proceedi ng
involving a particular application, neither the Trademark
Exam ning Attorney nor the Board is bound by the decisions
of other Trademark Exam ning Attorneys made in connection
with other applications. This is so even where, as in the
present case, the applicant, the facts, and the |egal
i ssues involved in the application on appeal are identical
to those presented in the prior application(s). For
exanpl e, the case of In re Medical Disposables Co., 25
USPQ2d 1802 (TTAB 1992) invol ved an application to register
VEDI CAL DI SPOSABLES and design, in which applicant sought
to enter separate disclainers of MEDI CAL and DI SPOSABLES.
The Board affirned the Trademark Exam ning Attorney’s
requi renent that a single disclainer of MED CAL DI SPOSABLES
be entered, finding that the phrase was unitary and that
the words accordingly could not be disclainmd separately.

The applicant in that case argued that because it owned a

10
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prior Principal Register registration of the word mark
VEDI CAL DI SPOSABLES i n which separate disclainmers had been
permtted by a different Trademark Exam ning Attorney, it
was entitled to separately disclaimthose words in its

| ater application. The Board rejected that argunent.
Simlarly in the present case, the acceptance by the prior
Trademar k Exam ni ng Attorneys of applicant’s specinens as
evi dence of applicant’s use of the typed mark PARTS MASTER
ULTRA is not binding on the Board in this case, and does
not excuse or preclude the Board fromreaching its own
deci sion on the issue presented.

Applicant’s reliance on Tradenmark Rule 2.106(b)(2)(ii)
is without |egal basis. That rule, and its counterpart in
cancel | ati on proceedi ngs, Trademark Rule 2.114(b)(2)(ii),
are essentially compul sory counterclaimrules which apply
only to inter partes litigation proceedings at the Board
(e.g., opposition and cancellation proceedings).® On their
faces, those rules are inapplicable to ex parte proceedi ngs

such as this one. Mreover, and contrary to applicant’s

® Trademark Rule 2.106(b)(2)(ii) provides: “An attack on the
validity of a registration pleaded by an opposer will not be
heard unl ess a counterclaimor separate petition is filed to seek
t he cancel l ation of such registration.” Likew se, Trademark Rul e
2.114(b)(2)(ii) provides: “An attack on the validity of a

regi stration pleaded by a petitioner for cancellation will not be
heard unl ess a counterclaimor separate petition is filed to seek
the cancell ati on of such registration.”

11
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contention, those rules cannot be extended to the ex parte
exam nati on and appeal process, inasnuch as neither the
statute nor any other of the Trademark Rul es provides for
any nechani sm by which the Trademark Exam ning Attorney
m ght petition to cancel an applicant’s prior registration.
Applicant’s reliance on Park ‘N Fly and In re Anerican
Sail Training Association is also fundanentally m spl aced,
because applicant’s prior registrations are not
i ncontestabl e, and because the goods identified in the
present application are not the same as or included anong
the goods identified in applicant’s prior registrations of
the mark in question. Contrary to applicant’s wholly
unsupported contentions, these distinguishing factors are
not inconsequential or immterial. Rather, the Board and
its primary review ng court have repeatedly held that two
essential prerequisites to the applicability of the
doctrine established in Park “N Fly and In re American Sai
Training Association are that the goods or services
identified in the later application nmust be identical to or
enconpassed within the goods or services identified in the
prior registration, and that the prior registration nust be
i ncontestable. See, e.g., Inre Merrill Lynch, Pierce,
Fenner, and Smith Inc., 828 F.2d 1567, 4 USPQd 1141 (Fed.

Cir. 1987); In re Loew s Theatres, Inc., 769 F.2d 764, 226

12
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USPQ 865 (Fed. Cir. 1985); In re Sunmarks Inc., 32 USPQRd
1470 (TTAB 1994); and In re Anmerican Sail Training

Associ ation, supra. Neither of those prerequisites has
been satisfied in this case.

In summary, it is of no avail to applicant in this
case that, in the course of issuing two other registrations
to applicant of the typed mark PARTS MASTER ULTRA for goods
whi ch are not the sane as goods identified in the present
application, the Ofice apparently accepted speci nens which
were essentially identical to the original specinens
rejected by the Trademark Exam ning Attorney in the present
application. The decisions and actions of the prior
Trademar k Exami ning Attorneys in issuing applicant’s prior
regi strati ons have no bearing on our decision in this case
as to whether the present Trademark Exam ning Attorney’s
rejection of applicant’s specinens should be affirnmed or
reversed. See In re Sunmarks Inc., supra, and In re
Medi cal Di sposables Co., supra. For the reasons stated
earlier in this opinion, we find that applicant’s original
speci nens are unacceptable and insufficient as evidence of
applicant’s use in commerce of the mark sought to be
regi stered, PARTS MASTER ULTRA

W turn next to the issue of whether applicant’s

proffered substitute speci nens are acceptabl e as speci nens

13
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of use of the mark sought to be registered. The first
substitute specinmen, subnmtted by applicant as “Exhibit A"

is an 8% x 11 brochure or flyer, reproduced bel ow ’

" The brochure is printed in color. Applicant apparently is
relying on the text toward the top which reads “FOR TOP

PERFORVANCE AND NO SE- FREE BRAKI NG USE ONLY PARTS MASTERA ULTRA
SEM - METALLI C DI SC BRAKE PADS.” Those words are printed in red
ink, with the exception of the words PARTS MASTER, which are
printed in blue. The yellow triangle design elenent to the |eft
of the word PARTS does not reproduce satisfactorily, but it is
the sane design elenment that is visible to the left of the word
PARTS in the “banner” logo in the top left corner of the
brochure.

14
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Appl i cant has presented no actual evidence of how this
brochure is used in connection with the goods, but relies
instead nerely on the assertions and argunents of its
counsel. In applicant’s request for reconsideration, with
whi ch the brochure was originally submtted, applicant’s
counsel stated that “[o]n occasion, these specinens are
shi pped with the brake part products by the manufacturer to
the distributor and then reshi pped by the distributor to
the auto parts stores.” (Request for reconsideration, at
page 1.) In applicant’s appeal brief, applicant’s counsel
states that these brochures “are shipped with the brake
part products by the manufacturer to the distributor and
t hen reshi pped by the distributor to the auto parts stores.
These materials are packaged with the goods and woul d be
visible to a potential custonmer exam ning the goods.”
(Appeal Brief at 3.) In applicant’s reply brief,
applicant’s counsel states: “[a]s shown by the record,

t hese specinens were directly associated with the goods
offered for sale. They were included in the packaging.”

Applicant also argues in its reply brief that the
brochure satisfies the three criteria set out in TMEP
section 905.06, as established in the case of Lands’ End,
Inc. v. Manbeck, 797 F.Supp. 51, 24 USPQ2d 1314 (E.D. Va.

1992), by which a catalog or other advertising m ght

15



Ser. No. 75/338, 335

constitute a display associated with the goods. That is,
appl i cant argues, the specinmen includes a pron nent
depiction of the mark in close proximty to a photograph of
t he goods, and it includes

sufficient information to order the goods,

because it shows the nane of the

manuf acturer, ©Morse Autonotive Corporation.

Morse Aut onotive Corporation manufactures the

goods in accordance with the product

speci fications established by the Applicant.

The Applicant strictly controls the nature

and quality of the goods identified by the

mark. Any warehouse distributor or

aut onotive parts store receiving this display

woul d know how to order the goods, nerely by

seeing the name of the manufacturer as they

are well acquainted with each vendor the

Applicant permts to manufacture goods

identified by its marks.
(Reply brief at 3.)

Finally, applicant argues that the brochure is
acceptabl e as a speci nen because it is a package insert
which is part of the goods thenselves, within the nmeaning
of TMEP section 905.07. “In this case, the specinens
contai ned inportant information regarding various features
of the goods and should not be considered as nerely
advertising.” (Reply brief at 4.)

Taking applicant’s last argunent first, we find that

the “Exhibit A’ brochure cannot be deened to be “part of

16
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the goods,” and that the appearance of the mark thereon®
accordingly does not constitute use of the mark “on the
goods.” The “inserts as specinens” referred to in the
headi ng of TMEP section 905.07 are of the type involved in
Inre Utraflight Inc., 221 USPQ 903 (TTAB 1984), in which
t he goods (powered hang-glider sold in kit form, as
packaged by the applicant, included a printed manual which
contained the instructions for assenbling the kit. The
Board held that the manual was an integral part of the
goods thensel ves, and that use of the mark on the manual
therefore constituted use of the mark on the goods
t hensel ves. In the present case, by contrast, applicant’s
brochure is not a conponent of the goods, nor is it needed
in order to assenble, install or operate the goods.
Rat her, the brochure nerely touts the advantageous features
of the goods, and serves no identifiable purpose except
that of advertising and pronoting the goods. See In re
Drilco Industrial Inc., 15 USPQ2d 1671 (TTAB 1990).

Next, we find no basis in the record for concl uding
that the “Exhibit A’ brochure is a “display” associated
with the goods. As the Board explained in In re Bright of

Anerica, Inc., 205 USPQ 63 (TTAB 1979):

8 W are assunming, arguendo, that the brochure in fact evidences
use of the unitary mark PARTS MASTER ULTRA

17
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A di splay associated with the goods within
the scope of Section 45, as interpreted by
the Court of Custons and Patent Appeals and
other tribunals, conprises essentially point-
of -sal e material such as banners, shelf-

tal kers, w ndow displays, nmenus, or simlar
devi ces which are designed to catch the
attention of purchasers and prospective
purchasers as an inducenment to consunmate a
sal e and which prom nently display the mark

i n question and associate it or relate it to
the goods in such a way that an association
of the two is inevitable even though the
goods may not be placed in close proximty to
the display or, in fact, even though the
goods may not physically exist at the tine a
purchaser views the display.

205 USPQ at 65. Wth respect to brochures of the type

involved in this case, the TMEP correctly states:

Fol ders and brochures descri bing goods and
their characteristics or serving as
advertising literature are not per se
“displays.” In re Schiapparelli Searle, 26
USPQ2d 1520 (TTAB 1993); In re Drilco

I ndustrial Inc., 15 USPQd 1671 (TTAB 1990).
In order to rely on such materials as

speci nens, an applicant nust submt evidence
of point-of-sale presentation. See In re
Ancha El ectronics Inc., 1 USPQ2d 1318 (TTAB
1986); In re Col unbia Chase Corp., 215 USPQ
478 (TTAB 1982).

TMVEP section 905. 06.
In the present case, there is no declaration or other
evidence in the record fromwhich we m ght concl ude that

the brochure is displayed at the point of sale. Conpare,

18
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e.g., In re Ancha Electronics Inc., supra. Even the non-
evidentiary statenents nmade by applicant’s counsel fail to
establish that the brochures are used as point-of-sale
di splay nmaterials. He states that the brochures are
shi pped with the goods by the manufacturer to the
di stributor and then reshipped by the distributor to the
auto parts retailers. However, by the tinme the distributor
sees the brochure shipped with the goods, it presumably has
al ready purchased the goods. Likewise, the retailer wll
al ready have purchased the goods fromthe distributor by
the tinme it sees the brochure.

Further, there is no evidence that the brochures are
di spl ayed by the retailers to the ultimate consuners in
such a manner as to induce the consummation of a sale.
Counsel states that the brochures are “packaged with the
goods and would be visible to a potential custoner
exam ning the goods,” and that they “were directly
associ ated with the goods offered for sale. They were
i ncluded in the packaging.” These assertions, even if they
had been properly attested to by persons with first-hand
knowl edge, are far too indefinite to serve as a basis for
finding that the brochures are displayed to the ultimte
consuners at the point of sale. “Material which is no nore

t han advertising does not necessarily cease to be

19
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advertising because it is placed inside a package.” TMEP
section 905.07. Although an advertising brochure such as
applicant’s, inserted into the packagi ng for the goods,

m ght have been acceptabl e evi dence of use under the Act of
1905, it is not acceptable under the Lanham Act of 1946.
See I n re Chicago Rawhi de Manufacturing Co., 173 USPQ 8, 10
(CCPA 1972) (di sti ngui shing a decision under the 1905 Act in
which a leaflet inserted within a carton was deened to be a
proper trademark use).

Finally, we reject applicant’s contention that its
brochure satisfies the three criteria for categorization as
a “catal og or other display” set out by TMEP section 905. 06
and in Lands’ End, Inc. v. Manbeck, supra. What the Board
said inIn re Schiapparelli Searle, supra, a case nmuch like
the present one involving brochures which were asserted by
the applicant to be “displays” within the nmeaning of Lands’

End v. Manbeck, applies equally to the present case:

In that case [ Lands’ End v. Manbeck], the
court held that a mail-order retailer’s use
of a mark in a catalog together with a

pi cture of the goods, words describing the
goods, specifications and options from which
a customer mght choose, as well as mail -
order forms and tel ephone nunbers for phone
orders were sufficient use to satisfy the
trademark statute. In Lands’ End, goods were
of fered and sal es were conpleted directly
fromthe catalog. No sales are nade from
applicant’s brochures, which bear little

20
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resenbl ance to the mail-order catalog with
order forns in Lands’ End.
In re Schiapparelli Searle, supra, 26 USPQ2d at 1522.

Applicant’s argunent that its brochure qualifies as a
Lands’ End-type di splay because the nane of the
manuf acturer of the goods is included thereon is not
persuasive. By that reasoning, just about any adverti sing
flyer which included the nanme of the advertiser or
manuf acturer woul d qualify as a display and hence as an
accept abl e speci nen of trademark use. That clearly is not
t he [ aw under Lands’ End.

In summary, we have carefully considered applicant’s
argunents in support of its contention that its “Exhibit A’
substitute specinen is an acceptabl e speci nen of trademark
use, but we are not persuaded. The brochure is nerely an
advertisenent, and as such it is not evidence of use of the
trademark on the goods identified in the application.

We turn finally to applicant’s “Exhibit B’ substitute
speci men, another 8% x 11 col or brochure which is

repr oduced bel ow

21
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This brochure is unacceptable as a “di splay” specinen
for all of the sane reasons di scussed above with respect to
the “Exhibit A’ brochure. It is nerely an adverti sing
brochure. Applicant, however, appears to be contendi ng
that it is not the brochure, per se, that is being
submtted as a specinmen, i.e., as a display associated with
the goods. Rather, the specinen is said to be the
phot ograph, in the center panel of the brochure, of
applicant’s product container which allegedly bears the

mar k.

22
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We note that the product container depicted in the
phot ograph i s the same product contai ner which applicant
submtted as its original specinen, upon which the
conposite design reproduced supra at page 2 appears. For
t he reasons discussed at length earlier in this opinion,
the Board has already found that this product container,
bearing that design, is unacceptable as evi dence of
trademark use of the typed nmark PARTS MASTER ULTRA.
Applicant argues that the photograph on the brochure is so
smal| that one cannot readily read the small-print words
THE ULTI MATE REPLACEMENT PARTS whi ch appear between PARTS
MASTER and ULTRA, such that the only words of the conposite
which are legible and readily ascertainable in the
phot ograph are the larger-type words PARTS MASTER ULTRA.
We are not persuaded. Having found that the actual product
container is not acceptable as a specinen, we also find
that a photograph of that sane container, even if it is
small, illegible or otherwi se poorly reproduced, is not an
accept abl e speci nen either.

To summari ze, we find that neither applicant’s
original specinmens nor either of its two substitute

speci mens i s acceptabl e evidence of trademark use of the
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mar k sought to be registered, i.e., PARTS MASTER ULTRA

Decision: The refusal to register is affirmed.

R F. Cissel
D. E. Bucher
C M Bottorff

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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