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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re A Ahl strom Corporation
Serial No. 75/362, 796

Robert A. Vanderhye of N xon & Vanderhye P.C. for A
Ahl st rom Cor por ati on.
Janice L. McMorrow, Trademark Exam ning Attorney, Law
O fice 104 (Sidney Moskow tz, Managi ng Attorney).
Before Sims, Hanak and Drost, Administrative Trademark

Judges.

Opinion by Sims, Admnistrative Trademark Judge:

A. Ahl strom Corporation (applicant), a corporation of
Fi nl and, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the asserted mark
AHL for “machi nes and equi pnent for the pul p and paper
i ndustry, nanely, agitators, mxers, digesters, thickeners,
bl eachi ng towers, presses, feeders, pulp screeners, pulp

centrifugal cleaners, and replacenent parts therefor.”E

! Application Serial No. 75/362,796, filed Septenber 25, 1999,
based upon applicant’s bona fide intention to use the mark under
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Applicant and the Exam ning Attorney have submtted briefs
but no oral hearing was requested.

It is the Exam ning Attorney’s position that the mark
shown on the drawing of this application —- AHL -— does not
match the mark on the specinens filed with applicant’s

anendnent to all ege use, shown bel ow.

Section 1(b) of the Act, 15 USC § 1051(b). Applicant
subsequently filed an amendnment to all ege use asserting first use
“since about 1990.”
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The Exam ning Attorney contends that the mark on the
drawing is an inconplete representation of the mark or
mar ks shown on applicant’s acceptabl e speci mens of record,
wherein these letters appear only as a part of unitary
mar ks. Because these letters are assertedly an inseparable
part of the marks AHLSTROM and AHLSORTER and do not proj ect
a separate and distinct comercial inpression, it is the
Exam ning Attorney’s position that the mark sought to be
registered is a “nutilation” of the mark or nmarks shown on
t he speci nens of record. The Exam ning Attorney maintains
that applicant may not regi ster a non-separabl e conponent
which is never used as a separate mark and does not have a
separate and distinct comercial inpression.

Furthernore, the Exam ning Attorney argues that the
fact that applicant uses these letters as a prefix in a
nunber of marks does not entitle applicant to register the
prefix alone without proof that the prefix creates a
separate commercial inpression. Wile the Exam ning
Attorney concedes that sonme of applicant’s marks support
its assertion that the letters AHL are used with
descriptive or generic terms, the Exam ning Attorney argues
that these unitary marks have separate and di stinct
commerci al inpressions such that these letters are

i nsepar abl e, even when conbi ned with descriptive or generic
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matter. Because applicant has not submtted specinens
showi ng the asserted nmark AHL used in such a nanner as to
create a distinct and separabl e conmercial inpression, the
Exam ning Attorney has nmade final her requirenent for
substitute specinens.EI

Even with respect to the mark AHLSel ect (shown bel ow),

the Exam ning Attorney maintains that that mark is unitary
as well. In addition to noting that the asserted mark
AHLSel ect is being used on pronotional nmaterial not
appropriate as trademark speci nens, the Exam ning Attorney
points to the fact that the italicized word “Select” is in
simlar size type on the sane line and that this mark
appears as one word because there is no space between the

prefix AHL and the word “Sel ect.”

2 This is so, according to the Exam ning Attorney, because
appl i cant cannot anend the drawing to conformto the display of
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Applicant, on the other hand, argues that the letters
AHL project a distinct commercial inpression in its marks.
Applicant points to the fact that AHL is a prefix which is
“comonly” used with a descriptive or generic word.

Applicant’s marks are just like there was a

hyphen between the “AHL” and the other words, and

because the other words are typically generic

ternms they are recognized as distinctly different

fromthe “AHL".
Appeal brief, 3. Applicant has al so argued that where
there is a famly of marks, the prefix (or suffix) is
registrable even if that prefix is used with other
el ements. Applicant has in particular pointed to the
AHLSel ect mark which applicant contends woul d be viewed as
two different nmarks because of the “vast differences” in
type styles in this mark. Finally, applicant asks us to
resol ve any doubt in this case in its favor.

The issue in this case is whether the asserted mark as
it appears on the drawing is a “mutilation,” or an
i nconpl ete representation, of the mark actually used, as
evi denced by the specinens submtted with applicant’s

anendnent to allege use. |In other words, does the mark on

the drawi ng create a separate and di stinct commerci al

the mark on the specinens. |If that is done, the character of
applicant’s mark would be materially altered, she argues.
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i npression so that these letters are separately
regi strabl e?

Trademark Rule 2.51(a)(2) provides, in part, that
“Once a statenent of use ... has been filed, the draw ng of
the trademark shall be a substantially exact representation
of the mark as used on or in connection with the goods[.]”
The fact that two or nore elenents forma conposite nmark
does not necessarily nean that those el enents cannot be
regi stered separately. In this regard, it is well
established that an applicant may apply to register an
el ement of a conposite mark only if that elenent, as shown
in the record, presents a separate and di stinct comrerci al
i npressi on which indicates the source of applicant’s goods
or services and distingui shes applicant’s goods or services
fromthose of others. See, for exanple, In re Chem ca
Dynam cs Inc., 839 F.2d 1569, 5 USPQ2d 1828 (Fed. Cir.
1988); Institut National des Appellations D Oigine v.
Vintners International Co., Inc., 958 F.2d 1574, 22 USPQd
1190 (Fed. Cir. 1992); Inre MIller Sports Inc., 51 USPQd
1054 (TTAB 1999); In re San Diego National League Basebal
Club, Inc., 224 USPQ 1067 (TTAB 1983); and In re Berg
El ectronics, Inc., 163 USPQ 487 (TTAB 1969). See al so
Trademar k Manual of Exam ning Procedure, Sections 807.14

and 807.14(b), and authorities discussed therein. Were
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the mark shown on the specinens of record depicts a unitary
mar k which creates a single commercial inpression, the
attenpt to separate part of that mark, as noted above, is
termed a “nutilation” of the mark.

In determ ning whether the el enent sought to be
regi stered creates a separate and distinct comerci al
i npression, one nust |look to the specinens of record. 1In
re Audi NSU Auto Union AG 197 USPQ 649, 650 (TTAB 1977).
The issue thus becones whet her the specinens of record
establish use of the mark shown on the draw ng of the
application. This is necessarily a sonewhat subjective
determ nati on based upon the inpact of the asserted mark on
potential purchasers. See In re Wendy’s International,

I nc., 227 USPQ 884 (TTAB 1985).

Upon careful consideration of this record and the
argunents of the attorneys, we conclude that the asserted
mark AHL is not a substantially exact representation of the
mar ks ( AHLSTROM and AHLSORTER) used on the goods, as
evi denced by the specinens of record. The speci nens show
use of these letters only as part of a unitary nmark and do
not show the asserted nark as it appears on the draw ng.
Because the asserted mark is always used in unitary marks,
we cannot say that these letters alone create a separate

and distinct inpression such that they are separately
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registrable as a trademark for applicant’s goods.

Therefore, the letters AHL shown in the drawing of the mark
are a nmutilation of the marks shown on the speci nens of
record. 1In order for applicant to register these letters,
applicant nust file speci nens show ng use of these letters
per se, or at |east denonstrating that this part of
applicant’s marks forns a separate and distinct comerci al

I npr essi on.

Applicant’s argunent that the speci nens show use of
these letters by thenselves is unavailing. Nor is
applicant’s argunent that its marks shoul d be considered as
if the letters AHL were separated fromthe remaining
el enents of its mark by a hyphen. Aside fromthe fact that
this is not the way applicant’s narks are portrayed on the
speci nens, this Ofice has |ong considered hyphenated marks
to be unitary marks. See TMEP § 1213.04(b) and authority
cited there.

Mor eover, we have no evidence on which we could base a
finding that these letters are separately recogni zed by
consuners. Cf. In re Chem cal Dynam cs, supra, at 1830
(Vice president’s conclusory statenent that el enent of a
mark created a distinct conmercial inpression held
insufficient; absence of facts from which custoner

recognition could be inferred also held significant);
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Seabr ook Foods, Inc. v. Bar-Wl| Foods, Ltd., 568 F.2d
1342, 196 USPQ 289, 291 n. 8 (CCPA 1977) (In distingui shing
anot her case, Court noted that the applicant in that case
had used “l ook for” advertising to pronote custoner
recognition); and In re Anton/Bauer Inc., 7 USPQ2d 1380,
1383 (TTAB 1988) (Applicant offered no evidence to show
pronotion of its background designs “in a way that would
set those designs apart fromthe word mark for which they
serve as background.”).

Applicant’s reliance upon the Institut National des
Appel lations D Oigine case is unavailing. Rather than
omtting a geographically descriptive adjective which
appeared on applicant’s wine labels in smaller print and on
a different line fromthe applied for mark, in the case
before us the asserted mark conprises the initial letters
of various word marks, all shown on the sanme line and in
t he sane size type.

Wth respect to the AHLSel ect mark shown on
applicant’s Selection Guide, we agree with the Exam ning
Attorney that those brochures are nmerely advertising and do
not suffice under Trademark Rule 2.56 as acceptable
speci nens of use. See In re Bright of Anerica, 205 USPQ 63
(TTAB 1979); In re Utraflight, 221 USPQ 903 (TTAB 1984);

and TMEP 88 905.05 and 905.07. Accordingly, while we agree
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that even this showi ng does not support applicant’s attenpt
to register the letters AHL by thensel ves, these brochures
do not show proper trademark use.

Finally, we note that the Court of Appeals for the
Federal Circuit has held that a mark with a “phant onf
el enent is unregistrable. See In re International Flavors
& Fragrances Inc., 183 F.3d 1361, 51 USP@@d 1513 (Fed. GCir
1999). In that case, the Court noted that under Section 22
of the Trademark Act, 15 USC § 1072, registration serves as
constructive notice to the public of the registrant’s
ownership of the mark and thus precludes another user from
claimng innocent m sappropriation as a trademark
i nfringenent defense. To make constructive notice
meani ngful, the mark as regi stered nust accurately reflect
the mark that is used in commerce. The Court stated that
“phantonf marks with m ssing el enents enconpass too nany
potential conbinations and pernutations to make a thorough
and effective search possible and, therefore, the
regi stration of these nmarks does not provi de adequate
notice to conpetitors and the public. 1d. at 1367-68, 51
USPQ2d at 1517-18. Sone may view applicant’s proposed nark
as one which contains a “phantonf el enment because the mark
as used contains an elenent(s) that would not be reveal ed

in any search of the register of the letters AHL. Thus,

10
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regi stration of applicant’s proposed mark may run counter

to I nternational Flavors.EI

Decision: The refusal of registration is affirned.

3 W also note our familiarity with In re ECCS
1578, 39 USPQ@2d 2001 (Fed. Gir. 1996), In re Dekra e.V., 44

USPd 1693 (TTAB 1997), and recently amended Trademark Rul e
2.72, but need not consider their applicability to this case.

Inc., 94 F. 3d
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