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Qpi nion by Cissel, Adm nistrative Trademark Judge:

Oct ober 1, 1997, applicant filed the above-identified
application to register the mark “PACKFAST” on the
Principal Register for “data and voi ce communi cati ons
services, nanely, providing pagi ng and voi ce nessagi ng
services and services related to the activation and use of

nmessage pagers and personal communication systens,” in

International Cass 38. Applicant asserted that it had a
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bona fide intention to use the mark in comerce in
connection with these services.

In addition to another informality, the original
Exami ni ng Attorney! advised applicant that the recitation of
services was unacceptably indefinite. Accordingly,
applicant amended the recitation of services to read as
follows: “data and voi ce communi cati ons services, nanely,
provi di ng pagi ng and voi ce nessagi ng services, all in
I nternational C ass 38.~

On August 17, 2001, applicant filed a Statenment of Use
under Trademark Rule 2.88. The specinen of use submtted
in conjunction wwth the Statenent of Use is a printed
advertisenment. Applicant is identified at the top of the
page, and three paragraphs appear beneath the headi ng
“PackFAST!” Next to this text, illustrations of the three
conputer “screen shots” are shown with pictures of a
“beeper” and two text-mnmessagi ng devices beneath them The
text of the three paragraphs is shown bel ow

PackFAST! is one nore way WebLink Wrel ess

puts control into the hands of its custoners. The

adm nistrator will no longer need to call an office to

request nessagi ng device delivery and activation for

end users. Odering devices has never been easier.

PackFAST! all ows WebLi nk Wrel ess’ custoners to
order wirel ess devices directly fromour inventory

! The Examining Attorney identified above was assigned to this
application following the first Ofice Action
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distribution center, directly froma PC. Each order

is processed and can be shi pped via next day

airfreight (such as FedEx) either directly to

enpl oyees or the Communi cations Adm nistrator, fully

activated and ready to use. Wth each order the

account is automatically billed.
PackFAST! is a free conputer programthat permts

a centralized admnistrator to dial directly into

WebLi nk Wrel ess’ provisioning system As part of the

ordering process PackFAST! gives the custoner the

ability to select the nessagi ng device and assign a

| ocal toll-free nunber as well as select the desired

coverage for each device.

The Exam ning Attorney held that this speci nen does
not show use of the mark in connection with the services
identified in the application, as anmended. He found that
t he speci nen denonstrates that the mark is used to identify
a free conmputer programthat sinplifies ordering goods from
applicant, but that there is no indication that the mark is
used to advertise or sell paging or voice nessaging
services. Citing Trademark Rules 2.56 and 2.88(b)(2), the
Exam ning Attorney required applicant to submt a new
speci nen showi ng use of the mark used in connection with
the sale or pronotion of the services recited in the
application, along with an affidavit or a declaration that
the substitute specinmen was in use in comerce prior to the

expiration of the time allowed applicant for filing its

st atenent of use.
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Addi tionally, the Exam ning Attorney noted that the

mark on the draw ng was di spl ayed as “PACKFAST,” whereas
t he speci nens depict the mark as “PACKFAST!” Applicant was
advi sed that unless the new speci nen applicant needed to
submt show ng use of the mark in connection with the
recited services showed the mark as “PACKFAST,” applicant
was required to submt a new drawi ng of the mark depicting
it as “PACKFAST!”
Applicant did submt a substitute drawi ng which
i ncl udes the exclamation point, but argued that the
Exam ning Attorney’s requirenment for another specinmen of
use was not well founded. Applicant quoted fromthe text
of its advertisenent and concluded that the specinen of
record clearly establishes applicant’s use of the mark in
connection with its paging and voi ce nessagi hg services.
The Exam ning Attorney accepted the anmended draw ng,
but continued and nade final the requirenent for a
substitute specinen. Applicant tinely filed a Notice of
Appeal and an appeal brief. The Exam ning Attorney filed
his brief on appeal and applicant filed a reply brief, but
applicant did not request an oral hearing before the Board.
Trademark Rule 2.56 requires that “[a] service mark

speci nen nust show the mark as actually used in the sale or

advertising of the services.” The sole issue on appeal is
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whet her the specinen submtted by applicant denonstrates
use of the mark in the sale or advertising of the paging
and voi ce nessaging services identified in the application.
The Exam ning Attorney takes the position that the
mark identifies “a free conputer program” i.e., software,
which is used to order applicant’s paging devices and
services, and concludes that although “this product is
tangentially related to the clained services, it cannot be
said that the proposed nmark serves to indicate the source
of any pagi ng or voi ce nessagi ng services. The specinen
makes no nention of the claimed services in any context
other than to pronote Applicant’s software as a tool to
order such services and attendant devices.” (Brief, p. 3).
The legal principle involved in this appeal is not
di sputed by either applicant or the Exam ning Attorney. In
order to be evidence of use of the mark as a service mark,
t he speci nen nmust show the mark used in a manner that would
be perceived by potential purchasers as identifying
applicant’s services and indicating their source. The
speci nen must show the mark used in such a way that soneone
considering the speci nen woul d associate the mark with the
clainmed services. In re Universal Ol Products Co., 476
F.2d 653, 177 USPQ 456 (CCPA 1973); and In re Johnson

Controls, Inc. 33 USPQ2d 1318 (TTAB 1994). Applicant and
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the Exam ning Attorney sinply disagree as to whether the
speci nren shows the mark used in such a way that a
reasonabl e reader of it would understand the mark to
identify the source of applicant’s paging and voice
nessagi ng services, rather than only as a mark for the
software used to order the services and the devices used in
the rendering of the services.

Sinply put, we agree with applicant that the specinen
of record shows the mark used to identify the source of
applicant’s paging and voi ce nmessagi ng services. Al though
there can be no dispute but that the mark is specifically
|l inked to applicant’s ordering software, the speci nens do
show the mark used in association with the services which
are rendered by neans of the devices. 1In the first
paragraph of the text, for exanple, in addition to show ng
the mark, applicant states that its custoners no | onger
need to call an office to request delivery of nessaging
devices “and activation for end users.” |If the only thing
applicant did was provide nessagi ng devices, the mark woul d
not be a service mark, but this |anguage nmakes it clear
that applicant not only provides the devices, it also
activates themso that they can be used to receive
nessages. Once a pager is “activated,” the service is

bei ng provided. This point is verified in the second
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par agraph, which states that after order processing and
shi pnment, the devices arrive “fully activated and ready to

use. The third paragraph of text in the advertisenent
notes that the custoner is given the ability to select not
just the particular nessagi ng device, but also a | ocal or
toll-free nunber as well as the desired coverage for each
device. The specinmen thus nakes it clear that applicant
does nore than sinply supply the electronic devices; it
provi des the pagi ng and nmessagi ng services which are
rendered by neans of such products. 1In view of the fact
that the mark is clearly displayed in a manner which
creates an association between the mark and the ordering
and the provision of these services, the specinens neet the
requirenent of Rule 2.56, i.e., they show the service mark
as actually used in the sale or advertising of the

services. Accordingly, the requirenent for a substitute

specinen is not well taken.

DECI SION:  The requirenent for a substitute specinmen is
reversed, and the application will proceed to publication

in due course.



