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Opi nion by Quinn, Adm nistrative Trademark Judge:

An application was filed by Callaway Golf Conpany to
regi ster the term STEELHEAD for “golf clubs.”! Applicant
cl ai ms, pursuant to Section 2(f) of the Trademark Act, that
its mark has acquired distinctiveness.

The Trademark Exam ning Attorney has refused

! Application Serial No. 75/389,003, filed Novenber 12, 1997,
based on an allegation of a bona fide intention to use the mark
in conmrerce. Applicant subsequently filed an anendnent to all ege
use setting forth first use dates of August 12, 1998.
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regi stration under Section 2(e)(1l) of the Trademark Act on
t he ground that STEELHEAD, when used on golf clubs, is
generic and, thus, incapable of functioning as a source
identifying mark. The Exam ning Attorney further contends
that even if the term STEELHEAD is found not to be generic,
it is nmerely descriptive and the evidence of acquired
distinctiveness is insufficient to support registration on
the Principal Register

When the refusal was made final, applicant appeal ed.
Applicant and the Exami ning Attorney submtted briefs. An
oral hearing was not requested.

The Exami ning Attorney maintains that the term sought
to be registered is generic. More specifically, the
Exam ning Attorney asserts that the termis the nanme of a
type or category of golf club, nanely a golf club with a
head nade of steel (that is, according to the Exam ning
Attorney, a “steel head”). |In support of the refusal, the
Exam ning Attorney submitted excerpts fromprinted
publications in the golf equipnent field; and excerpts of
articles retrieved fromthe NEXI S dat abase show ng uses of
“steel head” (and variations thereof), “titani umhead” and
“metal head” in connection with golf clubs.

Appl i cant argues that the term STEELHEAD i s not

generic, but rather is no nore than just nerely
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descriptive, and that the term has acquired distinctiveness
when used in connection with its golf clubs. Applicant
asserts that consuners associate the termw th applicant,
and that conpetitors do not need to use the termto
describe their golf clubs. To show that STEELHEAD i s
recogni zed as a trademark rather than a generic nane,
appl i cant comm ssioned a survey, the results of which are
of record. In connection with its claimof acquired

di stinctiveness, applicant submtted sal es and adverti sing
figures covering use of the mark since August 11, 1998;
exanpl es of pronotional efforts, including trade show
appear ances, catal ogs, and brochures; two deal er

decl arations;? and exanpl es of unsolicited publicity
regarding golf clubs marketed under the term STEELHEAD.

The record reveal s that new technol ogy and new i deas
continue to change the equi pnent with which golf is played.
The Exam ning Attorney submtted an excerpt fromthe book
David Grahanis Guide to Golf Equi prent (1993), wherein this
prof essi onal gol fer sumred up golf clubhead naterials as
fol | ows:

Gol f equi pment conmes in a
bewi | dering array of shapes and

materials providing golfers of all
abilities with the club that is right

2 Al'though applicant refers to “several executed Deal er
declarations,” only two are in the record.
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for them while making sel ection nore
difficult. The quest for nore distance
off the tee in particular has |ed

manuf acturers to experinment with new
materials for clubheads, although

cl assic woods are still used today.

Anmong t he nost popul ar woods are
those now made of steel. Gaphite is
i ncreasingly being used, titanium has
energed and there are even sone
ceram c- and pl astic-headed woods
about .
Wth these new materials cones a
vari ety of clubhead designs because, as
opposed to wood, weight distribution
can be varied enornously.
Al so of record is an “Equi prrent d ossary” found in Colf
II'lustrated (February 1993) which defines the term
“cl ubhead” as “the conmponent of a club that is attached to
the shaft and contacts the ball” and “steel” as “a popul ar
mat erial for making iron and netal wood heads, and al so
shafts.”

The Exami ning Attorney also introduced 30 excerpts of
articles retrieved fromthe NEXI S dat abase whi ch, according
to the Exam ning Attorney, are representative of the 420
stories identified by his search for uses of “steel head”
in the golf field. Exanples of the stories highlighted by
the Exam ning Attorney include the follow ng:

According to Liquidnmetal research, only

40 percent of the inpact is transferred
by steel-head clubs. Titanium
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transfers 60 percent of the inpact

ener gy.

The Tanpa Tribune, April 1, 1999

Suggested retail price for the steel-

head clubs (with steel shafts) is $679

per set.

The Pal m Beach Post, February 3, 1999

“W’'re seeing a lot of our custoners

going to the smaller sizes and the

steel heads.”

Asheville Ctizen-Tines (Asheville,

NC), Decenber 18, 1998

John Daly junks titani umwoods, opts

for steel head.

The Denver Post, August 17, 1998

Lockenvitz said he sold only a half-

dozen titaniumdrivers so far conpared

wi th “hundreds” of steel-headed cl ubs.

The Houston Chronicle, March 3, 1996
Four of the other articles include references to golf clubs
made by applicant, although the references are to “steel
head” in small letters.

Also of record are other representative NEXI S excerpts
whi ch show, according to the Exam ning Attorney, that “golf
clubs are routinely classified and referred to by the
mat eri al conposition of their club heads.” (O fice action,
April 21, 2000, p. 2) The articles show uses of “titanium

head club,” “titaniumheaded club,” “metal head club,” and

“met al - headed cl ub.”
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On the other side of the |edger is applicant’s
evi dence submitted in support of its claimthat the term
STEELHEAD is a source indicator functioning to identify
golf clubs originating fromapplicant. The evidence is in
the form of nunerous exhibits, but no declaration or
af fidavit acconpanied them 3

As indi cated above, applicant’s first use of the term
was on August 12, 1998. As of Decenber 22, 1999, applicant
shi pped t hroughout the United States al nost $134.5 nmillion
(at whol esal e) of golf clubs bearing the term STEELHEAD.
Thi s dol | ar ambunt equates to about 924,000 units.

During the first year of use of the term STEELHEAD,
appl i cant spent over $2.5 mllion in advertising in the
United States. Applicant placed adverti sing on nationa
television (e.g., ESPN, ABC, CBS, NBC, CNN and TBS).
Applicant also ran advertisenents in printed publications
wi th nationwi de circulation (e.g., Golf D gest, Sports
IIlustrated, Golf Magazi ne and Gol f Wek), and the record
i ncl udes numerous exanpl es of these advertisenents.
Applicant further displayed its clubs at two annual maj or

trade shows for the golf industry.

® The Examining Attorney did not viewthis as a problem treating
all of applicant’s evidence to be credible and properly of
record.
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Applicant has provided retailers with various point-
of -sal e di spl ays, catal ogs and brochures for pronotiona
use. |In addition, sonme of these retailers distribute their
own nuail-order catal ogs wherein applicant’s golf clubs are
sol d under the term STEELHEAD. Annual circulation of these
catal ogs nunbers in the tens of mllions, and sanpl e pages
showi ng pronotion of applicant’s golf clubs were submtted.

Two gol f club dealers (who sell, anobng others,
applicant’s particular golf clubs) have submtted
decl arations wherein each states that “[a]s a retailer of
golf clubs and golf accessories and having been in contact
wi th many purchasers of golf clubs, [I] state that a
substanti al nunber of these purchasers woul d recogni ze the
subj ect mark [ STEELHEAD] for a nmetal wood golf club head as
originating with [applicant].”

Applicant’s golf clubs al so have been the subject of
wi despread, unsolicited publicity. Applicant clains that
it is the largest manufacturer of golf equipnent in the
wor |l d, and that any new product |aunch by it creates an
inpact in the industry. |Its golf clubs sold under the term
STEELHEAD were no exception, and the clubs have received a
good deal of coverage in nagazi nes and newspapers
(i ncluding USA TODAY and The New York Tines). Nunerous

articles attesting to this publicity were submtted.
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Last, but by no nmeans | east, applicant conm ssioned a
t el ephone survey, and the survey report was submtted. The
survey is patterned after a popul ar genericness survey,
al so conducted by tel ephone, that has cone to be known as a
“Teflon Survey.” E.I. du Pont de Nenours & Co. v. Yoshida
International, Inc., 393 F. Supp. 502, 185 USPQ 597
(E.D.N Y. 1975). This type of survey has been accepted by
various courts, and we see no najor problem (nor has the
Exam ning Attorney identified any problenm) wth the version
submitted in this case.* See generally: J. T. MCarthy, 2
McCarthy on Trademarks and Unfair Conpetition, §12:16 (4'"
ed. 2001).

The tel ephone survey was run in Cctober 1999 by Dr.
CGerald L. Ford of Ford, Bubala & Associates of Hunti ngton
Beach, California. The survey was conducted anbng a random
sanpl e of individuals who subscribe to the publication Golf
Di gest and who had played one or nore rounds of golf during
the year prior to the survey. According to the survey
synopsi s, the survey “focused on the understanding of the
principal significance, with respect to golf, of the word

“Steelhead.” (p. 1) The sanpling frane for the

* Having said this, we would add the often repeated observation
that “no survey is perfect.” Indeed, one m ght view the survey
uni verse here to be inappropriately limted to individuals nore
likely to have been heavily exposed to applicant’s adverti sing.
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survey was the total list of subscribers to the magazi ne
(1.5 mllion), and the survey sanple was based on a random
sel ection of approximtely 5,000 subscribers fromthis
list. The survey consisted of 326 tel ephone interviews.
The report indicates that the survey “provides results at a
95% | evel of confidence with a precision variance of +/ -
5.43%"”
Assunmi ng that the individual contacted by tel ephone
met the survey’ s qualifications, the respondent was then
t ol d°:
The research we are conducting
today is on common nanes and brand
names.
Most products or services have
both common nanes and brand nanes.
Conmon nanes tell what type of product
it is; for exanple, beer, autonobile,
or instant coffee. Brand nanes tel

what brand it is; for exanple,
Budwei ser, Chevrolet, or Muxwel| House.

Now, if | were to ask you “Do you
understand the nane washi ng nachine to
be a common nane or a brand nane?,”
what woul d you say?

1. common nane CONTI NUE
2. brand nanme TERM NATE. THANK

RESPONDENT.

3. other TERM NATE. THANK
RESPONDENT.
Now, | amgoing to read you sone

nanmes and ask you to tell nme whether

> Any bold and underlining herein appears as in the origina
survey report.



Ser

you understand each nane to be a conmon
the nane that tells what

nane,

that i

it

have an opinion or don’t know,

i S.

No. 75/389, 003

t hat
type of product

S,

i s,

it is,

the nane that tells what brand

For any of the nanes,

an accept abl e answer.

The respondent was then asked the foll ow ng:

for each of the follow ng ten nanes,

or a brand nane,

if you don’t
that is

13 I\IOVV,

woul d you pl ease tel

me whet her you understand the nanme to be a common nanme or a

brand nane?”

The |ist was read randomy.

distribution results are shown bel ow i n percent:

The response

STP

W ndsur f er
Mar gari ne
Tefl on

Jell -0O

Ref ri ger at or
Aspirin
Coke

Ameri can
Airlines

Gas Station

Conmon Brand Nane | Bot h
Nane

2.76 92. 64 - -
64.72 19.94 1.23
97. 24 2.15 --
52. 15 44. 48 1.23
26. 69 70. 86 1.84
98. 77 0.92 --
89. 57 8.90 1.53

8. 90 89. 57 1.23

2.15 97.55 --
98. 77 -- .-

Don’t Know

4. 60

14. 11

0.61

2.15

0.61

0.31

0.31

0.31

1.23

10
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After, the respondent was asked: “Wth respect to golf,

for each of the followi ng nanes, would you please tell ne
whet her you understand the nane to be a common nane or a

brand nanme?”®

Conmon Brand Nanme | Both Don’t Know
Nane
St eel head 43. 25 48. 16 0.61 7.98
Foot | oy 1.53 96. 93 -- 1.53
Graphite 96. 63 3. 07 - - 0. 31

The issues on appeal are whether the term STEELHEAD i s
nmerely descriptive or generic for applicant’s golf clubs
and, alternatively, if such termis not generic but rather
nmerely descriptive, whether it has acquired
di stinctiveness. As indicated earlier, applicant has

conceded the nere descriptiveness of the termsought to be

® This foll owup question presents a twist on a typical “Teflon

Survey.” In this connection, we take judicial notice of the
dictionary definition of the term*“steelhead”: “a |arge-sized
silvery anadronous rainbow trout.” Wbster’s New |Internationa

Dictionary (unabridged ed. 1993) G ven the fact that “steel head”
is a nane of a fish, sone respondents may well have classified
the termas a conmon nane if the termappeared in the first |ist
of terms. By way of exanple, the sane |likely would be true of
the term“Arrow.” Although the termis a conmon nane (as in “bow
and arrow’), it is also a brand nane as applied to shirts. Thus,
i nasmuch as “steel head” is a dictionary term we see no probl em
with the followup question that directs the respondents’
attention to the significance of “Steel head” as it pertains to
gol f.

11
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regi stered, both inits brief (p. 3) and by its resort to
Section 2(f). In re Leatherman Tool G oup, Inc., 32 USPQd
1443 (TTAB 1994).

W turn first to the issues of whether the term
STEELHEAD is generic, or whether it is just nerely
descriptive, when used on golf clubs. A mark is nerely
descriptive if, as used in connection with the goods, it
describes, i.e., imedi ately conveys infornmation about, an
ingredient, quality, characteristic, feature, etc. thereof,
or if it directly conveys information regarding the nature,
function, purpose, or use of the goods. See: In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978);
In re Eden Foods Inc., 24 USPQ2d 1757 (TTAB 1992); and In
re American Screen Process Equi prment Co., 175 USPQ 561
(TTAB 1972). The issue is not determned in a vacuum but
rather the mere descriptiveness of the mark is anal yzed as
the mark is used in connection with the goods. A mark is a
generic nane if it refers to the class or category of goods
on or in connection with which it is used. 1In re Dial-A-
Mattress Operating Corp., 240 F. 3d 1341, 57 USPQ2d 1807
(Fed. Gr. 2001), citing H Mrvin Gnn Corp. V.

I nternational Association of Fire Chiefs, Inc., 782 F. 2d
987, 228 USPQ 528 (Fed. Cir. 1986). The test for

determi ning whether a mark is generic is its primry

12
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significance to the relevant public. Section 14(3) of the
Act; In re American Fertility Society, 188 F.3d 1341, 51
USPQ2d 1832 (Fed. Cir. 1999); Magic Wand Inc. v. RDB Inc.,
940 F.2d 638, 19 USPQd 1551 (Fed. Cir. 1991); and H
Marvin G nn Corp. v. International Association of Fire
Chiefs, Inc., supra. The United States Patent and
Trademark O fice has the burden of establishing by clear
evidence that a mark is generic and thus unregistrable. 1In
re Merrill Lynch, Pierce, Fenner and Smth, Inc., 828 F.2d
1567, 4 USPQ2d 1141 (Fed. G r. 1987). Evidence of the

rel evant public’s understanding of a term nmay be obtai ned
from any conpetent source, including testinony, surveys,
dictionaries, trade journals, newspapers, and other
publications. In re Northland Al um num Products, Inc., 777
F.2d 1556, 227 USPQ 961 (Fed. Cir. 1985).

Wth respect to genericness, the type or category of
goods at issue is golf clubs or, nore specifically, golf
clubs with club heads conposed of cast stainless steel.
The record al so shows that applicant uses the term
STEELHEAD i n connection with its woods, rather than irons,
and such woods have been referred to as “stainl ess steel
met al woods.”

W next turn to the second step of the G nn inquiry,

that is, whether the rel evant public understands the term

13
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STEELHEAD to refer primarily to the type or category of
goods. The relevant public here conprises golfers. Upon
review of the entire record, we conclude that golfers do
not understand the term STEELHEAD to refer primarily to a
type of golf club.

At first glance, the present case m ght be viewed by
sone as a case falling within the paraneters of In re Gould
Paper Corp., 834 F.2d 1017, 5 USPQ@d 1110 (Fed. Cir. 1987).
That decision provides that where a termis a “conpound
word” (such as SCREENW PE in that case, or STEELHEAD in the
present case), the Ofice may satisfy its burden of proving
a termto be generic by providing evidence that each of the
constituent words is generic, and that “the separate words
joined to forma conpound have a neaning identical to the
meani ng common usage woul d ascribe to those words as a
conpound.” 1d. at 1110. The CGould test “is applicable
only to ‘conmpound terns fornmed by the union of words’ where
t he public understands the individual terns to be generic
for a genus of goods or services, and the joining of the

i ndi vidual terns into one conpound word | ends ‘no
additional neaning to the term’” 1In re Dial-A-Mttress
Qperating Corp., supra at 1810.

The Exam ning Attorney provided dictionary definitions

of the words “steel” and “cl ubhead,” as well as exanpl es of

14
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generic uses by the nmedia. As pointed out by the Federal
Circuit, such evidence may satisfy the burden of proving a
termto be generic. Inre Dial-A-Mattress Operating Corp.
supra at 1810. In the present case, however, this evidence
is contravened by the other evidence of record that, at the
very | east, presents a m xed record and that, noreover
rai ses doubt about the genericness of the term STEELHEAD
when used in connection with golf clubs. W find this
especially to be the case in light of the survey results.
That is to say, the survey, which shows results that are
pretty evenly divided, establishes that it is not clear cut
as to whether the relevant public views STEELHEAD as a
brand nane or a generic term

The record includes the Exam ning Attorney’ s evi dence
of thirty uses of “steel head” in a generic manner by the
nmedi a. These uses include four references to applicant’s
golf clubs. The Exami ning Attorney’s evidence is countered
by applicant’s evidence, including nmany uses by the print
medi a of “Steel head” (the first letter being capitalized)
in making reference to applicant’s golf clubs.

There are no instances of a conpetitor in the trade
using “steel head” or “steelhead” in a generic manner. In
poi nt of fact, the record includes a conparative

adverti senment wherein a conpetitor, in conparing its golf

15
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clubs to applicant’s, specifically referred to applicant’s
nodel as “Steel head® ; the bottom of the advertisenent
reads that “Steelhead is a registered trademark of the
Cal | away Gol f Conpany.”’

In addition, there is not a single instance where
applicant has clearly used the term STEELHEAD in a generic
fashion. Rather, the record is replete with applicant’s
advertisenments and other nmaterials show ng prom nent use of
STEELHEAD in the manner of a trademark.?®

O considerable significance in the present case is
the survey. As in the original “Teflon Survey,” the
respondents in applicant’s survey were quite good at
sorting out brand names from comon nanes. Although the
Exam ning Attorney is technically correct in viewing the
survey results relating to STEELHEAD as a statistical tie
(taking into account the precision variance), the sinple
fact is that a substantial part (over 48% of the rel evant

pur chasi ng public view the term STEELHEAD as a trademarKk,

and not as a generic nane. The survey by itself raises a

" The reference to STEELHEAD as a registered trademark is, of
course, incorrect at this juncture.

8 The Examining Attorney nakes the point that applicant

consi stently uses the mark Bl G BERTHA STEELHEAD, and that such
use “would likely | ead consuners to believe that STEELHEAD si nply
refers to the class or type of club (i.e., that the golf club has
a steel head as opposed to a titaniumhead, etc.).” (brief, pp.
16-17) This point is unpersuasive given the fact that nore than
one mark may be used in connection with a single product.

16
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doubt regardi ng genericness, and any doubt in determ ning
registrability is resolved in favor of applicant. 1In re
Vol vo White Truck Corp., 16 USPQRd 1417, 1421 (TTAB 1990).

As noted above, the Ofice bears the burden of proof
and genericness nust be shown by cl ear evi dence.
Genericness is a fact-intensive determ nation and the
Board’ s concl usi on nust be governed by the record which is
presented to it. W have serious concerns here about the
genericness of applicant’s term STEELHEAD. It is the
record evidence about purchasers’ perceptions, however,
that controls the determ nation, not general |egal rules or
our own subjective opinions. The m xed record before us
does not clearly place applicant’s term STEELHEAD in the
category of a generic nane. In re Merill Lynch, supra at
1143.

| nasnuch as the term STEELHEAD is nerely descriptive
when applied to golf clubs, a conclusion conceded by
applicant, we turn to consider the sufficiency of the
evi dence in support of applicant’s claimof acquired
di stinctiveness under Section 2(f). Wether a term has
beconme distinctive is a question of fact that nust be
determ ned based on the evidence of record. G H Mmm&
Ci e Desnoes & Geddes, Ltd., 917 F.2d 1292, 16 USPQ 2d 1635

(Fed. GCir. 1990). \Whether the quality and character of

17
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evidence is sufficient to prove distinctiveness is
necessarily a subjective determ nation that depends to a

| arge extent on the nature of the termand the

ci rcunst ances surrounding the use of the term Roux
Laboratories, Inc. v. Cdairol, Inc., 427 F.2d 823, 166 USPQ
34 (CCPA 1970). Wiile sone terns may never acquire

di stinctiveness no matter how | ong they have been used,

ot hers may acquire such significance in a relatively short
period of tinme, sonetines even |ess than five years.

Hunter Publishing Co. v. Caulfield Publishing Ltd., 1
UsP@d 1996, 1999 (TTAB 1986). See: MCarthy, MCarthy on
Trademar ks and Unfair Conpetition, supra at 815:56 [“Wth

t he advent of massive advertising canpai gns on television
and in the national news magazi nes, a new trademark may
achi eve wi de usage and ‘secondary neaning’ within a matter
of days or weeks, conpared to the many years required in
the days of nore leisurely advertising.”].

Al t hough applicant has used the term STEELHEAD si nce
only 1998, applicant has enjoyed consi derable success with
its golf clubs sold thereunder. Sales in the United States
have exceeded $134 million at whol esal e, and adverti sing
expenditures are in excess of $2.5 million. The term has
been used consistently by applicant as a tradenark,

prom nently appearing on golf clubs and in nationw de

18
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advertisements. The term has appeared annually in tens of
mllions of catal ogs through which applicant’s golf clubs
are sold. Applicant’s golf clubs bearing the term sought
to be regi stered have been featured in nunerous unsolicited
articles in national publications. The record includes
many of these articles and, except in arelatively few
i nstances, the term STEELHEAD is used or referred to as a
trademark of applicant. At |east one conpetitor and two
gol f equi pnent deal ers have recogni zed the termas a
trademark of applicant.

Finally, although applicant’s survey was submtted in
connection with the issue of genericness, the acquired
di stinctiveness of the term STEELHEAD anong t he rel evant
purchasi ng public can be inferred fromthe results. The
survey respondents were given the nmeanings of “brand nane”
and “common nanme.” By categorizing the term STEELHEAD as a
brand nane, 48% of the respondents were saying, in effect,
that they associated the termwi th the product of only one
conpany. The fact that they were not asked to identify the
conpany is of no nonent given that consuners need only
identify the termwth one source, albeit anonynous. The
subst anti al exposure to the relevant public of the term

STEELHEAD as a trademark for applicant’s golf clubs has

19



Ser No. 75/389, 003

resulted in a significant nunmber of these golfers view ng
STEELHEAD as a brand nane.

I n view of applicant’s continuous use (al beit |ess
than five years), significant sales and adverti sing
expendi tures, substantial publicity in the national nedia,
and brand nanme recognition anong consuners, we find that
appl i cant has established acquired distinctiveness of
STEELHEAD as its mark for golf clubs.

G ven the current record which is, at the very |east,
m xed, we find that this application is appropriate for
publication. Any entity in the industry that believes it
woul d be danaged by the registration will have an
opportunity to oppose the registration of the term On a
different record, such as m ght be adduced by a conpetitor
in an opposition proceeding, we mght arrive at a different
result.

Decision: The refusal to register is reversed.
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