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Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

WIlliamE. Berner has appeal ed fromthe final refusal
of the Trademark Exam ning Attorney to regi ster GRANDVA
BERNER S as a trademark for "hans, nanely, gournet hams."?!
It is noted that applicant, presumably in |ight of the
I'i kel i hood of confusion refusal, has disclained exclusive

rights to the term BERNER S, al t hough t he Exam ning

Attorney has stated that such a disclainer is not

1 Application Serial No. 75/434,577, filed February 16, 1998,
asserting a bona fide intention to use the mark in comerce.
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necessary. However, because an applicant may di sclai meven
regi strable matter, the disclainmer has been accepted. See
In re MCI Conmuni cations Corp., 21 USP@d 1534 (Conmr

Pats. 1991); TBMP 8 1213.01(c). Such a disclainer, of
course, does not avoid a finding of |ikelihood of confusion
and thereby render registrable a mark which is otherw se
unregi strabl e under Section 2(d). See TMEP 8§ 1213.01(c).
Applicant has also, in response to the Exam ning Attorney's
requi renent, submtted a consent from his nother, who
asserts she is known as Grandma Berner by many people, to
use and register the mark.?

Regi strati on has been refused pursuant to Section 2(d)
of the Trademark Act, 15 U. S.C 1052(d), on the ground that
applicant's mark, if used on his identified goods, so
resenbl es the mark BERNER CHEESE and desi gn, shown bel ow,
and registered for "processed cheese and processed cheese

n 3

spread sold in plastic bottles and jars"® so as to be likely

to cause confusion or m stake or to deceive. The

2 Certain notations appear in the file which have presumably
been made by personnel in the Ofice. On the consent docunent
appears the direction to "PRINT" the phrase "The nane GRANDVA
BERNER S does not identify a living individual" while a meno to
the R&GA Ol erk requests that a "Living Individual Statenent” be
added to the data base. Although neither of these statenents now
appears in the data base, it is obvious, in light of the consent,
that the "Living Individual Statement” is the appropriate one.
Accordingly, the Ofice records will be corrected to reflect
this.

® Registration No. 2,008,009, issued Qctober 15, 1996.
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registration indicates that the lining is a feature of the
mar k and does not indicate color; further, the word CHEESE

has been di scl ai ned.

The appeal has been fully briefed. Applicant had
originally requested an oral hearing, but later w thdrew
that request.?

Qur determ nation is based on an analysis of all of
the probative facts in evidence that are relevant to the
factors set forth inlnre E I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). 1In any likelihood
of confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods. Federated Food, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Turning first to the goods, applicant's goods are
identified as gournet hans, while the goods identified in

the registration are "processed cheese and processed cheese

“ It is noted that applicant nade his request for an oral
hearing as the last sentence of his appeal brief. Applicant is
rem nded that a request for an oral hearing should be made by a
separate notice. See Trademark Rule 2.142(e)(1).
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spread sold in plastic bottles and jars." Although the
Exam ning Attorney, in her brief, states that "the wording
inthe identification of goods in the registration is not
clear as to whether the wording "sold in plastic bottles
and jars' nodifies both the processed cheese and the
processed cheese spread,” p. 11, we think it is obvious,
under rules of grammatical construction as well as a
practical know edge of what processed cheese and processed
cheese spreads are, that it is the cheese spread which is
sold in plastic bottles and jars, and not the processed
cheese per se.

It is equally obvious that processed cheese and
gournet hamare different and non-conpetitive products.
However, it is well established that it is not necessary
that the goods of the parties be simlar or conpetitive, or
even that they nove in the sane channels of trade to
support a holding of Iikelihood of confusion. It is
sufficient if the respective goods of the parties are
related in sone manner, and/or that the conditions and
activities surrounding the marketing of the goods are such
that they would or could be encountered by the same persons
under circunstances that could, because of the simlarities

of the marks, give rise to the m staken belief that they
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originate fromthe sane producer. 1In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).
It is common knowl edge that ham and cheese are
conpl ementary products. One basic type of sandwich is a
"ham and cheese sandwi ch,” in which these two foods form
the main ingredients. It is also conmon know edge that ham
and cheese nmay be purchased in the sane store, such as a
grocery store or delicatessen (where goods of this nature
are often displayed in close proximty to one another)
during the course of a single shopping trip, for a
subsequent conplenentary use. See In re Vienna Sausage
Manuf acturing Co., 230 USPQ 799, 800 (TTAB 1986) where this
statenment was made in connection with cheese and sausage.
W see no reason to depart fromthis view because
applicant's goods are identified as "gournmet hant and the
registration is for "processed cheese.” These nore
specific products are al so conpl enentary, can be used in
ham and cheese sandw ches and the |ike, and can be sold in
the sane stores in close proximty to each other
Appl i cant has not submtted any evidence to the contrary.
The Exami ning Attorney has al so nade of record
numer ous regi strations showi ng that entities have
regi stered their marks both for cheese and for ham Third-

party registrations which individually cover a nunber of
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different itens and which are based on use in commerce
serve to suggest that the listed goods and/or services are
of a type which nmay enanate froma single source. See In
re Albert Trostel & Sons Co., 29 USPQR2d 1783 (TTAB 1993).
We recogni ze that in many of the submtted registrations
the goods are identified as "cheese", rather than
"processed cheese", and as "hant, rather than "gournet

ham However, because "ham and "cheese" are acceptable
identifications, we would not expect registrations to
include the nore limting | anguage of "processed cheese”
and "gournet hanf. Even so, we note that two of the third-
party registrations do, in fact, include in their
identifications both "processed cheese" and "ham" See
Regi stration Nos. 1,433,099 (hanms, cheese, processed
cheese); and 1, 283,524 (cheese, pasteurized process cheese
food, and processed neat products, nanely, ham.).

Because ham and cheese, including processed cheese,
may be sold by a single entity under the sane mark; because
ham and cheese are conpl enmentary products which are
comonl y used together; and because consuners nay purchase
the products in the sane stores, where they may, because of
the conjoint use, be sold or displayed near each other, we
find that the Exam ning Attorney has net her burden in

denonstrating that applicant's and the registrant's
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identified goods are sufficiently related that, if sold
under simlar marks, confusion is likely to result. Thus,
the factors of the simlarity of the marks, and the
simlarity of trade channels, weigh in favor of a finding
of |ikelihood of confusion.

This brings us to a consideration of the nmarks.
Applicant and the Exam ning Attorney have engaged in an
extensive discussion as to which elenment of each mark is
dom nant. The Exam ning Attorney asserts that the word
BERNER dom nates both narks, while applicant asserts that,
in his mark, it is the word GRANDVA and, in the cited mark
it is the design. The one point on which applicant and the
Exam ni ng Attorney appear to agree is that there is nothing
i mproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature of a
mar k, provided the ultinmate conclusion rests on a
consideration of the marks in their entireties. Inre
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir.
1985) .

Turning to the cited mark, we find that the dom nant
element is the term BERNER  The discl ai med word CHEESE is
the generic termfor the goods, and has no source-
identifying significance. As for the design, it is a

fairly spare grouping of Iines which do not forma
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readily-identifiable i mge, and which appear to be nore of
a background for the words. |In general, when a mark
conpri ses both words and a design, the word portion is
normal |y accorded greater weight because it woul d be used
by purchasers to request the goods or services. See In re
Appetito Provisions Co., 3 USPQ@2d 1553 (TTAB 1987). W
find that general rule to be applicable to the present case
because the involved goods can be called for by nane at,
for exanple, deli counters. Consuners are nore likely to
note and renenber the words of the cited mark both because
they would ask for or refer to the product by the words,
and because the abstract design cannot be articul at ed.
Further, we do not accept applicant's reasoning that
because BERNER i s a surname and CHEESE is a generic term
we are left, by default as it were, to find that the design
is the dom nant part of the mark. Consunmers are used to
seei ng surnanes as trademarks, and will not, sinply because
a mark contains a surname, | ook to other elenents of the
mark for their source-identifying significance.

We think that BERNER al so plays a dom nant role in
applicant's mark, GRANDVA BERNER S. GRANDMA is a
relatively common relationship title, and nodifies the

surname BERNER, such that the mark projects the i nage of an
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ol der woman wi th the surname BERNER  Thus, it is the
surnane BERNER whi ch makes a strong commerci al inpression.

Conparing the marks in their entireties, we find that
they have strong simlarities in appearance, pronunciation
and neani ng. Both, obviously, contain the name BERNER[ ' ]
and the appearance and pronunciation of this word is
unaffected by the other elenents in the marks. In
particular, the word CHEESE and the design elenent in the
regi stered mark, and the word GRANDMA' S in applicant's
mar k, do not serve to distinguish the marks. As applicant
has pointed out, no one would use the mark BERNER CHEESE
and design on ham Therefore, consuners famliar with the
BERNER CHEESE and desi gn mark, and seeing the mark GRANDVA
BERNER S on ham woul d ascri be the absence of the word
CHEESE to the fact that the product is ham and assune that
GRANDVA BERNER S is a variant of the BERNER CHEESE and
design mark. Both marks convey the same neani ng, nanely,
that they identify products enmanating fromthe Berner
famly. The BERNER CHEESE mark indicates that the cheese
on which the mark is used cones fromthe Berner famly,

whil e the GRANDVA BERNER S mark suggests that the hamis
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made froman old Berner fanmly recipe.®> Al told, the marks
convey the same commercial inpression.

Appl i cant argues that because BERNER is a surnane, the
cited registration, which includes that name, is a weak
mark which is entitled to a limted scope of protection.

It is essentially applicant's view that the cited nmark has
not acquired secondary neaning, and therefore nust be
treated as a weak mark.

Appl i cant apparently woul d have us view the cited mark
as a weak mark because it does not contain a claim of
acquired distinctiveness. However, the presence or absence
or a Section 2(f) claimis irrelevant. Regardless of
whet her the cited registration was issued pursuant to the
provi sions of Section 2(f) or not, it is still a valid
regi stration which nust be given full effect.®

Mor eover, we cannot conclude, fromthe 5,636 |istings

of Berner reported in PhoneDisc,” or Ms. Berner's statenent

> |In fact, applicant states that his hans are prepared according
to a famly recipe.

® As an aside, we note that the cited registration clains a date
of first use of July 1995, and therefore presumably would qualify
for Section 2(f) acquired distinctiveness if it were being

exam ned today.

" Applicant nmakes reference to a PhoneDi sc search reporting
5,636 listings for the nane BENNER which was the | ast page of the
attachments to the Exam ning Attorney's first O fice action

That page does not appear to be in the application file, and in
her brief the Exam ning Attorney states that "any inclusion of a
surnanme search for the term BENNER was i nadvertent and is not
relevant in the current case concerning the term BERNER " p. 4.

10
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that she believes "Berner to be a well known surnane in
this and other countries,” that Berner is such a comon
surname that consuners wll assunme that the two marks at
i ssue herein which contain that surnane identify separate
sources, when used on the related products of ham and
processed cheese. In this connection, we note that there
is no evidence in the record of third-party use or
regi stration of any marks contai ning the surnane BERNER.
Thus, even if we were to accept, arguendo, applicant's
argunment that the cited registration is entitled to a nore
[imted scope of protection, that protection would stil
extend to applicant's use of such a simlar nmark as GRANDVA
BERNER S for such rel ated goods as "gournet ham™"
Applicant further asserts that "G andma Berner" is
entitled to use her surnane on a product with which she is
associ ated, and may, through her consent, grant the
asserted right to the use of her nane to her son, the

appl i cant herein.

However, because applicant nmade repeated references to it, and
i ndeed requested that the Exam ning Attorney acknow edge this
surname evidence and confirmthat BENNER was a m sspelling, and
because the Exami ning Attorney made no objection during the
exam nation of the application, we deemthat the Exam ning
Attorney has stipulated to the surname evidence for the nane
BERNER. I n any event, the Exam ning Attorney has nmade clear in
her brief that she does not dispute that BERNER i s a surnane.

11
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It is well established that the interest in allow ng
an entrepreneur to use his own surname as a trademark on
hi s goods nust give way to the nore conpelling public and
private interests involved in avoiding a |likelihood of
confusion or m stake as to source where use of the surnane
| eads to such confusion or mstake. Ford Mtor Conpany V.
Ford, 462 F.2d 1405, 174 USPQ 456, 458 (CCPA 1972).

Finally, we have considered applicant's argunent that
gourmet hanms are not casually purchased. Applicant has not
provi ded any evidence as to the selling price of "gournet
hanms" which mght indicate that an extraordi nary degree of
care goes into their selection. Wat is clear, however, is
that both applicant's and the registrant's products are
purchased by the public at |arge. Even though consuners
may note the specific differences in the marks, as stated
above, they will attribute these differences to the
differences in the goods, rather than to differences in the
source of the goods.

Accordingly, after considering all of the rel evant
duPont factors, we find that applicant's mark GRANDVA
BERNER S for gournmet hams is likely to cause confusion with

the mark in the cited registration.

12
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Deci sion: The refusal of registration is affirnmed.

E. J. Seehermn

C M Bottorff

G F. Rogers
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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