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Judges.

Qpi ni on by Chapman, Adm nistrative Trademark Judge:

Meranmec Group, Inc. (a Mssouri corporation) has filed
an application, subsequently anmended to the Suppl enent al
Regi ster, to register the mark | NDUSTRI AL STRENGTH
POLYURETHANE for goods ultimately identified as
“pol yuret hane furniture conponents, nanely chair arns,

chair seats, and chair backs” in International d ass 20,

and “footwear conponents, nanely, inserts for shoe soles
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and shoe heels” in International Class 25.' In response to
a requirenment of the Exam ning Attorney, applicant
di sclaimed the word “pol yuret hane.”

Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U. S.C. 81052(d), on the ground that
applicant’s mark, when applied to its identified goods, so
resenbl es the registered mark | NDUSTRI AL STRENGTH f or
“orthopedic braces” in International dass 10,2 as to be

| i kely to cause confusion, mstake or deception.

! Application Serial No. 75/435,108, filed February 17, 1998,
which originally sought registration on the Principal Register,
was based on applicant’s assertion of a bona fide intention to
use the mark in comrerce. During the exam nation process,
applicant filed an Anendnent to Allege Use (clainmng a date of
first use and first use in commerce of August 14, 1998 with
regard to the O ass 20 goods, and a date of first use of Decenber
30, 1997 and a date of first use in commerce of January 12, 1998
with regard to the dass 25 goods), and an anmendnment to the
application seeking registration on the Suppl enental Register,
bot h of which were accepted by the Exani ning Attorney.

When an applicant originally files, seeking registration on the
Princi pal Register based on Section 1(b)(intent-to-use), as in
this application, the applicant may file an anendnent seeking
regi stration on the Supplenmental Register only after it has begun
using the mark and has filed an Amendnent to All ege Use [Section
1(c)] or a Statenment of Use [Section 1(d)] which neets the
mnimumfiling requirenments. The effective filing date of the
application will then becone the date on which applicant net the
mninmumfiling requirenments for the Amendnent to All ege Use or
the Statenent of Use. See TMEP 88206.01 and 816.02 (Third
edition 2002). In the application now before the Board, the
effective filing date is Decenber 26, 2001.
> Registration No. 1,846,639, issued July 26, 1994 on the
Princi pal Register to Chase Ergononmics Inc. (a New Mexico
corporation), Section 8 affidavit accepted, Section 15 affidavit
acknowl edged. The clainmed date of first use is May 14, 1991.
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When the refusal was made final, applicant appeal ed.
Briefs have been filed, but an oral hearing was not
request ed.

W affirmthe refusal to register. 1In reaching this
concl usi on, we have followed the guidance of the Court in
Inre E. |. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). See also, Inre Majestic Distilling
Conpany, Inc., 315 F. 3d 1311, 65 USP2d 1201 (Fed. Cr.
2003). In any likelihood of confusion analysis, however,
two key considerations are the simlarities between the
mar ks and the simlarities between the goods and/ or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also, In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cir. 1997); and In re Azteca Restaurant Enterprises
Inc., 50 USPQRd 1209 (TTAB 1999).

The invol ved marks are virtually identical, differing
only by applicant’s addition of the generic word
“pol yurethane” to its mark. Applicant does not contest the

simlarity of the marks.
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Appl i cant has not submtted evidence that the mark
| NDUSTRI AL STRENGTH is weak® in the relevant fields of
ort hopedi ¢ braces, footwear conponents, nanmely, inserts for
shoe sol es and shoe heels, and furniture conponents,
nanmel y, chair arns, chair seats and chair backs.?

W note that the fact that an applicant which has
selected the identical mark of a registrant “wei ghs [so0]
heavi |l y agai nst the applicant that applicant’s proposed use
of the mark on “goods... [which] are not conpetitive or
intrinsically related [to registrant’s goods]...can [still]
|l ead to the assunption that there is a common source.” In
re Shell Gl Co., 992 F.2d 1204, 26 USPQ2d 1687, 1688-1689
(Fed. Gir. 1993). Thus, “[t]he greater the simlarity in
the marks, the lesser the simlarity required in the goods

or services of the parties to support a finding of

3 W specifically note that the cited registered mark is on the
Princi pal Register with no claimof acquired distinctiveness
under Section 2(f) of the Trademark Act; and it is, of course,
entitled to the statutory presunptions under Section 7(b) of the
Trademark Act.

“ W are aware that in applicant’s Decenber 26, 2001 response to
the July 10, 2001 Ofice action, it argued with regard to the
then refusal to register under Section 2(e)(1) (mnere
descriptiveness) that there are other marks including the word
“industrial” which issued without being rejected or ultimtely
rejected as nerely descriptive. However, inportantly, applicant
did not argue that the mark | NDUSTRI AL STRENGTH is a weak mark in
the relevant fields, nor did applicant provide copies of any
third-party registrations. Thus, there is no argunment of a weak
mar k, or any evidence relating thereto, in the record.
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| i keli hood of confusion.” 3 J. MCarthy, MCarthy on

Trademarks and Unfair Conpetition, 823:20.1 (4th ed. 2001).

We turn to a consideration of the cited registrant’s
goods and applicant’s goods, as identified, in each cl ass.
Applicant essentially contends that the invol ved goods are
“entirely distinct” fromone another and are in different
International C asses; that the goods are sold in entirely
different channels of trade, with registrant’s sold in
medi cal appliance stores, hospitals and doctors’ offices,
whil e applicant’s products are not for orthopedic purposes,
and are marketed to furniture manufacturers and footwear
manuf acturers, respectively, and not to the retail trade.

The Exam ning Attorney essentially contends that
regi strant’ s goods and both cl asses of applicant’s
identified goods are closely related and/ or conpl enentary
including in the activities surrounding their marketing;
that classification in different International C asses is
an adm ni strative USPTO matter unrelated to the issue of
| i kel i hood of confusion;® that both classes of applicant’s
identified goods are broadly worded, without limtation as
to the nature or type of channels of trade or classes of

purchasers; that applicant’s assertions of where the

> See e.g., National Football League v. Jasper Alliance Corp., 16
UsP@@d 1212, footnote 5 (TTAB 1990).



Ser. No. 75/435108

respecti ve goods are marketed and to whom are not reflected
in the identifications of goods of either registrant or
applicant; that the record includes substantial evidence
that these goods (registrant’s orthopedic braces vis-a-vis
applicant’s specific furniture conponents and applicant’s
specific footwear components) are conmmercially rel ated
products; that applicant has offered no evidence in support
of its argunents; that prospective purchasers would |ikely
assune that applicant’s footwear conponents (inserts for
shoe sol es and shoe heels) and furniture conponents (chair
arnms, chair seats and chair backs) and registrant’s
ort hopedi ¢ braces, when sold under virtually the sanme mark,
emanate froma single source; and that doubt on the issue
of |ikelihood of confusion nust be resol ved agai nst
appl i cant as the newconer.

The evidence submtted by the Exam ning Attorney
i ncl udes printouts of pages from both applicant’s and
registrant’s web sites showi ng both parties’ goods are
pronoted as “ergonomi c” and intended to attenuate shock and
vi bration, while offering superior cushioning, and
applicant touts its products as ideal for ergonomc

wor kst ati ons; definitions from The Anerican Heritage

Dictionary (Third Edition 1992) of, inter alia, the words

“brace” as “4. An orthopedic appliance used to support,
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align, or hold a bodily part in the correct position” and
“ergonom cs” as “2. The applied science of equi pnent
design, as for the workplace, intended to maxim ze
productivity by reducing operator fatigue and di sconfort.
3. Design factors, as for the workplace, intended to
maxi m ze productivity by mnimzing operator fatigue and
di sconfort”; third-party registrations® showing a single
entity registered a mark for both parts of shoes (e.g.,
uppers, linings, insoles) and braces (e.g., back supports,
wri st supports, knee supports); third-party registrations
showing a single entity registered a mark for both
ergonom ¢ chair products and back supports (e.g., |unbar
pillows, back supports for use with chairs); printouts from
third-party web sites and catal ogs (Sharper |nage, Hi gh
Street Enporium show ng that braces, supports and
ergonom ¢ products are avail able and are nmarket ed together
(e.g., heel cushions, heel and foot inserts, flexible
supports for the back, shoulders, wists, ankles); and
phot ocopi es of excerpted stories retrieved fromthe Nexis
dat abase, exanples of which foll ow.

Headl i ne: Ergonaut; One naut tests
sone office confort products

®Inreviewing all of the nunerous third-party registrations
submtted by the Exam ning Attorney, we note that a few are not
based on use in comrerce. In reaching our decision herein, the
Board considered only those third-party registrations which are
based on use in comrerce.
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...Wist rest... Suspenders, Power
braces for the '90s. Striking, no-
nonsense style and exceptional | unbar
support... Back Pad, Like a soft,
naggi ng nom who rem nds you to sit up
straight... Chair, A chair’s a chair,

right?

No way... Arnrests...

Foot pedal s.... “Conputerworld,” Cctober
28, 1996; and

Headl i ne: Sports-Related Injuries Raise
Interest in Othopedic Braces

... The nost significant devel opnent in
the orthopedic soft goods market has
been its explosion on the retai

market. “OfF the 12 segnents that
conprise this industry,” says Mch,

“ei ght have penetrated mass

mer chandi sers, sporting goods stores,
drug chains and supermarkets.” Mst of
these outl ets now have special sections
devoted solely to orthopedic soft

goods,

breedi ng i ntense conpetition for

space anong manufacturers. “PR
Newswi re,” Cctober 21, 1996. '

It is well

settled that goods need not be identical

even conpetitive in order to support a finding of

or

i kel i hood of confusion. Rather, it is sufficient that the

goods are related in sone manner or that the circunstances

surrounding their marketing are such that they would be

likely to be encountered by the sanme persons in situations

that woul d give rise, because of the marks used thereon,

" Wiile normal |y newswire service stories are not considered

because it is not clear whether such stories were available to
the public, the Examining Attorney did not offer this story to

to

establi sh descriptiveness as perceived by the purchasing public,
but rather to show the possible marketing channels for
registrant’s and applicant’s goods.
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a m staken belief that they originate fromor are in sone
way associated with the sane producer or that there is an
associ ati on between the producers of the goods or services.
See In re Martin s Fanous Pastry Shoppe, Inc., 748 F.2d
1565, 223 USPQ 1289, 1290 (Fed. Cr. 1984); and In re Qous
One Inc., 60 USPQ2d 1812 (TTAB 2001).

When considering the third-party registrations
submtted by the Examning Attorney, it is settled that
third-party registrations are not evidence of conmerci al
use of the marks shown therein, or that the public is
famliar with them Nonetheless, third-party registrations
whi ch individually cover a nunber of different itens and
whi ch are based on use in conmerce have sone probative
value to the extent they suggest that the |isted goods
emanate froma single source. See In re Albert Trostel &
Sons Co., 29 USPQ2d 1783, 1785 (TTAB 1993); and In re Micky
Duck Mustard Co., Inc., 6 USPQ2d 1467, footnote 6 (TTAB
1988) .

It is clear that the products involved herein are
different products. Further, we recognize that the
evidence is nore definitive with regard to the rel at edness
of “orthopedic braces” and “footwear conponents, nanely,
inserts for shoe soles and shoe heels” than with regard to

the rel at edness of “orthopedic braces” and “furniture
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conponents, nanely, chair arnms, chair seats and chair
backs.”

However, we find that the Exam ning Attorney has
establ i shed that applicant’s goods in each class and the
goods in the cited registration are related in the mnd of
the consuming public as to the origin. See Hew ett-Packard
Company v. Packard Press, Inc., 281 F.3d 1261, 62 USPQd
1001, 1004 (Fed. G r. 2002)(“even if the goods and services
in question are not identical, the consum ng public may
perceive them as rel ated enough to cause confusi on about
the source or origin of the goods and services”).

We specifically note that registrant’s goods are
broadly identified as “orthopedic braces” and are not
limted to technical, nedical braces, but could enconpass
all types of “orthopedic braces,” including sinple wist,
ankl e and knee braces sold to the general public.

Mor eover, applicant’s identified goods (while each is
identified as “... conponents, nanely, ...”) are not
limted to conponents sold only to furniture manufacturers
or shoe manufacturers, respectively. Thus, these goods
(e.g., chair seats as a furniture conponent, inserts for
shoe heel s as a footwear conponent), as identified, could
enconpass furniture conponents and footwear conponents

whi ch can be purchased by the general public. That is,

10
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applicant’s goods, as identified, are broadly set forth,
including all types of the specified furniture conponents
and the specified footwear conponents, and nust be deened
to be offered to all classes of custoners through al
normal channels of trade. See COctocom Systens Inc. v.
Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQRd
1783 (Fed. Cir. 1990); Canadian Inperial Bank of Comrerce,
N.A v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813
(Fed. Gir. 1987); and In re Smith and Mehaffey, 31 USPQRd
1531 (TTAB 1994).

The record before us establishes that the respective
goods of the parties are associated or related goods in the
m nds of the consum ng public. See Heywood-Wakefield Co.
v. Dayco Corp., 142 USPQ 381 (TTAB 1964).

Finally, we have no doubt on the question of
| i kel i hood of confusion as to applicant’s footwear
conponents in International Cass 25, and what doubt
remains as to applicant’s furniture conponents in
International C ass 20, we nust resolve such doubt agai nst
applicant as the newconer, because it has the opportunity
to avoid confusion, and is obligated to do so. See TBC
Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQ@d 1315 (Fed.
Cir. 1997); and In re Hyper Shoppes (Chio) Inc., 837 F.2d

840, 6 USPQ@2d 1025 (Fed. Cir. 1988).

11
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Based on the virtual identity of the marks, the
rel at edness of the parties’ respective goods, and the
over |l appi ng trade channel s and purchasers, we find that
there is a likelihood that the purchasing public would be
confused when applicant uses | NDUSTRI AL STRENGTH
POLYURETHANE as a mark for its identified goods.

Deci sion: The refusal to register under Section 2(d)
of the Trademark Act is affirnmed as to both classes of

applicant’ s goods.
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