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Adm ni strative Trademark Judges.

Qpi ni on by Rogers, Adm nistrative Trademark Judge:

The Val spar Corporation has filed an application to
regi ster GREAT COAT as a mark for “interior and exterior
paints, and interior and exterior stains,” asserting a bona
fide intention to use the mark in commerce for such goods.
Regi stration is sought on the Principal Register. During
exam nation, applicant voluntarily offered, and the
exam ning attorney accepted and entered, a disclainer of

exclusive rights to the word COAT.
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Regi strati on has been refused by the exam ni ng
attorney, on the ground that the term GREAT COAT conbi nes a
| audatory term GREAT, with a descriptive term COAT, and
that the conposite is, therefore, barred fromregistration
because of Section 2(e)(1l) of the Lanham Act, 15 U.S.C. 8§
1052(e)(1). Wwen the refusal was nmade final, applicant
appeal ed. Briefs have been filed, but applicant did not
request an oral hearing. W affirmthe refusal of
regi stration.

The exam ning attorney, in support of the refusal of
regi stration, has provided dictionary definitions of
“great” and of “coat.” The fornmer word is defined as
meani ng, anong ot her things, “remarkable or outstanding in
magni tude, degree or extent,” and “superior in quality or
character; noble.” The latter word is defined to nean “a
| ayer of nmaterial coating sonething else; a coating: a
second coat of paint.” Also offered in support of the
refusal of registration are third-party registrations that
show marks with one of the two words and a discl ai mer of
that word, or marks with one of the two words and that have
been registered only on the Supplenmental Register or on the
Princi pal Register upon a show ng of acquired
distinctiveness. Finally, the exam ning attorney has

submtted two excerpts fromthe NEXI S dat abase of articles
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and other news reports, and reprints of pages fromthree
websites. One of the NEXI S excerpts and two of the web
sites use the term“great coat” in references to paint jobs
conpl eted on houses. The other NEXI S excerpt uses the term
“great coats” in referencing nail polish and mani cures; the
third web site uses the term“great coat” in describing the
paint job of a collectible die-cast nodel car.

Appl i cant has attenpted to counter the exam ning
attorney’s submi ssions by pointing to third-party
regi strations that show marks including the word GREAT have
been registered on the Principal Register without a
di sclaimer of that word and without resort to Section 2(f)
of the Lanham Act.! For exanple, it appears GREAT FI Nl SHES
has been registered on the Principal Register for “exterior
and interior paints, paint priners, wood stains, |acquers

in the nature of coatings, and varnishes.”?

As appl i cant
has di scl ai ned exclusive rights in the COAT portion of its
mar k, there does not appear to be any dispute that “coat”

is a descriptive termwhen used on or in connection with

pai nts and stains; thus, we need not discuss either the

! Applicant’s subm ssions are not copies of the registration
certificates; nor are they reprints fromthe Ofice s electronic
dat abase of registered and pending marks. Rather they are copies
froma private conpany’s database.

2 Regi stration no. 2,019, 696, issued Novenber 26, 1996.
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exam ning attorney’s or applicant’s subm ssions (the latter
made prior to applicant’s subm ssion of a disclainmer of
COAT) regarding the proper characterization of that word.
Appl i cant argues that the conposite GREAT COAT is
nerely suggestive for its goods. Noting that the identical
mar k has previously been registered for “paints” (a
regi stration that has since expired), applicant argues that
this is significant evidence that the Ofice considers the
conposite to be nerely suggestive, not descriptive.
Applicant also argues that it was unable to discover any
registrations in international class 2 for marks including
the word GREAT, wherein that word was the subject of a
disclaimer. Finally, applicant argues that it was “unabl e
to find any case that has determ ned whether the use of the
term‘GREAT’ in a trademark is |audatory, descriptive, or

suggestive,”® so that the Ofice’s “past handling of the

% Applicant does rely on In re Consolidated G gar Co., 35 USPQd
1290 (TTAB 1995), which dealt with an attenpt to regi ster SUPER
BUY, as stating or suggesting that GREAT BUY woul d be consi dered
suggestive, in contrast with the involved mark SUPER BUY. On the
ot her hand, the exam ning attorney relies on Popul ar Bank v.
Banco Popul ar, 9 F. Supp.2d 1347 (S.D.Fla. 1998) and its citation
to Geat S. Bank v. First S. Bank, 30 USPQ2d 1522 (Sup. C. Fla.
1993), for the proposition that “great” is a | audatory
descriptive term

Each (applicant and the exam ning attorney) has criticized the
other’s reliance on the case law it has cited. W agree that
t hese deci sions deal with the question of the characterization of
“great” only in dicta. Nonetheless, when fairly read, they tend
to provide nore support for the conclusion that “great” is
| audat ory rather than suggestive.
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term GREAT in other marks for paint products is
particularly relevant.”

We admit that inconsistent Ofice handling of
applications to register marks that include the word GREAT
is troubling. Nonetheless, the Board is duty-bound to
deci de each case based on the record before it, wthout
regard to whet her other nmarks have correctly or incorrectly

been registered. See In re Nett Designs Inc., 236 F. 3d

1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (“the Board ...
nmust assess each mark on the record of public perception
submtted with the application”). Thus, we focus on the
dictionary definitions, the one relevant NEXI S excerpt, and
the three website entries in the record for what they
reveal about |ikely public perception, nore than we focus
on the third-party registration subm ssions.
A mark is nerely descriptive if it imrediately
conveys qualities or characteristics of the
goods. In re Gyulay, 820 F.2d 1216, 1217, 3
uUsP@d 1009, 1009 (Fed. Cir. 1987). However, if a
mar k requires i magi nati on, t hought and
perception to arrive at the qualities or

characteristics of the goods, then the nmark is
suggestive. 1d. A suggestive mark qualifies for

registration wthout secondary neaning. 1d. The
perception of the relevant purchasing public sets
the standard for determ ning descriptiveness. In

re Bed & Breakfast Registry, 791 F.2d 157, 160
229 USPQ 818, 819 (Fed. Cir. 1986).

In re Nett Designs Inc., 57 USPQ2d at 1566.
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As the Federal Circuit has noted, a term may possess
both el enments of descriptiveness and suggestiveness. |d.
As with the word ULTI MATE in the Nett Designs decision, the
word GREAT may be considered suggestive insofar as it “does
not define any particular characteristic” of applicant’s
product, but “al so has sone el enents of descriptiveness
because it has a laudatory or puffing connotation.” 1d.

We think it beyond dispute that, as proposed for use
on or in connection with paints, GREAT has a clearly
| audatory connotation. It does not take on a double
entendre or have its neaning altered when coupled with the
admttedly descriptive word COAT. As the NEXIS and web
site evidence reveals, applied paint may be said to be a
“great coat of paint” and such phrase has a clearly
| audat ory neaning that it takes no inmagination to discern.
Li kewi se, even when the phrase is shortened to GREAT COAT,
it is imediately clear that the connotation of that term
when used on or in connection with paint, indicates that
the purchaser will get a “great coat of paint” fromthe
pr oduct .

Any pai nt manufacturer should be left free to tout its
products as providing a “great coat” upon application.
Moreover, we note that while the record is rather thin, we

do not require the sane type of record as woul d be required
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if the refusal of registration were based on a concl usi on
t hat GREAT COAT was generic and therefore to be renoved
fromany possible use as a mark. Because the refusal is
based on the ground of descriptiveness, and GREAT COAT nay
still be registered in the future on a show ng of acquired
di stinctiveness, we do not require as great an evidentiary
showing as if the refusal were on the ground of
genericness. Cf. In re Anerican Fertility Society, 188
F.3d 1341, 51 UsSP@d 1832 (Fed. Cir. 1999), wherein the
Federal Circuit held that nore than nmere evidence of the
genericness of conponent parts of a mark woul d be required
when a conposite phrase is to be refused as generic.

W find that GREAT COAT, if used on or in connection
with paints and stains, would i medi ately be perceived as a
| audat ory description of the products as providing a great
coat of paint or stain and, accordingly, is properly
refused registration as descriptive.

Deci sion: The refusal under Section 2(e)(1) of the

Lanham Act is affirned.



