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Opi ni on by Quinn, Admnistrative Trademark Judge:

An application has been filed by Arden Cravats, Inc.
to register the mark ARDEN CRAVATS (“ CRAVATS” di scl ai ned)
for “ties.”?

The Trademark Exam ning Attorney has refused
registration on two bases. First, registration has been

refused under Section 2(d) of the Trademark Act on the

ground that applicant’s mark, when applied to applicant’s

! Application Serial No. 75/457,263, filed March 26, 1998,
al | eging dates of first use of Decenber 18, 1974.
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goods, so resenbles the previously registered mark ARDEN
for “outer shirts” as to be likely to cause confusion.?
Second, registration has been refused under Section 2(e)(4)
on the ground that the applied-for mark is primarily nerely
a surnane.

When the refusals were nade final, applicant appeal ed.
Applicant and the Exam ning Attorney filed briefs. An oral
heari ng was not request ed.

LI KELI HOOD OF CONFUSI ON

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. Inre E. |I. du Pont de Nenmoburs & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

We first turn to consider the marks. Al though we
stress that we have considered the marks in their
entireties, including the disclainmed portion, “there is

nothing inproper in stating that, for rational reasons,

2 Regi stration No. 405,940, issued February 29, 1944; twice
renewed.
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nore or |ess weight has been given to a particular feature
of a mark, provided [that] the ultinmate conclusion rests on
consideration of the marks in their entireties.” Inre
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed.
Cir. 1985). For exanple, “that a particular feature is
descriptive or generic with respect to the involved goods
or services is one commonly accepted rationale for giving

| ess weight to a portion of a mark...” 1d. at 751. In
this connection, “ARDEN’ is clearly the dom nant part of
applicant’s mark, with the disclained generic term
“CRAVATS’ being relegated to a subordinate rol e because it
has no source-identifying function. The term*“ARDEN al one
woul d i kely be used in calling for applicant’s goods.

This domi nant portion is identical to the entirety of the
registered mark. In re Denisi, 225 USPQ 624 (TTAB
1985)[whil e not ignoring the caveat that nmarks nust be
considered in their entireties when eval uating the chances
of their being confused in the marketpl ace, where a
newconer has appropriated the entire mark of a registrant,
and has added to it a non-distinctive term the marks are
generally considered to be confusingly simlar]. In
conparing the marks, we further note that the record is
devoi d of evidence of any third-party uses or registrations

of the sanme or simlar marks in the clothing field.
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Wth respect to the goods, it should be noted
that it is not necessary that the goods be identical or
even conpetitive in nature in order to support a finding of
i keli hood of confusion. It is sufficient that the
ci rcunstances surrounding their marketing are such that
they would be likely to be encountered by the sane persons
under circunstances that would give rise, because of the
mar ks used in connection therewith, to the m staken belief
that the goods originate fromor are in some way associ ated
with the sane source. In re International Tel ephone and
Tel egraph Corp., 197 USPQ 910 (TTAB 1978). Moreover, the
Board has stated that the degree of simlarity in the goods
need not be as great where the marks are essentially
identical. Warnaco Inc. v. Adventure Knits, Inc., 210 USPQ
307, 315 (TTAB 1981).

Not wi t hst andi ng specific differences between shirts
and ties, we find themto be sufficiently related that,
when sol d under substantially identical marks, purchasers
are likely to m stakenly assunme that applicant’s mark
identifies aline of ties emanating fromregistrant.

Shirts and ties forman inportant fashion conbination in
men’s wearing apparel, a fact shown by the way they are
mar keted in the catal ogs relied upon by the Exam ning

Attorney. Such itens are conplenentary, and because they
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will be worn together, they are often purchased together
during the sane shopping trip.

Shirts and ties are bought by the sane cl asses of
purchasers, that is, nenbers of the general public. There
is nothing in the record to support applicant’s assertion
that its goods and those of registrant are not bought on
i npul se, but rather only after sone consideration. G ven
that the source-identifying portion of applicant’s mark is
identical to the cited mark, even careful purchasers are
likely to view the trademarks as essentially identical, and
to indicate origin with a single source. W would al so
poi nt out that inasnmuch as the identifications of goods are
not limted, they are broad enough to cover inexpensive
shirts and ti es.

In finding that applicant’s ties are related to
registrant’s outer shirts, we have considered the several
third-party regi strations based on use which the Exam ning
Attorney has submtted. The registrations show marks which
are registered for both shirts and ties. Although these
regi strations are not evidence that the marks shown therein
are in use or that the public is famliar with them they
nevert hel ess have probative value to the extent that they
serve to suggest that the goods listed therein, including

shirts and ties, are of a kind which nay emanate from a
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single source. See, e.g., Inre A bert Trostel & Sons Co.,
29 USPQ2d 1783, 1785-86 (TTAB 1993); and In re Micky Duck
Mustard Co. Inc., 6 USPQR2d 1467, 1470 at n. 6 (TTAB 1988).

The absence of evidence of actual confusion does not
mandate a different result in this case. Gven the |ack of
specifics bearing on the extent of use of the involved
mar ks, we are at a great disadvantage in assessing whet her
t here has been a neani ngful opportunity for confusion to
occur in the marketplace. In any event, the test in
deciding this appeal is l|ikelihood of confusion.

We concl ude that consuners famliar wth registrant’s
outer shirts sold under its mark ARDEN would be likely to
bel i eve, upon encountering applicant’s mark ARDEN CRAVATS
for ties, that the goods originated with or are sonehow
associ ated with or sponsored by the sane entity.

PRI MARI LY MERELY A SURNANE

Whether a mark is primarily nerely a surnane depends
upon whether its primary significance to the purchasing
public is that of a surnane. In re Hutchinson Technol ogy,
Inc., 852 F.2d 552, 7 USPQ2d 1490 (Fed. Cr. 1988). The
O fice has the burden of establishing a prim facie case
that a termis primarily nerely a surnane. 1In re
Et abl i ssenents Darty et Fils, 759 F.2d 15, 225 USPQ 652

(Fed. Gr. 1985). Provided that the Exam ning Attorney
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establishes a prima facie case, the burden shifts to the
applicant to rebut the showi ng nade by the Exam ning
Attorney. In re Harris-Intertype Corp., 518 F.2d 629, 186
USPQ 238, 239-40 (CCPA 1975). The Board, in the past, has
taken into account various factual considerations in nmaking
a determ nation whether a mark is proscribed by Section
2(e)(4). In re Benthin Managenent GrbH, 37 USPQ2d 1332
(TTAB 1995) .

Wth respect to the surnane significance of ARDEN, the
Exam ning Attorney has nmade of record a printout retrieved
from t he PHONEDI SC POWERFI NDER USA ONE 1998 (4'" ed.)
dat abase. This evidence shows |istings for over 900
i ndi vidual s having the surnane “Arden.” As stated in the
past, there is no mnimmor “magic’” nunber of directory
listings required to establish a prinma facie case for
refusal of registration under Section 2(e)(4). Inre
Cazes, 21 USPQ@d 1796 (TTAB 1991). Further, even unconmon
surnanes are not registrable on the Principal Register. 1In
re Industrie Pirelli per Azioni, 9 USPQd 1564 (TTAB 1988),
af f’ d unpubl i shed opinion, No. 89-1231 (Fed. G r. July 17,
1989) .

Applicant contends that the term “ARDEN has
significance other than as a surnane. However, it was not

until the appeal brief when applicant, for the first tine,
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poi nted to the geographic area known as the Forest of Arden
which is the setting for Shakespeare's play As You Like It.
In this connection, applicant points to a “fanobus
guotation” fromthe play which refers to the area as
“Arden.”

Applicant’s contentions do not overcone the Exam ning
Attorney’s prima facie case. Although we certainly
recogni ze the fanme of Shakespeare and the fact that he
wote the play As You Like It, there is no evidence of
record bearing on the extent of exposure anbng consumners
that the play is set in the Forest of Arden. Nor is there
any evidence that consunmers in the United States woul d be
aware that there is a forest in England called “Arden.”
“Unless there is a readily recogni zed neaning for a term
apart fromits surnanme significance, the fact that other
nmeani ngs for the term exi st does not necessarily indicate
that the termwould have a primary nmeaning to the
purchasi ng public other than that of its ordi nary surnane
significance.” 1In re Hamlton Pharmaceuticals Ltd., 27
UsPQd 1939, 1942 (TTAB 1993).

We note that it does not appear that “Arden” is the
surname of anyone connected with applicant. Al though we

have considered this factor, we view it to be | ess
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probative than the evidence relied upon by the Exam ning
At t or ney.

Lastly, we find that “Arden” has the “l ook and feel”
of a surnane. In re Sava Research Corp., 32 USPQd 1380,
1381 (TTAB 1994). In this connection, we take judicial
notice that “Arden” is the surname of the cosnetician
El i zabeth Arden. The Random House Dictionary of the
Engli sh Language (2" ed. Unabridged 1987). Further, the
i nclusion of the generic term “CRAVATS” in applicant’s mark
does not detract fromthe prinmary surname significance of
the mark. In re E. Mrtinoni Conpany, 189 USPQ 589 (TTAB
1975) .

Because applicant has failed to sufficiently set forth
per suasi ve evidence or argunments to rebut the prim facie
show ng by the Exami ning Attorney, we conclude that ARDEN
is primarily merely a surnane under Section 2(e)(4) of the

Act .
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Decision: The refusals to register are affirnmed.

10

E. J. Seehermn

T. J. Quinn

G D. Hohein

Adm ni strative Trademark
Judges, Trademark Tri al
and Appeal Board
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