THIS DISPOSITION
IS CITABLE
AS PRECEDENT OF
THE TTAB
Hear i ng: Mai | ed:
16 August 2005 18 January 2006

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Amrerica Online, Inc.

Serial Nos. 75460305, 75460306, 75496386, and 75497543

M chael A. G ow of Arent Fox PLLC for Anerica Online, Inc.

Carol yn Pendl eton Catal do, Trademark Exam ning Attorney,
Law O fice 103 (M chael Ham |ton, Managi ng Attorney).

Bef ore Hai rston, Rogers, and Drost, Adm nistrative
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Qpi nion by Drost, Admnistrative Trademark Judge:

On 24 June 2004, the board granted applicant’s
(Anerica Online, Inc.) notion to consolidate the appeals in
t hese four applications. These applications for
registration on the Principal Register all involve the term
| NSTANT MESSENGER in typed (standard character) form
Basic information about the four applications on appeal is

set out bel ow.
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l.
Serial No. 75497543
Filing date: 04 June 1998
Mar k: | NSTANT MESSENGER
Ser vi ces:
Cl ass 38: Tel ecommuni cati ons services, nanely,
el ectronic transm ssion of data, inmages and
docunents via conputer termnals; electronic nai
services; and facsim |l e transm ssion
Class 39: Electronic storage of data and docunents
Date of first use (both classes): 14 March 1997
Date of first use in commerce (both): 14 March 1997

.
Serial No. 75496386
Filing date: 04 June 1998
Mar k: | NSTANT MESSENGER
Servi ces:
Class 42: Conputer services, nanely, providing
mul tiple user access to conputer networks and
bull etin boards and the transfer and di ssem nation
of a wide range of information, providing a w de
range of general interest information via conputer
net wor ks
Date of first use: 14 March 1997
Date of first use in commerce: 14 March 1997

L1l
Serial No. 75460305
Filing date: 01 April 1998
Mark: AOL | NSTANT MESSENGER
Servi ces:
Class 38: Tel ecommunications services, nanely,
el ectronic transm ssion of data, inmages and
docunents via conputer termnals; electronic nai
services; and facsimle transm ssion
Class 39: Electronic storage of data and docunents
Date of first use (both classes): 14 March 1997
Date of first use in comerce (both): 14 March 1997

| V.
Serial No. 75460306
Filing date: 01 April 1998
Mar k:  AOL | NSTANT MESSENCGER
Servi ces:
Cl ass 42: Conputer services, nanely, providing
mul ti pl e user access to conputer networks and
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bull etin boards for the transfer and di ssem nation
of a wide range of information, providing a w de
range of general interest information via conputer
net wor ks
Date of first use: 14 March 1997
Date of first use in comerce: 14 March 1997
| ssues
The issues in all four cases are basically the sane:
1. Is the term | NSTANT MESSENGER a generic termfor the
identified services?
2. s the term | NSTANT MESSENGER nerely descriptive when
used in association with the identified services?
3. If the term | NSTANT MESSENCGER is nerely descriptive, has
appl i cant denonstrated that the mark has acquired
di stinctiveness under Section 2(f) of the Trademark Act?
Qobvi ously, the question in Serial Nos. 75460305 and
75460306 is whether the term | NSTANT MESSENCER nust be
di scl ai med under the provision of Section 6 of the
Trademark Act. We add that, inasnuch as neither the
exam ni ng attorney nor applicant raised argunents
specifically attributed to the different classes in the
applications, we will not separately address each cl ass of
services. Wwen we refer to the record, which is largely

the sane in the four cases, file references will be to the

file in Serial No. 75497543, unless we indicate otherw se.
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Backgr ound

After many years of prosecution, the evidence in these
applications is quite extensive. W begin by discussing
the exam ning attorney’s evidence that the mark is generic.
This evidence is also relevant to the other issues of
descriptiveness and acquired distinctiveness. The
exam ning attorney has included nunerous exanples fromthe
NEXI S dat abase and the Internet regardi ng uses of the term
| NSTANT MESSENGER. These uses fall into several
categories. Sone appear to be generic uses of the term
| NSTANT MESSENGER for sim |l ar services, as the exanples
bel ow i ndi cat e.

Nowadays, thoughts are conveyed el ectronically through

i nstant nmessengers and cel |l phones.

Macon Tel egraph, 14 Decenber 2001.

Drop superfluous prograns, such as instant nessengers

and screen savers, that run in the background and suck

up systemresources

Washi ngt on Post, 13 Decenber 2001.

G ving conputer makers nmuch flexibility to configure

versi ons of Wndows operating systemw th applications

— such as Wb browsers, instant nessengers and

stream ng nedi a pl ayers.

Washi ngt on Post, 18 August 2001.

You have three E-mail accounts, two instant nessengers

on your PC, a pager, a cell phone, an answering

machi ne and voi ce mai l

Orange County Register, 26 April 1998.

Fortunately, users can limt their availability to

i nstant nessagi ng by setting up lists of authorized
i nstant nessengers.
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| nf or mati onWeek, 31 May 1999.

The Internet offers a variety of comrunication
channels: e-nmail, instant nmessengers, VWb greeting
cards.

Press Journal (Vero Beach, FL), 06 Septenber 1999.

The nore prograns that are used involving the Internet
— personal finance software that electronically
interacts with a |local bank or an instant nessenger
program for exanple — the nore ports that open up on
a conputer.

The Pl ain Deal er, 06 August 2001.

| nprovenents include an instant-nessenger application,
the ability to beamdata to and from PDAs runni ng Pal m
Inc.’s Palm CS, and Bl uet oot h support.
Infowsrl d Daily News, 06 Decenber 2001.

Evans students said they use e-mail, instant nessenger
progranms and chat roons as many as five or six hours a
day.

Augusta Chronicle, 04 Decenber 2001.

WordPerfect, Lotus WrdPro, 1-2-3, Approach,
Organi zer, instant nessengers and e-mail clients.
I nformation Security, Decenber 2001

Additionally, an instant nessenger feature at each
booth will allow entrepreneurs to exchange questions
and answers privately.

Tul sa Wrld, 24 October 2001.

People in far-flung countries are chatting via instant
messenger software, posting thoughts on electronic
bull etin boards, and searching for rel evant Wb
journals at sites.

Washi ngton Post, 04 Cctober 2001.

The Internet stood out in the area of personal
comuni cation with instant nmessenger services and e-
mai | | eadi ng the way.

Las Vegas Review Journal, 17 Septenber 2001.

The whol e project has been through e-nmail and i nstant
nessenger .
The Ledger (Lakeland, FL), 29 Decenber 1998.



Ser.

pr ovi

Nos. 75460305, 75460306, 75496386, and 75497543

O her exanpl es appear to use the termin association
simlar services but these services are apparently
ded by conpetitors:

At Yahoo, alerts are also avail able via instant
nmessenger, though it doesn’t always work properly.
Chi cago Tri bune, 03 Decenber 2001.

Yahoo! pronotes Logi Tech’s Qui ckCam Wb cans as a way
to use video capabilities of Yahoo!’s instant
nmessenger service.

ASAP, 01 Decenber 2001

Yahoo added video chats to its instant nessenger
programin June.
San Francisco Chronicle, 26 Septenber 2001.

Expedia s involvenent is in the part of the XP

pl at f orm W ndows Messenger that used to be known as
| nst ant Messenger .

Conmputi ng, 25 Cctober 2001.

Al so bundled for the first tine is Mcrosoft’s |nstant
Messenger software.
Computing, 11 Cctober 2001.

The two together could provide a powerful conbination,
and with the use of Mcrosoft client interfaces —
Ofice XP, Mcrosoft Instant Messenger or a Wb

br owser.

Net wor k Worl d, 08 Cctober 2001.

That’ s the audi o and video conferencing software
integrated into Mcrosoft’s instant nessenger.
I nvestor’s Business Daily, 21 Septenber 2001.

M crosoft’s I nstant Messenger product was hit by an
enbarrassing glitch | ast week.
Computing, 12 July 2001

M crosoft Corp. said it wll use technol ogy from

Net 2Phone in a new version of its instant nessenger e-
mai | software avail able this week.

The Record (Bergen County, NJ), 21 July 2000.
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M crosoft Corp. said it wll use technol ogy from

Net 2Phone in a new version of its instant nessenger e-
mai | software that enables Internet users to nmake

| ong-di stance call s.

St. Petersburg Tines, 21 July 2001

Still other uses are equivocal because it is not clear
whet her the termis being used as a generic termor as a
reference to applicant’s services, perhaps w thout
capitalizing the initial letter of the words:

VWhen there was a break in the action, he sent |ove
notes to his wife, Rachel, by instant messenger.
New York Tinmes, 13 Decenber 2001.

As soon as | get back to my dormfromclass, | turn on
ny instant nessenger.
Dayton Daily News, 11 Decenber 2001.

She al so suggested he turn off the instant nessenger
when she is witing her English essays.
Hartford Courant, 06 Decenber 2001

The man fromthe hone of the recently sunken Seattle
Mariners went online in Starbucks with Ed Koch,

tal king to Starbucks boss Howard Schultz |ive by

| nstant Messenger vi deo phone.

New York Post, 26 Cctober 2001.

VeeAreCity.comw || offer news, weather, sports,
financial information and I nstant Messenger and ot her
| nt er net services.

Broward Daily Business Review, 29 Novenber 1999.

Wthout the Instant Messenger program ny kids stopped
fighting over the conputer.

Sacranento Bee, 10 Novenber 1999.

O her uses appear to be references to applicant or its

| i censees:
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ACLes

(n) people who spend their whole Iives tal king on
| nst ant Messenger .

Managenent Today, 31 July 2001.

Aim Adj uster, a programthat renoves the
adverti senents from Anerican Online’ s | nstant
Messenger client.

Houst on Chronicle, 22 Cctober 1999.

| was on the instant nmessenger and ny “you’ ve got
mai |7 thing canme up
San Jose Mercury News, 05 Decenber 2001

We al so add that there is evidence that “instant
messaging” is a generic termused in association with
applicant’s services:

The instant nessaging world is dom nated by four
platfornms: Mcrosoft’s MSN Messenger, AOL | nstant
Messenger (AIM, Yahoo! Messenger and |1 CQ (al so owned
by AQL).

Computi ng, 22 June 2002.

But providers of instant nmessagi ng have not been able
to turn their mllions into profits.
New York Tinmes, 17 June 2002.

For nore information on instant nessagi ng prograns,
visit...
Lexi ngton- Heral d Leader, 18 August 2003.
I ndeed, instant nessaging is a security disaster
wai ting to happen, so you should take precautions to
make sure your chat app. is as safe and secure as
possi bl e.
WWW. chet. com
Applicant responded to the exam ning attorney’s
evi dence by presenting various types of evidence in support
of its position that its mark is not generic or descriptive

and that it had acquired secondary meani ng.
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According to applicant’s general counsel, Paul T.
Cappuccio (pp. 2-3), applicant began using the marks in
1997. “As early as May of 1997, applicant had 8 mllion
custoners. At present [2000] there are over 80 mllion
users.” These custoners use applicant’s | NSTANT MESSENGER
services to send approximately one billion nessages each
day. The declarant clainmed that applicant “spent a
substanti al anount of noney pronoting the mark | NSTANT
MESSENGER and t he acconpanyi ng services. The anount of
noney spent on pronoting this mark is difficult to estimte
given that many of the pronotions are done in conjunction
with the pronotion of Applicant’s other products [and]
services. Sanples of pronotional materials ...are found al
over the Internet bearing Applicant’s mark.”

Applicant’s Vice-President of Brand Marketing, Eddie
Leonard, has subm tted a decl aration dated Novenber 20,
2001 (p. 2) that provided evidence that applicant’s
“1I NSTANT MESSENCER service had over 125 mllion registered

users” and applicant’s webpage at “‘www. aol.com’ which
provides a link to the I NSTANT MESSENGER servi ce and which
di spl ays the mark | NSTANT MESSENGER, receives over 28
mllion hits per day.”

In a declaration dated 15 February 2001, applicant’s

seni or vice-president and general counsel (Randall Boe)
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reported (p. 2) that applicant had licensed its | NSTANT
MESSENGER mark to Earthlink, Lycos, Juno and ot hers and
that these |icensees agreed “not to do anything which may
adversely affect the validity or enforceability of the
mark.” The declarant al so descri bed one exanple of its
advertising efforts. |In that one case, “over 60 mllion
copies of just one direct mail piece alone were sent out
wth a prom nent display of the mark | NSTANT MESSENGER. ”

Appl i cant al so attached approxi mately twenty
decl arations fromusers who state that they “recogni ze the
mar k | NSTANT MESSENGER as identifying the service com ng
fromAnmerica Online as opposed to ot her conpanies, and |
recogni ze that the mark | NSTANT MESSENGER i ndi cates Anerica
Online is the source of the real tinme communications
service branded as | NSTANT MESSENGER service.”

Applicant also perforned a search of the NEXI S News
Goup File for articles dated 15 June 2002 through 30 June
2002 for the term | NSTANT MESSENGER. According to
applicant (Henry declaration at 1), 70 articles were found.
O these, 43 “correctly display | NSTANT MESSENCER as a
trademark and in virtually all instances specifically
identify Applicant as the source of the services offered
under the mark.” Henry declaration at 2. Applicant also

di scounts 20 articles because they involve articles show ng

10
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trademark infringenment, duplicate articles, and foreign
articles. 1In effect, applicant concluded, the majority of
the articles refer to applicant. Applicant also submtted
numerous copies of third-party trademark regi strations that
show the terns “instant” or “nessenger” registered on the
Principal Register without a disclainmer or an indication
that the mark was regi stered under the provision of Section
2(f).
Argunent s

The exam ning attorney argues (Brief, p. 11) that the
“wor di ng | NSTANT MESSENGER has becone the neans by which
consuners refer to real-tinme Internet conmunications
services... The wording is generic because it is comonly
used by relevant consuners to describe the type of services
specifically offered by the applicant.” Furthernore, the
exam ning attorney nmaintains that applicant’s “conputer
services, nanely email and chatroons, are ‘instant
messenger’ services that enable users to receive nessages
instantly from people who are included on their ‘buddy’
lists. The wording | NSTANT MESSENCER, therefore, nerely
describes a feature of the applicant’s services.” Brief at
6. Regarding the question of acquired distinctiveness, the

exam ning attorney nmaintains that “‘lnstant Messenger’ is

11
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generic, and therefore, not registrable under Section
2(f).” Brief at 12.

On the other hand, applicant argues that consuners,
licensees, and third parties recognize applicant’s rights
in the mark | NSTANT MESSENGER  Applicant al so submtted
numer ous exanples of its attenpts to police its mark, and
it has provided responses fromentities that were cited by
the exam ning attorney as exanples of generic use of the
term I nstant Messenger. Applicant asserts that “these
third parties and publishers, including many of those cited
by the PTO have acknow edged their m stakes or have agreed
to use Applicant’s | NSTANT MESSENGER mark properly in the
future.” Brief at 16. Applicant argues that many of the
exanpl es “may show i nfringenent or unauthorized use of
Applicant’s mark by conpetitors” while others “may refl ect
m suse or m sunderstanding on the part of reporters witing
about unrelated third parties.” Brief at 20. Furthernore,
appl i cant mai ntains that because “applicant’s mark | NSTANT
MESSENGER does not immedi ately call to the m nds of
consuners the specific services provided under the mark,
the mark is suggestive rather than generic as applied to
such services.” Brief at 17. Finally, applicant argues
that the “first section of the PTO Brief alleges that the

mark is nmerely descriptive. However, there is no

12
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all egation that the secondary neani ng evidence offered by
Applicant is inadequate. Thus, if the Board finds the mark
nmerely descriptive, the subject application should be
approved for publication.” Reply Brief at 4.

Generi cness

The first issue we nust address is whether the term
| NSTANT MESSENGER is generic for applicant’s services.

The Court of Appeals for the Federal Crcuit has held
that: “The critical issue in genericness cases is whether
menbers of the relevant public primarily use or understand
the termsought to be protected to refer to the genus of

goods or services in question.” H Mrvin Gnn Corp. V.

Int’l Association of Fire Chiefs, Inc., 782 F.2d 987, 228

USPQ 528, 530 (Fed. Cir. 1986). Marvin G nn goes on to

expl ain that:

Determ ning whether a mark i s generic therefore
involves a two-step inquiry: First, what is the genus
of goods or services at issue? Second, is the term
sought to be registered or retained on the register
understood by the relevant public primarily to refer
to that genus of goods or services?

| d.
When we view the exam ning attorney’s evidence, it is
cl ear why applicant’s marks were refused registration on

t he ground that the marks were generic. Nunerous

references in a wide variety of publications over a nunber

13
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of years show use of the term “lInstant Messenger” to refer
to services related to providing real tinme text nessages.
Such excerpts as “thoughts are conveyed el ectronically

t hrough i nstant nessengers and cell phones” and “[d]rop
superfl uous progranms, such as instant nessengers and screen
savers” clearly show generic use of the term These
references convince us that the exam ning attorney has net
her initial burden of setting forth a prim facie case that
the term | NSTANT MESSENGER i s generic for the services
identified in applicant’s applications.

We nust now consi der whet her applicant has rebutted
the examning attorney’s prima facie case of genericness.
To respond to this evidence, applicant has submtted its
own NEXI S evidence that attenpts to show a snapshot of
NEXI S printouts during a set period (15-30 June 2002).

When we view this “snapshot,” regardl ess of whether we
consider the total nunmber of stories or if we exclude the
all eged infringers, we nust nonethel ess conclude that the
majority of the articles refer to applicant. ©Moreover,
applicant has shown that it has engaged in substanti al
marketing of its services under this mark. Just one

mai ling of its advertisenent involved 60 mllion copies.

In effect, the one mailing woul d have been distributed to a

significant percentage of the total population of Anmerica.

14
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Furthernore, applicant has 80 mllion users of its
identified services. |Its services deliver nore than one
billion nessages every day. Mre nundanely, applicant has

submtted affidavits fromseveral of its custoners that
denonstrate recognition of applicant’s termas a source

i ndi cator and show that numerous corporations have either
acknow edged applicant’s termas a trademark or are

i censees of applicant.

Wil e the exam ning attorney has submtted significant
evi dence to support the genericness refusal, applicant’s
response is inpressive. The Federal Circuit has addressed
a simlar case where there was a m xed record on the
guestion of genericness. “The m xture of usages unearthed
by the NEXIS conmputerized retrieval service does not show,
by cl ear evidence, that the financial comunity views and
uses the term CASH MANAGEMENT ACCOUNT as a generic, common
descriptive termfor the brokerage services to which

Merrill Lynch first applied the term” In re Merrill

Lynch, Pierce, Fenner and Smith Inc., 828 F.2d 1567, 4

UsP2d 1141, 1143 (Fed. Cir. 1987) (footnote omtted). W
add that the nere fact that a record includes evidence of
both proper trademark use and generic use does not
necessarily create a m xed record that would overcone an

exam ning attorney’'s evidence of genericness. Qite

15
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sinply, it would be fairly easy for a well-heel ed applicant
to ensure that there were at |east sonme stories that would
properly use an applicant’s mark. However, in this case,
the evidence of generic use is offset by applicant’s
evi dence that shows not only a significant anount of proper
trademark use but al so trademark recognition by custoners,
publishers, and third parties.

We add that this case is distinguishable from Kel |l ogg

Co. v. National Biscuit Co., 305 U S 111, 39 USPQ 296

(1938). In that case, the Court found that “since 1894 the
article has been known to the public as shredded wheat.

For nmany years, there was no attenpt to use the term

‘ Shredded Wheat’ as a trade mark.” 39 USPQ at 298-99. In
t he present case, we cannot conclude that the identified
servi ces have been known to the public as “Instant
Messenger” or that applicant did not attenpt to use this
termas a tradenmark.

In light of the evidence of record, we cannot concl ude
that there is clear evidence that “nenbers of the rel evant
public primarily use or understand the term sought to be
protected to refer to the genus” of the services.

Therefore, the refusal on the ground of genericness is

reversed

16
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Descri ptiveness

The next question we address is whether applicant’s
mark is primarily nerely descriptive when applied to
applicant’s services.

A mark is nerely descriptive if it inmmediately conveys
informati on concerning a quality or characteristic of
the product or service. [In re Nett Designs, 236 F.3d
1297, 1341, 57 USPQRd 1564 (Fed. Cir. 1999)]. The
perception of the rel evant purchasing public sets the
standard for determ ning descriptiveness. I|d. Thus,
a mrk is nerely descriptive if the ultinmate consuners
i medi ately associate it with a quality or
characteristic of the product or service. On the

ot her hand, “if a mark requires inmagi nation, thought,
and perception to arrive at the qualities or
characteristics of the goods [or services], then the
mark is suggestive.” |d.

In re MBNA Anerica Bank N A, 340 F.3d 1328, 67 USPQd

1778, 1780 (Fed. Cir. 2003).
Anot her inportant factor is that, when we consider the
mark, we must consider it in relationship to applicant’s

services. In re Abcor Devel opnent Corp., 588 F.2d 811, 200

USPQ 215, 218 (CCPA 1978) (“Appellant’s abstract test is
deficient — not only in denying consideration of evidence
of the advertising materials directed to its goods, but in
failing to require consideration of its mark ‘when applied
to the goods’ as required by statute”). Therefore,
applicant’s argunent that its marks do “not imredi ately
call to the m nds of consuners the specific services

provi ded under the mark” (Brief at 17) is not relevant.

17
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In this case, there is evidence that consuners woul d
understand the term “instant nessagi ng” as the generic term
to refer to services that are of the type identified by
applicant. See, e.g., Conputing, 22 June 2002 (“The
i nstant nmessaging world is dom nated by four platforns”)
and New York Tinmes, 17 June 2002 (“providers of instant
messagi ng”). The High-Tech Dictionary entry nmade of record
by the exam ning attorney defines “instant nessaging” as “A
live chat and email service that enables you to find your
friends when they are on Iine and send nessages or talk via
a private chat room Each user has a private |ist of
i nstant nessagi ng addresses and the instant nessagi ng
system can be set to alert you when soneone on your list is
online. You can |eave an enmail nessage for a user who is
not available online.” Another article describes “instant
messagi ng” as foll ows:

| nstant nessages appear on a recipient’s conputer

screen al nost as soon as they are sent and all ow

“real -tinme” typed comruni cati on anong people who are

on the Internet. To trade instant messages, though,

both sender and recipient typically have to use the
sanme software

Washi ngt on Post, 19 Novenber 1999.

The term “nessenger” is used to describe software that
sends “nessages.” For exanple, in response to a letter

fromapplicant’s counsel, one respondent replied that: “W

recei ved your |etter conplaining about the use of the nane

18
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| nstant nessenger on our websites and pronotion material.
We apol ogize [f]Jor this matter and changed the | anguage
wherever we were able to ...either just ‘nessenger’ (like
MSN, Yahoo etc) or better Dateparty Messenger.” Email from
Ronal d Stevens dated 10 Decenber 2002. An article in CNET
dated 10 May 2002 refers to: “Virus witers have al ready
shown us that they know a thing or two about exploiting

messengers.” See al so ww. hi ghwi red. com (“[ T] he nessenger

w |l stay open until you close it, even if you navigate
away from H ghWred”); CNet 01 March 2000 (“CMd’s i Cast
unvei | s nmessenger that trades video, nusic”).

Appl i cant points to nunmerous registrations that the
O fice has issued for various marks that contain either the
term“instant” or “nessenger” as evidence that its term
| NSTANT MESSENGER is not nerely descriptive. In these
registrations, the marks are registered on the Princi pal
Regi ster without a disclainer of the termor an indication
that the registration is under the provision of Section
2(f). In response to applicant’s argunent, we note that
even “if sone prior registrations had sonme characteristics
simlar to [applicant’s] application, the PTO s all owance
of such prior registrations does not bind the Board or this

court.” Inre Nett Designs Inc., 236 F.3d 1339, 57 USPQd

1564, 1566 (Fed. Cir. 2001). More specifically in this

19
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case, there is anple evidence to support a conclusion that
“Instant Messaging” is a generic termfor the identified
services. There is also evidence that “nmessenger” is
under st ood by prospective purchasers or users as a term

t hat describes the software or programinvolved in

provi ding “instant nmessaging.” Thus, prospective
purchasers or users encountering the term*®I|nstant
Messenger” used in association with applicant’s services
woul d i mredi ately understand that applicant’s services

i nvol ve the sending, storing, and displaying of nmessages
sent by instant nessagi ng services. Therefore, we concl ude
that the term*®“lInstant Messenger” would i nmedi ately
describe the function of the identified services, and the
exam ning attorney’'s refusal to register the mark on the
ground of nere descriptiveness is affirned.

Acquired Distinctiveness

Lastly, we nust consi der whether applicant’s mark,
whi ch we have found to be nerely descriptive, is
regi strable on the Principal Register because it has
acquired distinctiveness under the provision of Section
2(f) of the Trademark Act. Here, applicant has the burden
of proving that its mark has acquired distinctiveness. In

re Holl ywood Brands, Inc., 214 F.2d 139, 102 USPQ 294, 295

(CCPA 1954) (“[T] here is no doubt that Congress intended

20
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that the burden of proof [under Section 2(f)] should rest
upon the applicant”). “[L]ogically that standard becones
nmore difficult as the mark’s descriptiveness increases.”

Yamaha Int’|l Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6

UsPQ2d 1001, 1008 (Fed. Cir. 1988).

The exam ning attorney has not seriously questioned
applicant’s assertion that its marks have acquired
di stinctiveness but instead relies primarily on the
argunent that a generic term can never acquire
di stinctiveness. See Brief at 12 (“‘Instant Messenger’ is
generic, and therefore, not registrable under Section 2(f)
Acquired Distinctiveness”). At this point, we refer to

sone of the evidence we discussed in our genericness

di scussion. To summarize, applicant has 80 mllion users
who send approxi mately one billion nmessages each day on
applicant’s identified services. There are mllions of

visitors to its website each day where the mark is
displayed. It has |icensed nmany corporations to use its
services identified by the term | NSTANT MESSENGER. Its
advertising has reached a significant percentage of people
in the United States and it has provided sone affidavits
from custoners who recognize its termas a mark for
applicant’s services. Therefore, applicant has net its

burden of showing that its term | NSTANT MESSENGER has
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acquired distinctiveness and the exam ning attorney’s
refusal to register under Section 2(e)(1) is reversed.

DECI SION: The refusals to register applicant’s
| NSTANT MESSENGER mar ks (Serial Nos. 75497543 and 75496386)
on the ground that the marks are generic, or because
applicant nust disclaimthe generic term | NSTANT MESSENGER
(Serial Nos. 75460305 and 75460306) are reversed. The
exam ning attorney’s refusal to permt registration of
applicant's marks under Section 2(f) is, |ikew se,
reversed. The applications will be published for
opposition with a notation of applicant's clai munder the

provi sion of Section 2(f) of the Trademark Act.
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