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Opi nion by Hohein, Adm nistrative Trademark Judge:

Prof essional Systens Corporation has filed an
application to register the mark "DATAEXPRESS" for "invoicing
services, nanely, collecting and assenbling billing
information, [and] generating and mailing statenents,

i nvoi ces, reports and collection letters."?

1 Ser. No. 75/461,790, filed on April 3, 1998, which alleges a date
of first use anywhere and in comerce of October 1997.
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground
that applicant's mark, when applied to its services, so
resenbl es the mark "NDEX NETWORK DATA EXPRESS," which is
registered for "electronic transm ssion of nmessages, data and
docunents in the field of healthcare",? as to be likely to
cause confusion, m stake or deception.

Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not requested. W reverse the refusal to
register.

The determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a
i keli hood of confusion. 1Inre E. |I. du Pont de Nemours &
Co., 476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). However,
as indicated in Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any
i kel'i hood of confusion analysis, two key consi derations are
the simlarity or dissimlarity of the goods and/ or services

and the simlarity or dissimlarity of the marks.?3

2 Reg. No. 2,005,132, issued on Cctober 1, 1996, which sets forth a
date of first use anywhere of January 27, 1995 and a date of first
use in commerce of April 19, 1995. The words "NETWORK DATA" are

di scl ai ned.

3 The court, in particular, pointed out that: "The fundanental
i nquiry mandated by 82(d) goes to the cunulative effect of
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Turning first to consideration of the respective
services, it is well settled that services need not be
i dentical or even conpetitive in nature in order to support a
finding of likelihood of confusion. Instead, it is sufficient
that the services are related in sone manner and/or that the
ci rcunstances surrounding their marketing are such that they
woul d be likely to be encountered by the sane persons under
situations that would give rise, because of the marks enpl oyed
in connection therewith, to the m staken belief that they
originate fromor are in some way associated with the sane
entity or provider. See, e.g., Mnsanto Co. v. Enviro-Chem
Corp., 199 USPQ 590, 595-96 (TTAB 1978) and In re
| nt ernati onal Tel ephone & Tel egraph Corp., 197 USPQ 910, 911
(TTAB 1978) .

In the present case, applicant contends that
"registrant's communi cation services are quite different than
the ... invoicing services which are provided by applicant
under its mark." According to applicant, its services "are in
the nature of traditional bookkeeping, but using computer
technology to efficiently provide such services.” Wile
admtting in its brief that "el ectronic conmmnicati on of data
is used by applicant for connecting applicant's custoners to

applicant's conputers in order to render applicant's invoicing

differences in the essential characteristics of the goods [and/or
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services," applicant argues that "this conmuni cati on of data
is ancillary to applicant's invoicing services and is not a
separate service." Consequently, applicant insists that its
services "are not directed to addressing the existing

el ectroni c network data comuni cation of a custoner's data to
patients or their healthcare providers."” Instead, applicant

mai ntai ns that, anong other things, its services "are
specifically to assist the accounting departnment[s] of
heal t hcare providers to performtheir invoicing function" and,
thus, it "does not provide services for addressing the general
conmuni cation of network data" |ike registrant does.
Applicant, in view thereof, urges that its services "are
different in kind and woul d be purchased by different parties
than registrant's" services.

Applicant supports its position with a declaration
which is of record fromits chief executive officer, Joseph J.
Greco. In his declaration, M. Geco variously states that he
has 20 years of "experience within the invoicing processing
i ndustry"; that applicant "operates state of the art systens
for statement and collection letter processing, printing and
mai | ing"; that under its "DATAEXPRESS" nmark, applicant offers
"traditional bookkeeping services, but uses conputer

technol ogy to provide the services," which consist of "state

services] and differences in the marks."
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of the art automated processing, printing and nmailing of
i nvoi ces and collection letters"; that such services "assi st
t he accounting departnments in various industries, including
heal t hcare providers, to performtheir invoicing functions";
t hat such services, however, "are not useful only in the
heal t hcare field, but also have utility in other fields which
seek to out[-]source statenment and collection letter
processing, printing and mailing"; that registrant's services,
by contrast, "are directed to the electronic transm ssion of
messages, data, and docunents in the healthcare field" and are
thus "quite different fromthe invoicing services which are
provi ded by" applicant under its mark; that applicant "does
not provide services for addressing the general conmunication
of network data"; that while applicant "can receive data
electronically fromits custoners, this conmmnicati on of data
is ancillary to" applicant's "invoicing services and is not a
separate service"; and that applicant "has processed, printed
and mail ed invoices and collection letters based on
information received fromcustomers other than through
el ectronic data transm ssion, e.g., printed information or
data on conputer disks sent by mail or courier service."

We agree with the Exam ning Attorney that, as he

concedes in his brief, the respective services "are

specifically different.” W also concur with the Exam ni ng
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Attorney that such specifically different services are,
however, related in a meaningful comrercial sense at |east to
the limted extent that registrant's "electronic transm ssion
of messages, data and docunments in the field of healthcare”
are services which, as the Exam ning Attorney points out,
"could be used to transmt data and docunents" to applicant
for use, in turn, in the rendering, to those in the healthcare
field, of its "invoicing services, nanely, collecting and
assembling billing information, [and] generating and mailing
statenents, invoices, reports and collection letters."* As
t he Exam ning Attorney accurately observes:

[ The] advertising specimens subm tted by

Applicant tout the ease of electronically

transmtting files to Applicant. For

exanpl e, the cover of Applicant's brochure

i ndi cates that Applicant's services consi st

of "Electronic Data Exchange for Patient

Statenment and Col | ection Letter Processing,

Printing and Mailing." Inside the

brochure, a potential customer is told,

"lIt's easy! Your conputer system s patient

billing files can be electronically
transmtted, 24 hours a day, seven days a

“ W di sagree, however, with the Examining Attorney's further
assertion that the respective services "are directly conpetitive, at

| east in part," because, just as "[a] nedical practice has the option
of using Applicant's services to nmail statenments, invoices, reports,
and collection letters,” it is also the case that, "alternatively,
the registrant's services may be used to deliver such docunents
electronically.” It appears to us, instead, that a nedical firm
which utilizes applicant's invoicing services to generate and nai
billing statenents, collection letters and the |ike would have no
need to use registrant's electronic information transm ssion services
to deliver the sane docunments produced as part of applicant's

servi ces.
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week, via internet, nmodem or other

el ectronic nediumto the DataExpress

Processing Center."
Thus, both services, as the Exam ning Attorney persuasively
notes, "target the same small group of consumers, [nanely,]
t hose menbers of a nedical practice who are responsible for
the electronic transm ssion of docunments"” for purposes of
patient billing or invoicing. |If such services, therefore,
were to be provided under the sanme or substantially simlar
mar ks, confusion as to the source of sponsorship thereof would
be likely to occur.

Turning, therefore, to consideration of the marks at
i ssue, applicant notes, with respect to registrant's "NDEX
NETWORK DATA EXPRESS" mark for "electronic transm ssion of
messages, data and docunents in the field of healthcare,” that
"there are a nunber of marks which include DATA or DATA
EXPRESS for the same or virtually identical services.”
Specifically, the record contains copies of subsisting third-
party registrations for the marks "I DX PARTNERSHI P
| NTERNATI ONAL DATA EXPRESS" and design (" DATA EXPRESS"
di scl ai med) for "telecomunications and data storage and
forward services, nanely, sending and receiving facsinmle,
el ectronic mail, voice, audio, video, data, and interactive
voi ce response (IVR) transm ssions for others"; "DATA EXPRESS"

and design ("DATA" disclaimd) for "electronic transm ssion of
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digital information fromone |ocation to another”; and "AIR
DATA EXPRESS" (" DATA EXPRESS" disclainmed) for "electronic and
wirel ess transm ssion of nessages, data and documents."?®
Appl i cant maintains that the existence of such registrations
"denonstrates that the ternms DATA and EXPRESS, the only conmon
portion of the marks, are relatively weak in the field of
data/ i nformati on exchange or transmi ssion,” citing In re Dayco
Product s- Eagl enotive Inc., 9 USPQd 1910, 1911-12 (TTAB 1988).
Applicant also contends that "[t]he further weakness of the
mark[s] is illustrated by the disclainmer of the DATA or DATA
EXPRESS el enents in the above registrations and the disclainer
of NETWORK DATA in the [cited] registration.” In view of the
weakness of the term "DATA EXPRESS, " due to the
descriptiveness, or at least a high degree of suggestiveness,
i nherent therein, applicant asserts that the mark which is the
subject of the cited registration is entitled to only a narrow
scope of protection and that it is not likely that custoners
for the specifically different services offered by applicant
and the cited registrant will be confused as to the source or
sponsorshi p of such services.

Applicant also argues that "[a]n anal ysis of the

marks [at issue] in their entiret[ies] reflect[s] that they

> In addition, the record contains a copy of a subsisting third-party
registration for the mark "CCMM DATA EXPRESS" ("DATA" di sclai ned) for
"data communi cati ons processing apparatus for use with conputers.™
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create entirely different comercial inpressions” inasnmuch as
t he predom nant features of the cited registrant's mark are
the terms "NDEX and "NETWORK." The overall commerci al

i npressi on of such mark, applicant urges, "stresses the
net wor ki ng and data transm ssion aspect of the [cited
registrant’'s] services" since "[t]he eye is naturally drawn to
the first portion of the mark." Mbreover, according to
applicant, the shared words "DATA EXPRESS" in the marks at

i ssue are, as noted above, "relatively weak" and thus "have a
| esser significance as a source identifier," especially "when
applied to services relating to the transm ssion of data," as
is the case with the cited registrant's mark.

As to another of the du Pont factors, nanely, the
condi ti ons under which and buyers to whom sal es are nade,
applicant observes that "[w] here the decision to purchase is
made by a sophisticated purchaser and concerns an expensive
product, or is made after careful exam nation of the product,
it may be enough to negate a |ikelihood of confusion.”™ Here,

applicant asserts, its services "are relatively expensive and

involve giving a third party access to sensitive billing,
custoner and financial information." Inasnmuch as "an
organi zation that decides to use that service will only nake

t he purchasing decision after careful consideration,”

appl i cant concl udes that confusion as to origin or affiliation
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of the respective services is not likely fromthe
cont enpor aneous use of the marks at issue.

The Exam ning Attorney, on the other hand,
acknow edges that applicant is correct in its contention that
third-party registrations are useful both to denonstrate the
sense in which a termis used in ordinary parlance and to show
that a particular term has been adopted by those engaged in a
certain field or industry because of the descriptive or
suggestive significance conveyed by such term The Exam ni ng
Attorney, furthernmore, admts that in this case "[t]he
registrations referenced by Applicant appear to support
Applicant's contention that the wordi ng DATA EXPRESS is weak
with regard to el ectronic nessage transm ssion services."
However, the Exami ning Attorney asserts that the fact that
"the term DATA EXPRESS nay be relatively weak in the field of
el ectronic transm ssion of data does not nean that the termis
al so weak in Applicant's related field of 'invoicing services,
nanmely, collecting and assenbling billing informtion,
generating mailing statenents, invoices, reports, and
collection letters."™

VWil e the Exam ning Attorney thus concl udes that
"the relative weakness of the registrant's mark [does not]
conpl etely obviate any |ikelihood of confusion," it

nevert hel ess stands to reason that, if differences in the

10



Ser. No. 75/7461, 790

ot her portions of marks containing the term "DATA EXPRESS" are
sufficient to distinguish such marks, due to the admtted
weakness of the term "DATA EXPRESS," with respect to various
el ectroni c nmessage transm ssion services,"” then the narrow
scope of protection to which registrant's mark is entitled in
its owmn field should be even nore |imted when considered
against a mark sharing only the term "DATA EXPRESS" in an
entirely different industry, to which electronic nmessage
transm ssion services are only ancillary to the services being
rendered. Such is plainly the case with applicant's
"DATAEXPRESS" mark for its various invoicing services, since
while its services and the el ectronic nessagi ng and data
transm ssion services offered by the cited registrant are
commercially related to a limted degree in that both involve
transm ssi on of docunents and data, they nevertheless are
ot herwi se specifically different. Applicant's services focus
on invoicing and other matters of patient billing, while those
of the cited registrant are basically that of a comrunications
common carrier for the healthcare field. As a result,
circunst ances conducive to a likelihood of confusion are
substantially reduced.

Wth respect to the overall comrercial inpressions
engendered by the respective nmarks, the Exam ning Attorney

enphasi zes that such marks "are clearly simlar, as the

11
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regi stered mark contains Applicant's mark in its entirety."
The Exam ning Attorney also contends that this is not a
situation "where the appropriated wording is nerely an
insignificant part of a |arger whole; instead, the term DATA
EXPRESS conprises exactly half of the registrant's four-word
mark." \While the Exam ning Attorney concedes that

"[a] pplicant's mark and, by incorporation, the registrant's
mar k[ ,] are both highly suggestive of information and speed,"
he asserts that the points of simlarity of the marks are of
greater inportance than the points of difference due,
apparently, to the fact that applicant's mark and registrant's
mark "contain the wordi ng DATA EXPRESS and are |likely to have
the same comrercial inpression.”™ In view thereof, the
Exam ni ng Attorney argues that "[c]onsuners are likely to
arrive at the incorrect conclusion that applicant's DATA
EXPRESS [sic, should be DATAEXPRESS] mark is nerely a
shortened form of the registrant's NDEX NETWORK DATA EXPRESS
[ mark] . "

We agree with applicant, however, that the
respective marks, when considered in their entireties, project
di fferent commercial inpressions and hence are
di stingui shabl e, especially when used in connection wth
specifically different services. As the Exam ning Attorney

concedes, the "DATA EXPRESS"' portion of registrant's mark and

12
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applicant's "DATAEXPRESS" mark "are both highly suggestive of
information and speed."” Such ternms, therefore, are not only
relatively weak, and in thenselves are entitled only to a
limted scope of protection, but registrant's mark adds the
conspi cuously different terms "NDEX NETWORK" as the first and
nost prom nent el enents of such mark. Thus, when used in the
context of registrant's "electronic transm ssion of nessages,
data and docunents in the field of healthcare,” the
connotation and overall comrercial inpression engendered by
registrant's "NDEX NETWORK DATA EXPRESS" mark is of a high
speed data network offered under the principal source-
indicative term"NDEX." In striking contrast, applicant's
"DATAEXPRESS" mark for its "invoicing services, nanely,

coll ecting and assenbling billing information, [and]
generating and mailing statenments, invoices, reports and
collection letters,” projects an i mage of high speed
conversion of billing information into invoices and simlar

ki nds of statenments. Moreover, because the terns "NDEX
NETWORK" constitute the first two words of registrant's "NDEX
NETWORK DATA EXPRESS" mark, they |end such mark a
significantly different overall commercial inpression than
woul d be the case if the mark were, for exanple, "DATA EXPRESS
NDEX NETWORK." The notable inclusion of the ternms "NDEX

NETWORK" as the first two elements of registrant's mark,

13



Ser. No. 75/7461, 790

together with the high degree of suggestiveness inherent in
the terms "DATA EXPRESS" and the equival ent term
"DATAEXPRESS, " are accordingly sufficient to distinguish
registrant’'s "NDEX NETWORK DATA EXPRESS" mark from applicant's
" DATAEXPRESS" nar k.

Finally, we concur with applicant that the nature of
t he conditions under which and buyers to whom sal es of the
respective services are made are such that, as a practica
matter, confusion is not likely to occur from contenporaneous
use of the marks at issue. |In the case of registrant's
"el ectronic transm ssion of nmessages, data and docunents in
the field of healthcare,” it is clear that physicians,
pharmaci sts, nurses and ot her healthcare professionals and
their support staffs are, by the very nature of operating a
medi cal practice, highly know edgeabl e and sophi sti cated
custoners in general and woul d be expected to exercise a high
degree of care and discrimnation in the selection of goods
and services used in connection theremth. See, e.q., Warner-
Hudnut, Inc. v. Wander Co., 280 F.2d 435, 126 USPQ 411, 412
(CCPA 1960) [ physicians and pharmaci sts constitute "a highly
intelligent and discrimnating public"]. To the extent that
applicant's "invoicing services, nanely, collecting and
assembling billing information, [and] generating and mailing

statenents, invoices, reports and collection letters,” are

14
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directed to the sane cl asses of healthcare providers, such
services would |i kew se be purchased with care and

del i beration, principally by those in charge of the accounting
departnments of the healthcare providers. Coupled with the
fact that applicant's services would be relatively expensive
and invol ve accessing sensitive billing, custonmer and
financial information, the selection thereof would be nade
only after careful consideration and deliberation, thereby
additionally | essening the prospects of a |ikelihood of
confusion. See, e.qg., Electronic Design & Sales Inc. v.

El ectronic Data Systens Corp., 954 F.2d 713, 21 USPQ2d 1388,
1392 (Fed. Cir. 1992).

Accordingly, notwithstanding that to a limted
extent, the respective services are related, given the facts
t hat such services nevertheless are specifically different;
that in their entireties the marks at issue are
di stingui shable in connotation and overall comerci al
i mpression; and that the purchase of such services under the
respective marks is done carefully and with deliberation, we
find that confusion is not likely to result fromthe
cont enpor aneous use by applicant of the mark "DATAEXPRESS" f or
its "invoicing services, nanely, collecting and assenbling
billing information, [and] generating and mailing statenents,

i nvoi ces, reports and collection letters” and the mark "NDEX

15
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NETWORK DATA EXPRESS" by registrant for its "electronic
transm ssi on of nmessages, data and docunents in the field of
heal t hcare. "

Deci sion: The refusal under Section 2(d) is

rever sed.
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